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THE TENTH YEAR OF ADMINISTRATION OF THE 
LANHAM TRADEMARK ACT OF 1946* 


By Walter J. Derenberg** 


INTRODUCTION 


July 5, 1957 marked the tenth anniversary of the effective date 
of the Trademark Act of 1946. During the first decade, numerous 
ambiguities in the various provisions of the Lanham Act became 
apparent and serious efforts have been made by the American Bar 
Association and other interested groups to clarify and improve 
the present statute by legislative amendment. Thus far, however, 
Congress has taken no action, so that the act now enters its second 
decade without any substantial revision of the statute itself. In- 
deed, the Wiley Bill, so often referred to in previous reports,’ 
which would seek to amend the act in several important respects, 
was not even reintroduced in either the House or the Senate during 
the past year. 

Even more remarkable is the fact that, despite ten years of 
administration, we do not have today a single decision by the United 
States Supreme Court, with the possible exception of the Bulova 
ease,* which would throw any light upon some of the major sub- 


* A Progress Report submitted to the Section of Patent, Trademark and Copy- 
right Law of the American Bar Association, at its Annual Convention at New York, 
N. Y., July 16, 1957. Reprinted by special permission from the August 12, 1957 issue 
of the Patent, Trademark and Copyright Weekly Reports. Copyright © 1957 by The 
Bureau of National Affairs, Inc., Washington 7, D. C. 

** Member of the New York bar; member of Board of Directors and chairman of 
Editorial Board of U.S.T.A. 

1. 60 Stat. 427, 15 U.S.C. 22, effective July 5, 1947. 

2. The first Wiley Bill, S. 1957, was introduced August 6, 1951 (82d Cong., Ist 
Sess.) and was discussed in Derenberg, The Fourth Year of Administration of the Lan- 
ham Trademark Act of 1946, 90 USPQ No. 8, Part II, 41 TMR 893 (1951) and in 
The Fifth Year (the author’s annual reports will be thus abbreviated in this report), 
94 USPQ No. 8, Part II, 42 TMR 712 (1952); in 1953, Senator Wiley reintroduced 
the bill as S. 2540 (83d Cong., 1st Sess.) in an amended form discussed in The Sixth 
Year, 98 USPQ No. 8, Part II, 43 TMR 779 (1953), and hearings were held on the 
bill for the first time on March 25, 1954. The amended by | Bill was passed by the 
Senate but not by the House (see The Seventh Year, 102 USPQ No. 7, 44 TMR 991 
(1954). In 1955, the revised Wiley Bill was again introduced as 8. 215 (see The 
Eighth Year, 106 USPQ No. 8, Part II, 45 TMR 987 (1955) and was referred to the 
Committee on the Judiciary. No further progress toward enactment of the Wiley Bill 
has been reported. 

3. Steele v. Bulova Watch Co., 344 U.S. 280, 95 USPQ 391, 42 TMR 299 (1952). 
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stantive and procedural problems which have arisen in the inter- 
pretation of the Act of 1946. 

Nor has there been thus far any major revision or improve- 
ment in international trademark law. While in the field of copy- 
right we have reason to be optimistic with regard to more effective 
international protection of literary and artistic works as a result 
of the recent ratification by the United States, Great Britain and 
many other countries of the Universal Copyright Convention, there 
has been no much needed revision of the International Convention 
for the Protection of Industrial Property as last revised in Lon- 
don in 1934.4 However, a diplomatic conference for the revision 
of the convention is presently scheduled to meet at Lisbon in the 
fall of this year, and numerous significant proposals toward im- 
proving the international regime governing trademarks are ex- 
pected to be submitted and passed upon by the forthcoming Lisbon 
conference.° 

Some progress has been made in the field of state legislation 
toward the adoption of a uniform registration law and toward 
more effective protection against intrastate trademark infringe- 
ment. Since last year, three additional states have enacted the so- 
called ‘‘Model State Bill”. These are Florida, North Dakota and 
Vermont.’ The State of Utah, like Pennsylvania, has now provided 
for the registration of service marks and a similar Ohio bill, hav- 
ing passed both houses of the legislature, was recently signed by 
the Governor and becomes effective October 1, 1957.’ 

Since there would appear to have been no other significant 
legislation, either federal or state, during the past year, this re- 
port will now proceed to review recent administrative and judicial 
trends in the administration and interpretation of the act itself. 


4. Convention of the Union of Paris of March 20, 1883, for the Protection of 
Industrial Property, revised at Brussels, 1900; at Washington, 1911; at The Hague, 
1925; and at London, 1934. 

5. Some of the more significant proposals were briefly referred to in last year’s 
report, The Ninth Year, 110 USPQ No. 8, Part II, 1; 46 TMR 1017 (1956) and com- 
prehensively discussed in The A.I.P.P.I. Congress, 46 TMR 673-696 (1956). 

6. The Florida act: becomes effective Oct. 1, 1957 and the North Dakota act became 
effective July 1, 1957. The Vermont act became effective June 1, 1957. 

7. The Ohio act becomes effective Oct. 1, 1957. 
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PART I. INTERPRETATION OF THE LANHAM ACT 
BY THE PATENT OFFICE IN EX PARTE 
PROCEEDINGS 


I. THE PRINCIPAL REGISTER 
1. Registrability 
a. Trademarks and Trade Names 


While the Court of Customs and Patent Appeals did not have 
an opportunity again to clarify upon the distinction between regis- 
trable trademarks and unregistrable trade names since its decision 
in the WALKER PROCESS EQUIPMENT INC, case,® the Commissioner was 
called upon to pass upon some refinements of this well-recognized 
distinction. It would now appear that greater latitude will be al- 
lowed in this respect with regard to applications for service marks 
than those for trademark registration. Thus, in the case of GREAT 
AMERICAN INSURANCE COMPANY,’ an application had been filed to 
register this name (with a disclaimer of the words INSURANCE ComM- 
PANY) as a service mark under Section 2(f) of the statute. The 
Examiner of Trademarks rejected the application on the ground 
that this was merely the applicant’s trade name, and therefore 
unregistrable. In reversing that determination, the Commissioner 
held that in determining the registrability of trade names of this 
type, consideration had to be given to the particular trade or line 
of business of the applicant and that in the insurance business it 
was common practice to refer to the company’s commercial name 
in identifying its services. Under these circumstances, the name 
was held registrable despite the fact that the specimen disclosed 
its use in conjunction with ““New York”. However, the application 
as filed did not include either the name “‘New York” nor the par- 
ticular round emblem with eagle features in conjunction with 
which the insurance company used its name upon its letterhead, 
policies and other materials.*° Had the applicant sought regis- 
tration of the emblem as a whole, including the eagle features and 
the medal device as used by the company, there could, of course, 
have been no question as to the status of the emblem as a whole 
as a registrable service mark but the registration as sought and 

8. In re Walker Process Equipment Inc., 110 USPQ 41, 46 TMR 1225 (C.C.P.A., 
a Ez parte Great American Insurance Company, 111 USPQ 163, 47 TMR 111 
(Com’r, 1956). 

10. It may be interesting to note in passing that the applicant had not presented 
any evidence of secondary meaning but that the Commissioner took judicial notice of 


its long use of its name in accordance with the insurance laws of the State of New 
York. 





882 THE TRADEMARK REPORTER Vol. 47 T.M.R. 


granted was limited to the name of the company as such and, there- 
fore, constitutes a somewhat broader approach than that indicated 
in the decision of the Court of Customs and Patent Appeals in 
the Walker case, supra, this was justified by the Commisisoner on 
the ground that service organizations, particularly insurance com- 
panies, identify their services more frequently by using their trade 
name, as such, then may be true in case of manufacturers of 
goods seeking trademark registration. The same approach was 
once more followed by the Commissioner in permitting registra- 
tion as a service mark of the term, THE LITTLE stupI0."* The appli- 
cant there was in the business of arranging for the sale of art 
works on a commission basis. It was also held that, even though 
the name THE LITTLE sTUDIO may have no significance to the public 
as identifying the applicant’s services, it did identify such services 
to artists and art galleries and for that reason did qualify as a 
service mark under the Act of 1946. 

With regard to trademark, as distinguished from service 
mark applications, the WALKER PROCESS EQUIPMENT INC. case and 
other precedents were held controlling in Ex parte Optomechan- 
isms, Inc.,** where an application was filed for registration of opto- 
MECHANISMS Inc. for certain optical equipment but where the speci- 
mens disclosed use of that term only in connection with the entire 
corporate name and place of manufacture, thus: 


Mfrd by 
Optomechanisms Inc. 
Mineola, N.Y. 


[t was held that the unregistrability of the term opTOMECHANISMS 
INC. as so used was “‘beyond question”. Likewise, registration was 
denied for crest Froops co.** for a food product under closely analo- 
gous circumstances. 

On the other hand, registration as a trademark of the name 
GUY GAUTIER & Co.** was permitted despite the fact that the speci- 
men clearly showed use of that name as the applicant’s commercial 
name, since on top of the label the name Gautier alone in conjunc- 
tion with a crest appeared as the applicant’s primary trademark. 
It seems rather difficult to distinguish this case from the Walker 
and other cases and it was to be expected that the Examiner of 
Trademarks would refuse registration in accordance with these 


11. Ez parte The Little Studio, Inc., 111 USPQ 224, 47 TMR 250 (Com’r, 1956). 
12. 111 USPQ 243, 47 TMR 140 (Com’r, 1956). 

13. Ex parte Crest Foods Co., 112 USPQ 190, 47 TMR 387 (Com’r, 1957). 

14. Ex parte Guy Gautier § Co., 111 USPQ 345, 47 TMR 271 (Com’r, 1956). 





Vol. 47 T. M.R. TENTH YEAR OF TRADEMARK ACT OF 1946 883 


precedents. However, the Commissioner here held that the word 
“Cognac”, which appeared below the name GUY GAUTIER & CO., Was 
used as the name of the product rather than as the applicant’s 
postoffice address and that there were three other “Gautier” firms 
in France which likewise produced cognac brandy. Consequently, 
it was here found that this commercial name also functioned as a 
trademark and distinguished the applicant’s trade name from at 
least two other “Gautier” concerns which were in the same busi- 
ness. It is not believed, therefore, that the Guy GAUTIER & CO. case 
should be looked upon as a relaxation of the rule against the reg- 
istrability of mere trade or firm names so. thoroughly established 
by now in a series of decisions by the Court of Customs and Patent 
Appeals from the Lyndale Farm case to the Walker case.” 


b. Slogans and “Combinations of Words” 


The continued trend toward permitting registration of dis- 
tinctive advertising slogans, even on the Principal Register, has 
come to a halt in cases in which the language sought to be regis- 
tered was, in actual fact, primarily of an informational, rather 
than a promotional character. Thus, the term wasHEs IN A WINK 
which was sought to be registered on the Principal Register as a 
trademark for ladies’ blouses,** was rejected on the ground that 
it lacked any trademark significance, represented little, if any, 
ingenuity and merely said something ‘‘which might be expected to 
be said about the goods”. Similarly, the phrase, MAKE youR OWN 
SUNDAE for ice cream was refused registration even on the Sup- 
plemental Register on the ground that it merely advised purchasers 
of ice cream that a sundae could be made therefrom.” Another il- 
. lustration of an unregistrable phrase was involved in Ex parte 
Mobile Paint Manufacturing Company of Delaware, Inc.,* where 
the applicant sought registration for paint of the language yes 
sik! B.L.P. WET PAINT IT? The use of this language was held to be 
nothing but a placard to warn the public that a particular surface 
had been newly painted and as such was incapable of trademark 
function. Another instance of an unregistrable phrase may be 


15. In re Lyndale Farm, 88 USPQ 377, 186 F.2d 723, 41 TMR 244 (C.C.P.A., 
1951), discussed in The Ninth Year, 110 USPQ No. 8, Part II, 2, 46 TMR 1019-20; 
Duncan Electric Mfg. Co. v. Marzall, 95 USPQ 242, 42 TMR 919 (D.C., D.C. 1952); 
discussed in The Sizth Year, 98 USPQ No. 8, Part II, 2; 43 TMR 779, 781, and cases 
cited at 111 USPQ 345, 47 TMR 271, supra. 

16. Ea parte Barney Davis § Son, Inc., 111 USPQ 188, 47 TMR 121 (Com’r, 1956). 

17. Ez parte Stewart’s Ice Cream Company, Inc., 111 USPQ 238, 47 TMR 129 
(Com’r, 1956). 

18. 111 USPQ 245, 47 TMR 138 (Com’r, 1956). 
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found in Ex parte The Davies-Young Soap Company,” where the 
words LINT-FREE CLING-FREE were sought to be registered as a serv- 
ice mark for a dry cleaning service. These words were held to be 
nothing but “‘ordinary descriptive terms” used in their primary 
sense, i.e., furnishing advice to prospective purchasers of the type 
of service rendered by the applicant. 

On the other hand, the slogan Tops ror Goop DRINKS” was held 
registrable even on the Principal Register and without reliance 
on Section 2(f) as a trademark for bottle caps. Contrary to the 
Examiner of Trademarks, the Commissioner held this slogan to 
be not merely a laudatory statement but to constitute a technical 
trademark since it was used in quotation marks by applicant who 
did not sell to the general public but sold its bottle caps only to 
bottlers of various beverages. In view of these special circum- 
stances and the “dual connotation, or double entendre” of the 
phrase, it was held that the slogan had come to identify crowns 
of applicant’s manufacture and, therefore, qualified for registra- 
tion on the Principal Register. Also allowed for the Principal 
Register was the slogan, THAT GOOD LOOKING CHANNEL ELEVEN! as 
a service mark for broadcasting services.” The slogan had been 
rejected not only on the ground of lack of distinctiveness but on 
the additional ground that the channel designation was licensed 
to applicant by the Federal Communications Commission on a 
revocable basis only. In reversing the Examiner of Trademarks, 
it was held that as a result of tremendous promotional expendi- 
tures, the slogan had come to identify applicant’s services and 
that a possible revocation of its license at some future time was 
an insufficient conjectural basis for rejection. 

The Examiner of Trademarks was also reversed in his denial 
of registration for the slogan, rr’s cosmaNizeD! for fishlines.** The 
slogan had been held by the Examiner to be informational only, 
indicating a certain treatment or process originated by one of 
applicant’s partners whose name was Cosman. The Commissioner 
decided that even though the specimen cards which applicant had 
submitted had detailed information as to the significance of the 
term IT’s COSMANIZED! on the back of the card, the slogan had come 
to identify applicant’s fishlines as such and was, therefore, sus- 
ceptible of registration. 


- 111 USPQ 456, 47 TMR 392 (Com’r, 1956). 
. Ea parte W. H. Hutchinson § Son, Inc., 111 USPQ 244, 47 TMR 137 (Com’r, 


. Ea parte KTTV Inc., 111 USPQ 349, 47 TMR 277 (Com’r, 1956). 
. Ea parte The Dot Line Company, 111 USPQ 353, 47 TMR 282 (Com’r, 1956). 
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c. Style and Model Designations 


Only one decision, although a rather significant one, has been 
found during the pust year on the recurring problem of the reg- 
istrability of mere model designations or grade marks. The ques- 
tion arose before the Court of Customs and Patent Appeals in 
Kiekhaefer Corporation v. Willys-Overland Motors, Inc.,* an in- 
terference proceeding involving the registration of the word HuR- 
RICANE, which was sought to be registered for internal combustion 
engines by one party to the interference and as a trademark for 
outboard motors and commercial engines by the other party. The 
Examiner of Interferences had ruled that only the applicant for 
registration of the mark for internal combustion engines, Willys- 
Overland Motors, Inc., was entitled to the registration, while the 
Assistant Commissioner had held that both parties qualified for 
registration of the mark with regard to their respective products. 
On appeal by both parties, the Court held that Kiekhaefer had 
been the first user and was clearly entitled, therefore, to regis- 
tration of HURRICANE as applied to outboard motors. In making 
this determination, the Court pointed out that the word HURRICANE 
admittedly designated only one particular model applied to a cer- 
tain type of motor, but that that fact did not preclude the word 
HURRICANE from having a trademark meaning in addition to being 
a style designation. The word HurRRIcANgE, although applied only 
to motors of one particular style, was found “not the only or the 
most specific style designation.” “It is true,” the Court continued, 
“that HURRICANE was used in conjunction with the name ‘Kiek- 
haefer’ and the mercury trademark and, while not strictly essen- 
tial to showing the source of the motors, we are of the opinion it 
served as an additional means of indicating origin.” The Court 
also agreed with the Commissioner with regard to limiting the 
Willys-Overland registration, as previously indicated.” 


d. Ornamentation and Background Design 


There have been numerous recent Commissioner’s decisions 
which have served to discourage applicants from seeking regis- 


23. 236 F.2d 433, 111 USPQ 105, 46 TMR 1377 (C.C.P.A., 1956). 

24. On the other hand, registration for certain toys of the name SGT. EDDY, dis- 
played as a facsimile signature, was granted on the ground that the name was widely 
known as applicant’s pseudonym and appeared on his merchandise in conjunction with 
certain style designations. In other words, it was here held that use of SGT. EDDY was 
in the nature of a “house mark” for all sorts of toys made by the applicant and that 
the purchasers of these toys would identify them with applicant as the result of his 
uniform use of the name scT. Eppy for all of them (Ez parte L. M. Eddy Mfg. Co., 
Inc., 111 USPQ 285, 47 TMR 257 (Com’r, 1956) ). 
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tration on the Principal Register for certain displays which are 
either entirely ornamental in purpose and function or lacked dis- 
tinctiveness as trademarks on the ground that, considered by them- 
selves, they are mere background designs failing to identify the 
applicant’s products or services. In Ex parte The H. D. Lee Com- 
pany, Inc.,*> the applicant sought registration on the Principal 
Register of an entire doll described as a miniature statue of a 
person wearing applicant’s overalls, shirts, and other products. 
It was held that the doll, as such, was nothing but an advertising 
display and did not become registrable because the cap of the 
doll displayed the trademark tex. The Commissioner rightly 
observed that there was no statutory provision permitting reg- 
istration of “a merchandising display in the form of a doll”. In 
other words, the doll was held not to be a trademark “device” 
under the definition of a trademark in the Act of 1946. Nor was it 
held permissible to register what an applicant described as “‘the 
distinctive location of a woven rectangular label on trousers”’.” 
In other words, it was held in that case that people do not identify 
trousers, overalls and similar merchandise by the location of the 
label and that it was “nothing short of preposterous” to suggest 
that any one manufacturer may have an exclusive right to the 
location of a label displaying a trademark. Also rejected was an 
application for the words Boss and sLAvE as used on separate 
towels,” the words being embroidered thereon. These words were 
held to be used on the towels solely for decorative purposes and 
to constitute mere ornamentations, not identifying the towels of 
a particular manufacturer. On similar grounds, a stitched ogee 
curve on a garment pocket was held to be mere ornamentation and 
incapable of trademark significance.* The Commissioner denied 
a subsequent petition for reconsideration despite some evidence 
to the effect that a certain segment of purchasers, as a result of 
their profession, were likely to recognize applicant’s merchandise 
by the stitched color features which applicant sought to register.” 
For similar reasons, an applicant was unsuccessful in seeking to 
register the name NuTsy THE cLown.” It was sought to register 
this name as a trademark for nuts but the specimen disclosed use 


- 111 USPQ 312, 47 TMR 265 (Com’r, 1956). 

. Ea parte Kotzin, 111 USPQ 161, 47 TMR 110 (Com’r, 1956). 

. Ez parte Zucker, 111 USPQ 442, 47 TMR 376 (Com’r, 1956). 

. Ez parte The H. D. Lee Co., Inc., 111 USPQ 445, 47 TMR 382 (Com’r, 1956). 
. Ez parte The H. D. Lee Co., Inc., 112 USPQ 237, 47 TMR 531 (Com’r, 1956). 
. Ex parte Circus Foods, Inc., 110 USPQ 504, 46 TMR 1566 (Com’r, 1956). 
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of the name only on small stickers showing a clown and the lan- 
guage SEE NUTSY THE CLOWN ON TV AND IN YOUR GROCERY STORES.” 

While the cases thus far discussed related to ornamental de- 
vices considered unregistrable in their entirety, there were also 
numerous decisions which involved registrability of background 
ornaments, such as frames, circles and similar devices, which were 
sought to be registered as such and regardless of any language or 
pictures within the enclosures. Such a case was, for instance, Ex 
parte Food Machinery and Chemical Corporation, where the ap- 
plicant sought to register merely the background design consisting 
of a black bordered rectangle with rounded corners, the lower 
third of which was colored black and the balance of which the speci- 
mens showed to be in the color yellow. Within the rectangle but 
not part of the drawing accompanying the application, applicant’s 
initials “fme” were prominently displayed. It was held that the 
background design or frame did not perform a trademark function 
and did not constitute a symbol or device falling within the defi- 
nition of a trademark under the statute. Similarly, the outer 
border of a candy label which was sought to be registered without 
applicant’s trademark BracHu’s was denied registration,®** as was 
a simple ornamental frame which The Singer Manufacturing Com- 
pany sought to register in conjunction with a center design as used 
on sewing machines.** However, the Commissioner had indicated, 
in the above mentioned Food Machinery case, that there may be 
“extraordinary cases” in which “a background display was so pro- 
moted and advanced as an identifying symbol to assume the dignity 
of an independent trademark.” Such special situation was found 
to exist in Ex parte Dole Refrigerating Company.* Although the 
mark there involved consisted of nothing but a quadrilateral 
border without including any of applicant’s trademarks, the ap- 
plicant had for a considerable time referred to this empty frame 
in its advertising with the statement Loox For THIs sIGNn or similar 
statement. It was there found that this otherwise undistinctive 
symbol had developed into a house symbol which performed a 
trademark function. It was on this liberal decision that the ap- 
plicant in the above-mentioned Brach case relied, but without 


31. The Commissioner denied rehearing, 111 USPQ 160, 47 TMR 83 (Com’r, 1956), 
on the ground that no trademark use of NUTSY THE CLOWN had been made and that 
the announcement of the appearance of a real clown on a television program in con- 
nection with advertising applicant’s product was not a trademark use under the statute. 

32. 110 USPQ 364, 46 TMR 1303 (Com’r, 1956). 

33. Ez parte E. J. Brach g Sons, 112 USPQ 267, 47 TMR 531 (Com’r, 1957). 

34. Ex parte The Singer Mfg. Co., 112 USPQ 268, 47 TMR 1957 (Com’r, 1957). 

35. 111 USPQ 282, 47 TMR 256 (Com’r, 1956). 
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success since it failed to prove to the satisfaction of the Office 
that the background material had been used or advertised as a 
house mark or a separable identifying symbol. The above men- 
tioned Dole case was not the only instance in which the Commis- 
sioner permitted registration on the Principal Register of a mere 
border design; in Ex parte Nutrena Mills, Inc.,°° a simple border 
design on a golden yellow feed bag was held registrable on the 
ground that it had ceased to retain its “purely abstract significance 
as a merely ornamental design” when applied to the bags for 
poultry feed and that, on the contrary, it made a “definite and 
lasting impression” in the mind of the average purchaser, iden- 
tifying the product sold in the bag as applicant’s merchandise. 
In referring to the decision of the Court of Customs and Patent 
Appeals in the recent Swift case*’ and to the well-known decision 
by the Court of Appeals for the Seventh Circuit upholding the 
plaintiff’s trademark rights in the colored border features of the 
BARBASOL product, it was found that, contrary to the Food Ma- 
chinery and Brach cases, the background design, even though add- 
ing to the attractiveness of applicant’s container, primarily func- 
tioned as an indication of origin. 

It need hardly be added that, where registration of an entire 
label is involved, such as was the case in Ex parte The Pennzoil 
Company,” the Patent Office will not permit registration on the 
Principal Register, even though our courts in unfair competition 
suits may give effective protection against the imitation of such 
labels in their entirety. 


e. “Merely Descriptive” Marks Under Section 2(d) 


In most cases which, during the past year, involved a denial 
of registration on the ground that the mark sought to be registered 
was either “primarily merely descriptive” under Section 2(d) or 
actually generic, the Examiner of Trademarks was sustained on 
appeal to the Commissioner. Thus, the term LiguID BANDAGE was 
held unregistrable on this ground for a liquid to be applied to cuts 
and wounds.*® coo corp for piece goods consisting of orlon and 
nylon was rejected on the ground that the name merely indicated 
that the fabrics were “cool cord ones”, “cord” being a type of 


. 111 USPQ 238, 47 TMR 135 (Com’r, 1956). 
. In re Swift & Co., 106 USPQ 286, 223 F.2d 950, 45 TMR 1356 (C.C.P.A,, 


The Barbasol Co. v. Jacobs, 72 USPQ 350, 37 TMR 135 (C.A. 7, 1947). 
. 111 USPQ 352, 47 TMR 283 (Com’r, 1956). 
. Ez parte Seaboard Chemical Co., Inc., 111 USPQ 226, 47 TMR 253 (Com’r, 
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to submit evidence of distinctiveness under Section 2(f). In other 
words, the term was held to be merely descriptive but not generic. 
fabric.** The Commissioner left open to the applicant subsequently 
The term spray set for a wave-setting lotion was also held to be 
merely descriptive but capable of distinctiveness under Section 
2(f) upon submission of appropriate evidence of secondary mean- 
ing.** In Ex parte Certified Paper Converting Company,* the 
designation Twist*n*tye for plant ties for fastening vines, flowers, 
ete. was held descriptive of applicant’s goods, and in Ex parte The 
Trane Company, coLp GENERATOR for refrigeration machines was 
characterized as not only merely descriptive but “the common de- 
seriptive name of the goods”. HOSPITAL FORMULATOR as used on 
charts in connection with bulk preparation of infant formulas* 
was likewise held to be not only descriptive but in fact the one 
and only name of the product and therefore incapable of any trade- 
mark significance. 
Sometimes the descriptive character of the mark sought to be 
registered becomes more obvious as the result of the way in which 
the alleged trademark is used. This was true, for instance, of the 
word VALVELEss, which was used by the applicant in Ex parte Im- 
proved Machinery, Inc.** only in conjunction with the language 
VALVELESS VACUUM FILTER. This word was held to be the most apt 
single word to describe a filter without valves and therefore en- 
tirely unregistrable. The word ELECTRONIZED as a certification 
mark was held to indicate merely that the goods have been sub- 
jected to certain treatment by electrons*’ and the word was there- 
fore an apt description of the process, even though the word as 
such did not have an accepted dictionary meaning. 
Among the Commissioner’s decisions which reversed the Ex- 
aminer of Trademarks on the issue of descriptiveness, the fol- 
lowing may be mentioned: the word mutti-unir for display stands 
and the like was found to be not descriptive of display units with 
multiple features but only suggestive, since it “requires some 
mental effort to arrive at a conclusion as to what the term 
means.” ** To the extent that it may be considered “misdescrip- 
41. Ez parte Goodall-Sanford, Inc., 111 USPQ 227, 47 TMR 252 (Com’r, 1956). 
42. Ex parte Acme Cosmetic Corp., 111 USPQ 240, 47 TMR 130 (Com’r, 1956). 
43. 111 USPQ 242, 47 TMR 131 (Com’r, 1956). 
44. 111 USPQ 245, 47 TMR 141 (Com’r, 1956). 
45. Ex parte Mead Johnson § Co., 111 USPQ 286, 47 TMR 258 (Com’r, 1956). 
46. 111 USPQ 447, 47 TMR 381 (Com’r, 1956). 

1986). Ex parte Electronized Chemicals Corp., 111 USPQ 190, 47 TMR 128 (Com’r, 


48. Ez parte National Store Fizture & Equipment Co., 111 USPQ 287, 47 TMR 
263 (Com’r, 1956). 
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tive’, it was held to be not deceptively so and therefore registrable. 
The term c-strine for a certain type of transmission equipment 
was also allowed, even though the Examiner of Trademarks had 
found the term to be generically used in the communications in- 
dustry.*® It was held that the Examiner’s finding had in fact 
been based on only one single reference in the press and that apart 
from this one instance, the record failed to show that the term 
G-STRING was incapable of trademark significance. The Exam- 
iner’s refusal to register the word snappon for weather strips 
designed to be used on automobiles was also reversed on the 
ground that the applicant’s mark was not actuaily descriptive 
but merely suggestive of the ease with which the product could 
be applied to automobiles, and in Ex parte Consolidated Dairy 
Products Company,” a perhaps unusually liberal ruling by the 
Commissioner permitted registration of the word pari for pow- 
dered buttermilk, although the word was obviously nothing but 
a misspelling of the word “dairy”. The Commissioner was of 
opinion that while powdered buttermilk, generally speaking, was 
a dairy product, it was not so considered by the purchasing public 
which looked upon this item more like a grocery product. Conse- 
quently, the word pari was held to be “highly suggestive” rather 
than descriptive and the Examiner’s ruling to the contrary was 
reversed.” 

While none of the Commissioner’s decisions thus far referred 
to seem to present any particularly noteworthy legal considera- 
tions, one decision of recent date does involve the rather infre- 
quent situation of allowing registration of a trademark which 
had been previously held merely descriptive by court decision. 
In Ex parte Brown & Bigelow™ an application had been filed to 
register the words REMEMBRANCE ADVERTISING in irregular script 
and in conjunction with a design for calendars, greeting cards 
and similar products. Based on a New York State Court decision 

49. Ex parte Surface Conduction, Inc., 111 USPQ 347, 47 TMR 276 (Com’r, 1956). 

50. Ez parte Bright Mfg. Co. Ltd., 111 USPQ 448, 47 TMR 377 (Com’r, 1956). 

51. 111 USPQ 449, 47 TMR 385 (Com’r, 1956). 

52. An application had been filed in Ex parte Allied Chemical § Dye Corp., 111 
USPQ 344, 47 TMR 269 (Com’r, 1956), for registration of RooF TopP-Ics for a periodi- 
cal which had been rejected by the Examiner of Trademarks on the ground of descrip- 
tiveness. On appeal, it was held that since the applicant was in the business of selling 
roofs and was not in the business of publishing a periodical, the application should 
be denied not on the ground of descriptiveness, but on the ground that use of the 
words ROOF TOP-ICS on bulletins and instruction sheets was not trademark use in con- 
nection with the goods manufactured and sold by the applicant. The decision might 
have been different if applicant’s periodical literature had been more than the merely 
occasional gratuitously distributed information sheets which, according to the Com- 


missioner, contained “nothing of a literary nature or of general reading interest.” 
53. 112 USPQ 274, 47 TMR 541 (Com’r, 1957). 
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of 1952,°* the Examiner of Trademarks held that these words were 
unregistrable as being primarily merely descriptive and insisted 
upon either a disclaimer of the words or submission of proof of 
distinctiveness under Section 2(f). The Commissioner, however, 
permitted registration of the entire trademark without disclaimer 
and without reliance on Section 2(f) on the ground that the mean- 
ing of the term to the general public was of no importance here 
since the applicant did not sell its products to the public as such 
and did not advertise in any media which were directed to the 
general public. On the contrary, applicant was found to sell its 
advertising specialties only to industrial and commercial opera- 
tors who, in turn, utilized them to advertise their own products. 
In view of this circumstance, the Commissioner saw no obstacle 
preventing registration of this well known mark, despite the fact 
that the New York court had held the term to be descriptive and 
improperly registered under the Act of 1905." 


f. What Constitutes “Primarily Merely a Surname”? 


The few reported decisions dealing with this question since 
the Commissioner’s ruling in the Rivera case indicate once more 
that the somewhat subjective test suggested in that decision and 
discussed in a previous report® will hardly prove a clear guide 
for the determination of registrability of surnames under the Act 
of 1946. Of the three reported cases in which an appeal was taken 
to the Commissioner during the past year, it was held that the 
names DOUGLAS and WELLINGTON were not primarily surnames, but 
that the name winsLow was. In the Douglas case™® emphasis was 
placed on the fact that poveuas also was a well-known geograph- 
ical term, the name of a Scotch clan, a species of squirrel, a Chris- 
tening name, and that indeed it had several other additional 
meanings. Consequently, it was held that, as applied to applicant’s 
buttermilk and feed products it was not primarily a surname, par- 
ticularly since it was not the name of any person connected with 
applicant itself but the name of the county in which its business 
was located. Yet it cannot be denied that there are thousands, if 


54. Brown §& Bigelow vy. Remembrance Advertising Products, Inc., 92 USPQ 443, 
42 TMR 312 (N.Y. Sup. Ct., App. Div. 1952). 

55. For another similar situation in which Commissioner Leeds distinguished a 
previous federal court ruling, see Squirrel Brand Co. v. Barnard Nut Co. Inc., 112 
USPQ 365, 47 TMR 659 (Com’r, 1957), discussed infra, under Part II, Opposition 
Proceedings. 

56. Ex parte Rivera Watch Corp., 106 USPQ 145, 45 TMR 1123 (Com’r, 1955) ; 
ef. The Eighth Year, 106 USPQ No. 8, Part Il, 15; 45 TMR 987, 1018. 

57. Id. 

58. Ex parte Omaha Cold Storage Co., 111 USPQ 189, 47 TMR 124 (Com’r, 1956). 
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not tens of thousands of persons by that name and it would, there- 
fore, seem to be a name of such wide use as a common surname 
that it should not be registrable with regard to any product or 
service without a showing of distinctiveness under Section 2(f). 
The reasoning in the Wellington case,® in which registration 
without reliance on Section 2(f) was likewise permitted, adopted 
very much the same reasoning as had been applied in the poucias 
and RIVERA decisions. There registration of the word WELLINGTON 
was sought for bracelets and watch straps and the numerous other 
collateral meanings of the term WELLINGTON were emphasized in 
the Commissioner’s decision. In the Winslow case,” on the other 
hand, where registration of that name was sought for guillotine 
gages, the Commissioner held that winsLow was primarily merely 
a surname, even though it was also the name of a city in Arizona 
and a town in Maine. The Commissioner here observed that it 
would be ‘“‘a rather simple matter” for an applicant in this type 
of case to furnish evidence of distinctiveness and, therefore, 
though affirming the decision of the Examiner of Trademarks, left 
it to the applicant to submit within sixty days evidence tending to 
show that the name had lost its primary significance and had ac- 
quired a secondary meaning as a trademark. It is submitted that, 
from an objective point of view, the trademark significance of a 
name such as DouGLAS, in view of its wide use, would make it more 
appropriate to insist upon evidence of secondary meaning with 
regard thereto than would be the case in connection with the 
less frequently encountered name wiNnstow. Be that as it may, at 
the passing of the first decade we still seem to lack any reliable 
test by which the registrability of surnames may be evaluated 
under the 1946 Act. 


g. Disclaimer and “Mutilation” 


Although the Court of Customs and Patent Appeals had held 
in the Servel case™ that in an appropriate case the courts may rec- 
ognize the right to registration of “one part of an owner’s mark 
consisting of two parts”, the Commissioner once more indicated 
that this would not be permitted where such separate registration 
would result in “mutilation” of the mark. In Ex parte Cantrell & 
Cochrane Corporation,” an application was filed to register the 


59. Ex parte Gemex Company, 111 USPQ 443, 47 TMR 374 (Com’r, 1956). 

60. Ez parte Winslow Mfg. Co., 111 USPQ 225, 47 TMR 251 (Com’r, 1956). It 
has been noted, however, that WINSLOW was published in the Official Gazette of July 
2, 1957. 

"61. In re Servel, Inc., 181 F.2d 192, 85 USPQ 257, 40 TMR 413 (C.C.P.A., 1950). 

62. 111 USPQ 187, 47 TMR 123 (Com’r, 1956). 
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word cooua for soft drinks but the specimen disclosed that the 
word was used only in conjunction with the composite mark suPER 
cooLa, which previously had been separately registered. It was 
held that, as in the past, component parts of marks, unless they 
are separately used as trademarks, are not susceptible of regis- 
tration on either register. 


h. Likelihood of Confusion as Ground for Ex Parte Rejection 


In most of the cases in which the Examiner of Trademarks 
rejected an application because of likelihood of confusion with a 
previously registered mark, his determination was affirmed on ap- 
peal to the Commissioner. It was held that cH1ck MastTER as used 
on poultry incubators was confusingly similar to the previously 
registered mark master for the same product; CALIFORNIA GIFT 
pates for dates was rejected over caLirornia Girt for olives and 
honey ;** CLOWN BRAND for shelled nuts was rejected over cLown for 
marshmallows; Kip1 Kouta for bottled cola-flavored soft drinks 
over KIDDIE POP previously registered for practically the same 
goods ;* and an application for registration of the mark suNRISE 
MAGAZINE OF SOUTHERN LIVING for a magazine was rejected as being 
too close to the mark suNRISE previously registered in the same 
class.“ 

On the other hand, the decision of the Examiner of Trade- 
marks was reversed in Ex parte Pfaff and Kendall® involving an 
application for registration of Luxaire for electrical light fixtures 
which had been refused as resembling too closely the mark Lux 
previously registered for chandeliers, brackets and pedestals for 
holding and supporting gas and electric lights. It was here held 
that the products of the parties involved moved in entirely different 
channels of trade and were sold to different classes of purchasers. 
On the same day, the Commissioner also reversed the Examiner’s 
holding in permitting registration of restivaL for a cold waving 
lotion as used by professionals in beauty parlors over the previ- 
ously registered identical mark as used on perfume, toilet water 
and other cosmetic items.® As basis for the reversal, the Com- 


Ex parte Chick Master Incubator Co., 111 USPQ 313, 47 TMR 264 (Com’r, 


Ez parte Wilson, 111 USPQ 314, 47 TMR 268 (Com’r, 1956). 

Ex parte Circus Fruit Corp., 111 USPQ 448, 47 TMR 380 (Com’r, 1956). 

Ez parte Simmons, 111 USPQ 458, 47 TMR 397 (Com’r, 1956). 

Ex parte Florida Speaks Corp., 112 USPQ 266, 47 TMR 533 (Com’r, 1957). 
112 USPQ 270, 47 TMR 540 (Com’r, 1957). 

Ex parte Helene Curtis Industries, Inc., 112 USPQ 271, 47 TMR 538 (Com’r, 
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missioner observed that a manufacturer of permanent wave solu- 
tions for sale and use by professionals in beauty salons “would 
commit economic suicide by alienating his professional customers 
if he commenced the manufacture and sale of permanent wave 
preparations for nonprofessional home use.” Consequently, no 
“opportunity for confusion” was found to exist, even though the 
trademark used by both parties was identical and both were en- 
gaged in different phases of the cosmetic and beauty products 
industry. 


1. Service Marks 
1. What Are “Services Rendered in Commerce”? 


The strict interpretation by the Commissioner of the phrase 
“services rendered in commerce” in Section 45, to which frequent 
reference has been made in past reports,” has now found con- 
firmation by the Court of Customs and Patent Appeals in the 
Bookbinder’s Restaurant case." A unanimous court there held 
that the operation of a nationally known restaurant did not have 
the “direct effect” upon interstate commerce which would permit 
registration under the federal statute. The facts that customers 
from adjoining states were frequent visitors to applicant’s estab- 
lishment and that certain prepared foods were transported into 
adjoining states were not deemed to lay a sufficient foundation for 
registrability of the name BOOKBINDER’S as a service mark. 


As a result of this interpretation, many famous service marks 
will remain unregistrable on the ground that the services them- 
selves are of a local nature and it will in all probability require 
an amendment to Section 45 of the statute to bring about a wider 
range of registrable service marks.” 


2. When Does a Service Establishment Use a “Mark’’? 


Numerous applications for service marks were denied, as in 
past years, on the ground that the applicant did not use the term 


70. Most recently, The Ninth Year, 110 USPQ No. 8, Part II, 10; 46 TMR 
1017, 1040. 

71. In re Bookbinder’s Restaurant, Inc., 240 F.2d 365, 112 USPQ 326, 47 TMR 
521 (C.C.P.A., 1957); ef. The Eighth Year, 106 USPQ No. 8, Part II, 19; 45 TMR 
987, 1025. 

72. Another case in which a service mark etion was rejected on this ground 
was Ex parte Bayberry Huntington, Inc., 111 USPQ 189, 47 TMR 121 (Com’r, 1956), 
where a registration for a service mark in connection with the construction of homes 
was sought. The fact that applicant was under the supervision of two federal agencies 
and that the sale of consulting services in connection with the building of houses con- 
stituted “commerce” was rejected by the Commissioner, who held that applicant’s services 
were of a purely intrastate character. 
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sought to be registered as a mark. Thus, the name MARTHA SPARKS 
was denied registration as a service mark for cutting hair since 
it was used only in connection with the phrase custom FEATHERED 
CUT BY MARTHA SPARKS and since the name was merely the name 
of the individual offering the service, signifying a personal service 
by her and was not used as a mark.”* Similarly, the name MaRGUE- 
RITE CHARLENE used in connection with the writing of script and 
the composing of songs, was held unregistrable as identifying 
solely an individual rendering personal services.” 


3. When Does Applicant Render a “Service”? 

There have also been some instances in which applications for 
service mark registrations were turned down on the ground that 
applicant was not engaged in rendering a “service”. For instance, 
an application to register J1rry-pak for the “service” of developing 
and printing and otherwise handling photographic film was re- 
jected on the ground that the mark was used solely on envelopes 
for mailing film and, at most, identified the mailing envelopes as 
such, rather than a service rendered by the applicants.” In Ex 
parte Advertising Specialty National Association,” a monogram 
showing as followed by the words caLENDAR cirL for which regis- 

NA OF THE YEAR 
tration was sought as a service mark for sales promotion contests, 
was rejected on the ground that the entire phrase identified only 
the name of the contest as such and not any particular service ren- 
dered by the applicant. The quoted words were held to be used 
solely as a part of the publicity promotion for an annual contest 
sponsored by the applicant. On the other hand, in Ex parte 
Heyde,” it was held that the names ALLIED sHOW and ALLIED SHOE 
PRODUCTS AND STYLE EXHIBIT did not merely identify the show or 
exhibit but were used to signify a service rendered by the applicant 
during and after the show. Therefore, the two phrases were held 
to be registrable (but only on the Supplemental Register) since 
because of their extended use by the applicant, a court might pro- 
tect the applicant’s use thereof against unfair competition. On 
the same day, the Commissioner refused registration as a service 
mark to an applicant who sought registration of the word prE-soLp 
in connection with an advertising program for the sale of neck- 


Ex parte Sparks, 111 USPQ 313, 47 TMR 266 (Com’r, 1956). 

Ez parte Toal, 111 USPQ 450, 47 TMR 386 (Com’r, 1956). 

Ez parte Fo-Jo Studios, 111 USPQ 243, 47 TMR 132 (Com’r, 1956). 
111 USPQ 350, 47 TMR 279 (Com’r, 1956). 

111 USPQ 385, 47 TMR 371 (Com’r, 1956). 





896 THE TRADEMARK REPORTER Vol. 47 T. M.R. 


ties."* It was decided that applicant’s promotion program for the 
neckties sold by it did not constitute a “service” under the statute 
but was directed solely towards increased sales of its own mer- 
chandise. Moreover, the Commissioner indicated that even if the 
applicant were rendering a service, the word PRE-SOLD was not 
used as a “mark” but merely “as an ordinary merchandising term 


in its ordinary sense...” . 


j. “Membership”, Collective and Certification Marks 


It was pointed out in last year’s report that the Commissioner 
had permitted registration of the name, THE SUPREME SHRINE OF 
THE ORDER OF THE WHITE SHRINE OF JERUSALEM, as a collective mark 
for a fraternal society, even though the organization admittedly 
was not engaged in the sale of goods or services but used the name 
merely to indicate membership in the organization.” As a result 
of this decision and without waiting for the enactment of the pro- 
visions contained in the Wiley Bill under which a collective mark 
need no longer be a trademark or a service mark, the Office has 
since created a new Class 200, in which so called ‘‘collective mem- 
bership” marks of this type will now be registered. This new class 
will, therefore, cover all those collective marks the sole purpose of 
which is to indicate membership in a cooperative or an association. 
It will no longer be necessary in such instances to try to classify 
these marks either as trademarks or as service marks by way of 
placing reliance on their use on badges, tableware, stationery and 
the like. Nor will it be necessary from now on to attempt to reg- 
ister such marks as collective service marks by trying to call 
attention to some vaguely conceived “service” which such organ- 
ization may be rendering “in commerce”. All that is presently 
required for registration of membership marks in Class 200 is a 
statement by the applicant to the effect that it is exercising control 
over the use of the mark in connection with indication of member- 
ship in the applicant organization. In explaining the new proce- 
dure, Miss Katharine I. Hancock in THE TRADEMARK RE- 
PORTER mentions as illustrations of registrable membership 
marks emblems of national fraternities and sororities, as well as 
national patriotic and welfare organizations. 


78. Ex parte Wembley, Inc., 111 USPQ 386, 47 TMR 373 (Com’r, 1956). 

79. The Ninth Year, 110 USPQ No. 8, Part II, 11; 46 TMR 1017, 1042. 

80. Notes from the Patent Office—Classification of Membership Marks, 46 TMR 
1341 (November, 1956). 
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Even with the creation of a separate class for membership 
marks, the distinction between collective marks other than mem- 
bership marks and certification marks has remained somewhat 
obscure.” It is therefore gratifying that the. same experienced 
Patent Office Examiner in a recent article*? sought to clarify the 
distinction between these two concepts by pointing out that the 
main characteristic of a collective mark in the view of the Patent 
Office is the fact that a “collective” owns the mark, regardless of 
whether the latter be used on goods, services or to indicate mem- 
bership, while the owner of a certification mark would be an in- 
dividual or organization using the mark for the sole purpose of 
certifying that the goods or services meet certain standards or 
requirements of a person other than the concern which markets 
the goods or performs the services. Further distinction is drawn 
between certification marks and marks used by related companies, 
in that in the former case the control is being exercised over the 
use of the mark while in the latter case it is control over the nature 
and quality of the goods which is essential. In a still more recent 
article,** the same author offers valuable suggestions with regard 
to the details which have to be observed and the rules which have 
to be borne in mind in connection with the filing of certification 
mark applications. 


2. Trademark Use and Ownership 


a. Registration in the Name of Joint Owners 


It had always been assumed that, contrary to patent and copy- 
right law, joint ownership of trademarks by persons not members 
of a partnership or firm should not be recognized and as a result 
the Trademark Division had never permitted registration of a 
mark in the name of joint owners; indeed, the Office even today 
would not permit registration of the same mark for the same 
goods by a parent company if it had been previously registered 
by a subsidiary or vice versa. However, in one recent instance an 
exception was made from this otherwise inflexible rule in a case 
involving applications for registration of a service mark in con- 
nection with “transportation by motor truck of miscellaneous 


81. See Frederick Breitenfeld, Collective Marks—Should They Be Abolished?, 47 
TMR 1 (January, 1957). 

82. Hancock, Notes from the Patent Office, 47 TMR 458 (April, 1957). 

83. Hancock, Notes from the Patent Office, 47 TMR 581 (May, 1957). 
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freight.” ** Two applications were filed by two applicants alleging 
use of the same mark in connection with the sale of advertising and 
transportation services with regard to certain territorial portions 
of a freight route. Since the mark was always used in association 
with the commercial names of both applicants and since they had 
jointly advertised the mark and operated under a freight inter- 
change agreement, it was held that the mark identified a single 
service operated jointly by two otherwise independent applicants 
and that, consequently, their joint mark should be permitted reg- 
istration (after substitute papers setting forth both parties as ap- 
plicants were submitted in one application, the other being formally 
abandoned), without the necessity of resorting to the concurrent 
registration provisions of the statute. 

This would seem to be the first precedent in many years in 
which joint ownership of a trade or service mark has been rec- 
ognized. 


b. Extent and Character of “Use” Requirements Under 
Section 1 of the Act 


The question frequently arises whether the use requirements 
of the statute are satisfied by a submission to the Office in either 
an ex parte or an inter partes proceeding of express receipts, bills 
of lading, freight bills and similar documents which may make 
some reference to the trademark. In a recent inter partes case* 
the Commissioner held that neither these documents nor copies of 
sales slips are sufficient for this purpose unless they are supported 
by additional evidence establishing actual trademark use in con- 
nection with goods or services. On the other hand, it was held in 
Seiberling Rubber Company v. The Dayton Rubber Company® 
that a single shipment of merchandise bearing the trademark may 
be sufficient to establish trademark rights where it was followed 
by an announcement to the trade and by production even on a 
limited scale shortly thereafter. This was held to have established 
“a continuous course of action” investing the user of the mark 
with trademark rights as of the date of the first single shipment. 


84. Ex parte Pacific Intermountain Express Co.; Ex parte Spector Motor Service, 
Ine., 111 USPQ 187, 47 TMR 119 (Com’r, 1956). 

85. The Bullseye Corporation v. Silber, 110 USPQ 374, 46 TMR 1433 (Com’r, 
1956). 

86. 110 USPQ 556, 47 TMR 86 (Com’r, 1956). Most recently, the Commissioner, 
in an interference proceeding involving the trademark CONTINENTAL, as used on coffee, 
H P Coffee Co. v. Continental Coffee Co., Inc., 113 USPQ 544 (1957), observed that 
continuous sales could not be — by book entries showing only about 196 sales in 
47 years and only one sale of fifty pounds of coffee since 1943. 
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It is interesting to note in passing that the Court of Appeals for 
the Second Circuit in the MaTERNALLY yours case, infra, also ex- 
pressly held that “a single instance of interstate use, when accom- 
panying circumstances indicate an intent to continue use”, was 
sufficient to justify registration of the trademark. 


c. Registration in the Name of a U.S. Distributor or Assignee 


This appears to be the area of trademark law in which a 
series of at least four court decisions during the past year, or in- 
deed during the last few weeks, may well result in a drastic re- 
orientation both on the part of the Patent Office and of counsel 
advising foreign manufacturers or their American distributors, 
licensees or assignees with regard to registration of their trade- 
marks in the United States. It will be recalled that the Commis- 
sioner in a whole line of cases** had held that a mere distributor 
or importer of a foreign-made product should not be considered 
the “owner” of the trademark in the United States and that reg- 
istrations in the names of such persons were subject to cancella- 
tion. It was pointed out last year that in the Roger & Gallet case® 
the Commissioner extended this rule even to a situation in which 
there had been an express assignment of the United States trade- 
mark to the American distributor; on reconsideration, it was held 
that the assignment was ineffective because no U.S. goodwill had 
been transferred with the assignment so that the parties, according 
to the Commissioner, were left in exactly the same position which 
had prevailed before the assignment.” On reconsideration, the 
Supreme Court’s famous decision in Bourjois v. Katzel™ and the 
Scandinavian Belting Company case” were distinguished on the 
ground that, contrary to those cases, the mark had not come to 
indicate ownership of the mark by the American importer or dis- 
tributor as a result of “public understanding”. In the light of 
these decisions, most of us felt, of course, duty-bound to advise 


87. Maternally Yours, Inc. v. Your Maternity Shop, Inc., 234 F.2d 538, 110 USPQ 
462, 46 TMR 1509 (C.A. 2, 1956), discussed infra in Part ITI. 

88. The Ninth Year, 110 USPQ No. 8, Part II, n. 83, 46 TMR 1045. 

89. Roger § Gallet v. Janmarie, Inc., 107 USPQ 295, 46 TMR 627 (Com’r, 1955). 

90. In last year’s report (note 88, supra), it was inaccurately stated at one point 
that Commissioner Leeds’ decision had held the trademark itself to be invalid. Judge 
Rich, author of the decision of the Court of Customs and Patent Appeals, recently 
called the writer’s attention to this inaccuracy, suggesting that the statement should, 
of course, have referred to the validity of the assignment, as such, rather than the 
trademark registration. 

91. Bourjois § Co. v. Katzel, 260 U.S. 689, 13 TMR 69 (1923). 

92. Scandinavian Belting Co, v. Asbestos Rubber Works of America, Inc., 257 
Fed. 937, 9 TMR 136 (C.A. 2, 1919). © 
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American registrants of trademarks used on foreign-made mer- 
chandise that their title to the U.S. registration was now beclouded 
and that some consideration might have to be given, even in cases 
involving an actual assignment of a mark to an American dis- 
tributor, to the possibility of reassigning the mark or having it 
reregistered in the name of the foreign principal or manufacturer. 
The most recent Commissioner’s decision restating the rule as first 
established in the Birnbaum® case may be found in Ex parte Necchi 
Sewing Machine Sales Corporation,** which involved an applica- 
tion by the U.S. exclusive importer to register a certain device as 
a trademark for an Italian-made sewing machine. Although the 
mark was held entirely unregistrable on other grounds (infra, 
Supplemental Register), the Commissioner also reiterated the view 
that applicant, being only an exclusive importer, was not entitled 
to a registration of a mark which could identify only a machine 
built by a foreign manufacturer. The same view was once more 
expressed in the Commissioner’s ruling in Ex parte Adolph Gold- 
mark & Sons Corporation,” where again the applicant was a U.S. 
distributor of foreign-made goods. The application was denied 
even though the applicant contended that it was the foreign manu- 
facturer’s related company. Since the Commissioner failed to find 


any control by the applicant over the nature and quality of the 
imported product nor any proof that use of the mark by the 
Scottish producer inured to the benefit of the applicant, the latter 
was not found to be a related company but to stand merely in the 
position of a “wholesaler” who did not qualify, under the Birn- 
baum and other decisions, as the “owner” of the mark under Sec- 
tion 1 of the statute. 


The first indications that the Commissioner’s view on this 
important problem was not likely to meet with the approval of 
our courts may be found in the case of DeJur-Amsco Corp. v. 
Janrus Camera, Inc, et al.** In that case the plaintiff had been 
designated the exclusive distributor of a well-known German-made 
machine sold under the trademark GRUNDIG, STENORETTE, GRUNDIG 
STENORETTE, Or the name DEJUR-GRUNDIG STENORETTE. It was found 
that plaintiff had not only imported the product but had expended 
substantial money and efforts in its development in the United 


93. Mackie-Lovejoy Mfg. Co. v. Birnbaum, 102 USPQ 38, 44 TMR 1223, (Com’r, 


110 USPQ 363, 46 TMR 1304 (Com’r, 1956). 
111 USPQ 343, 47 TMR 270 (Com’r, 1956). 
110 USPQ 507, 46 TMR 1529 (N.Y. Sup. Ct. 1956). 
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States. Defendant, similarly to the situation in the Bourjois v. 
Katzel case, succeeded in buying the same machines in other 
Kuropean markets but not from the German manufacturer and 
then imported them for resale into the United States. Despite the 
fact that there was no passing off on defendant’s part, a New York 
State Court held that plaintiff was entitled to protection on a 
theory of unfair competition based on the ground that it had 
established an exclusive market at great expense and skill which 
the defendant should not be permitted to plunder. It may be in- 
teresting to note that the granting of a temporary injunction in 
this case was justified on a basis of misappropriation and inter- 
ference with contractual relations, rather than a theory of trade- 
mark infringement; neither the court nor anyone else apparently 
questioned the right of the plaintiff as exclusive distributor to be 
protected in his investment, including protection of the trademark 
which appeared on the foreign-made machines which he imported. 


While the Grundig case thus did not specifically comment or 
pass upon the possibility of ownership of a distributor’s trade- 
mark for a foreign-made product, a district court in an R.S. 4915 
proceeding, seeking reversal of the Commissioner’s refusal to 
cancel two trademarks registered in the name of a U.S. dis- 
tributor,” did take occasion to comment upon this problem. Judge 
Byers found that the defendant in that case, having acted as exclu- 
sive agent for the foreign manufacturer for a long period of time 
and having been assigned the United States goodwill in connec- 
tion with the foreign-made product, was legally the owner of the 
mark in this country under the rule of the well-known Scandinavian 
Belting case®* which had created the concept of “specal ownership” 
of trademarks so held and registered by American licensees or 
assignees. With regard to the Birnbawm, Nelson and other previ- 
ously referred to Commissioner’s decisions” which seemed to have 
laid down a different rule, Judge Byers observed: 


“The Patent Office decisions, cited by plaintiff, which are 
later than that here sought to be reversed, have been exam- 
ined and are not understood to change the law as declared 
in the Scandinavia case.” *” 


97. Avedis Zildjian Co. v. The Fred Gretsch Mfg. Co., 147 F.Supp. 614, 112 
USPQ 424, 47 TMR 598 (D.C., E.D.N.Y., 1956). 

98. Note 92 supra. 

99. Note 93 supra and Rimmel, Inc. v. Nelson, 102 USPQ 258, 44 TMR 1248 
(Com’r, 1954). 

100. 112 USPQ 426, 47 TMR 601. 
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The Gretsch case did not involve an appeal from one of those 
more recent Commissioner’s decisions to which Judge Byers re- 
ferred in passing as not being “understood to have changed the 
law” as enunciated in the Scandinavian Belting case; indeed, the 
issue of registrability in the name of the U.S. distributor was 
not even raised before the Patent Office tribunals. However, when 
the losing American applicant for registration of the name E. LEITz 
&« co." appealed under R.S. 4915 to a U.S. District Court, the 
Commissioner’s decision was reversed and the U.S. concern which 
had acquired the U.S. assets of E. Leitz & Company from the 
Office of Alien Property held entitled to registration of that name. 
As pointed out two years ago,*** Commissioner Leeds had held in 
the Leitz case that the vesting of the Lerrz and LeIca trademarks 
by the Office of Alien Property was ineffective since the “situs” 
of the trademarks had remained in West Germany so that there 
was no salable goodwill associated with the American distributing 
concern which had been set up many years ago by the German 
manufacturer. Judge Keech, in reversing the Commissioner, re- 
lied primarily on an express agreement between the German manu- 
facturer and its American affiliate whereby the former’s U.S. good- 
will, including patents, trademarks, secret processes, etc. were 
conveyed. In addition, it was found that the American Leitz was 
more than a “mere distributor”, in that under its charter it was 
authorized to manufacture microscopes, photographic equipment 
and supplies and that in fact the U.S. concern had commenced the 
manufacture of certain scientific instruments and parts thereof and 
had also distributed those of other manufacturers. It was further 
found that during World War II, American Leitz had continued 
to develop certain scientific products which were manufactured and 
marketed under the Lerrz trademark. Based on these findings, the 
court reached the conclusion that under the Bourjois and Scan- 
dinavian cases, American Leitz had acquired a manufacturing 
gcodwill and exclusive trademark rights in the name Lerrz and 
that the facts of this case were even stronger than those in the 
Bourjois case in supporting the validity of the assignment. Fur- 
ther justification for this ruling was found in the fact that the 
definition of a trademark in the Act of 1946 expressly refers to a 
mark used by a “manufacturer... or merchant”, indicating thereby 
that even a person other than the manufacturer may enjoy trade- 





101. E. Leitz, Inc. v. Watson, Com’r, 113 USPQ 409, 47 TMR 1008 (D.C., D.C. 
1957). 
102. The Eighth Year, 106 USPQ No. 8, Part II, 7-8; 45 TMR 1000-1003. 
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mark rights in the United States. The court summed up its opinion 
in the following paragraph: 


“The evidence before the court in the instant case is that 
plaintiff bought the United States business, together with the 
goodwill and trademark of the original owner, that those in 
the business of retailing Leitz products manufactured in the 
United States or German Leitz products lawfully imported 
into the United States understand them to have been produced 
or distributed in the United States by the plaintiff, Leitz- 
1941, and that plaintiff stands back of all merchandise sold by 
it, furnishing its own written guarantee on German-Leitz 
cameras, among other items.” *** 


It was held that no deception of the public would be created by 
granting registration of the mark in the United States to the 
plaintiff. 

In considering the significance of this decision in the light of 
the Commissioner’s previous rulings, one cannot help but wonder 
about the factual correctness of the court’s assumption that the 
mark teirz (might the court have said the same about the world 
famous LEICA mark?) had acquired an American situs and repre- 
sented to the public here a product or line of products made or 
sponsored by those who purchased the assets of E. Leitz & Co. 
from the Office of Alien Property. Since this was a de novo pro- 
ceeding under R.S. 4915, it may well be that some of the facts on 
which the district court placed special reliance may not have been 
before the Commissioner at the time this case was decided in the 
Patent Office. Be that as it may, we will have to bear in mind 
that the court found the U.S. distributor to be much more than a 
mere agent since so much emphasis was placed on the fact that 
Leitz U.S.A. had actually acquired the trademark rights by an 
assignment which included the right to manufacture in the United 
States; but even in the light of these special factors which, accord- 
ing to the court, strengthened the position of U.S. Leitz even 
beyond that of the plaintiff in the Bourjois v. Katzel case, there 
is nothing in the decision to justify the conclusion that, in the ab- 
sence of an independently created U.S. goodwill, the Office of 
Alien Property or anyone else could validly sell a trademark iden- 
tifying a foreign-made product which is not made here and which 
the vast majority of people all over the world associate with a 


103. 113 USPQ 412, 47 TMR 1013. 
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specific product symbolizing foreign science, workmanship, and 
origin. Just as the court had held in the now famous “4711” case*™* 
that the U.S. Government could not validly sell the right to a 
famous foreign trademark in the absence of simultaneous sale of 
the secret formula which had been used for centuries in the prep- 
aration of the product bearing the mark, it may well be doubted 
whether a U.S. purchaser of a trademark as world-famous as the 
LEICA mark could acquire trademark rights in that name if the 
name would no longer truthfully reflect the original German pre- 
cision instruments but were used to designate similar U.S. made 
products which would be neither supervised nor guaranteed by 
the foreign manufacturer. 

In any event, the Leitz decision, which may be appealed to 
the Court of Appeals, would hardly in and by itself be sufficient 
basis for the conclusion that the Commissioner’s long line of deci- 
sions invalidating registrations by mere distributors would now 
stand rejected in toto. At most, the court’s decision may be con- 
sidered to have carved out an important exception from this rule 
in those cases which come within the “special ownership” rule of 
the Scandinavian and Bourjois cases as a result of a valid assign- 
ment of a separable United States goodwill or in those situations 
which, as found by the court in the Leitz case, may go even beyond 
those two cases by permitting a trademark to represent not only 
foreign manufacture but American manufacturing goodwill as 
well. 

However, since the Leztz decision, still another ruling by the 
Commissioner, which had refused to recognize trademark rights 
in a U.S. exclusive distributor of a very old and famous French 
trademark,*® was reversed not by a district court in an R.S. 4915 
proceeding but by the Court of Customs and Patent Appeals on 
the same record which had been before the Commissioner of 
Patents. In its recent decision in Roger & Gallet v. Janmarie, 
Inc.,°* in which only the unsuccessful U.S. assignee-opposer but 
not the applicant was represented before the court, a unanimous 
court held that the opposer, as U.S. exclusive distributor of the 
French-made product, should be considered the owner of the mark 
in the United States in accordance with an express assignment by 


104. Muhlens § Kropff, Inc. v. Ferd. Muelhens, Inc., 43 F.2d 937, 21 TMR 423 
(C.A. 2, 1930). 

105. Roger § Gallet v. Janmarie, Inc., 107 USPQ 295, 46 TMR 627 aaa A 1955). 

106. Roger & Gallet v. Janmarie, Ine. . 114 USPQ 238 (C.C.P.A., 1957 
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which the entire right, title and interest to this and other trade- 
marks, together with the goodwill of the business in the United 
States, had been transferred to opposer. In accordance with the 
Birnbaum and other precedents, the Commissioner, although in- 
dicating ex parte that in her opinion there was no likelihood of 
confusion between applicant’s sanmartE for a hair preparation and 
Opposer’s JEAN MARIE FARINA as used on eau de cologne and soap, 
dismissed the opposition on the ground that opposer was not the 
owner of the mark despite the assignment. 


This question of ownership had not been raised by either party 
to the proceeding nor had it even been referred to by the Exam- 
iner of Interferences, who had sustained the opposition. Since the 
ex parte issue of confusion was held not to be before the court, 
the sole question before it was the effectiveness of the assignment 
of the trademark from the French manufacturer to the opposer. 
At the outset it should be noted that the court expressed agreement 
with the Commissioner that a mere importer and distributor would 
acquire no rights in the marks used on imported goods in the ab- 
sence of an assignment, but the court then held that contrary to 
the Commissioner’s decision on reconsideration, the assignment 
“was not only valid on its face” but validly transferred title to the 
U.S. registration. The following language from the court’s opinion 
will be of far-reaching importance to U.S. trademark owners and 
registrants in the future: 


“We take it as axiomatic that neither the trademark law of 
France nor of the United States has any extraterritorial ef- 
fect. Where, then, can business done under United States 
trademarks, registered in the United States Patent Office, and 
the goodwill symbolized by them, have their situs except in 
the territory where United States law is enforceable? The 
location of the owner of such trademarks, the beneficiary of 
the goodwill attached to them, is an entirely different question 
and in this case the owner, until such time as he chose to part 
with his United States rights, was unquestionably the French 
manufacturer, located in France. But, to our minds, what was 
being dealt with by the assginment in question was the busi- 
ness done in the United States under United States trade- 
marks symbolizing goodwill in the United States. This op- 
position proceeding was brought to protect that business and 
goodwill against confusion in the domestic market. The legal 
concept of goodwill which we adopt must be in accord with 
business realities. We therefore hold that in the situs of the 
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goodwill of the business done under the JEAN MARIE FARINA 
trademarks in the United States was in the United States.” *”’ 


With regard to the Commissioner’s observation that the parties 
were doing exactly the same thing after the assignment that they 
had done before, the court replied that it was equally or more im- 
portant to emphasize what they cowld do under the assignment 
than what they did do. The court said: 


“As the Commissioner pointed out, ‘In 1950, opposer applied 
for renewals of the registrations, alleging itself to be the 
owner of the mark, and registrations under the assignment. 
The Patent Office granted the renewals.’ Furthermore, the 
opposer filed the notice of opposition herein, as owner. The 
parties, therefore, have not ‘continued to do that, and only 
that, which they were doing prior to and at the time the in- 
strument was executed.’ They have been behaving as though 
a whole bundle of legal rights had been transferred by the as- 

signment, which we think is clearly the case.” *” 


In summary, the court held the Supreme Court’s decision in 
the Bourjois ease to be controlling and did not agree with the 
Commissioner’s observation that the facts in the Bourjois case 
were “vastly different” from those in the present case. More spe- 
cifically, it was held that in both cases the mark was intended to 
indicate in law that the goods came from the plaintiff, although not 
made by it, and that the additional reference to the “‘public under- 
standing” in Mr. Justice Holmes’ opinion in the Bourjois case’”® 
did not mean that without such finding the Court would have de- 
cided that case differently. The court concluded: 


“We hold that the assignment of the trademarks and the 
registrations thereof ‘together with the goodwill of the busi- 
ness in connection with which the said trademarks are used,’ 
dated October 17, 1947, was a valid assignment which trans- 
ferred to opposer-appellant ownership of the JEAN MARIE 
FARINA marks and an existing goodwill in the business done 
under those marks in the United States. The Commissioner 
was therefore in error in holding that opposer was not the 
owner and in dismissing the opposition on that ground.” ?”° 


107. 114 USPQ 238. 
108. 114 USPQ 238. 
109. Note 91, supra. 
110. 114 USPQ 238. 
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It would seem too early to evaluate the repercussions which 
this decision may have in connection with registration and protec- 
tion of marks used on foreign-made merchandise generally. If 
considered and compared with the Leitz decision and the other re- 
cent cases to which we have referred,’ the following preliminary 
conclusions would seem justified: 


1. It would still seem to be the law that a mere importer or 
mere distributor, be his distributorship exclusive or not, will not 
ordinarily be considered the “owner” of the trademark in the 
United States even in the light of the Roger & Gallet and Leitz 
decisions. 


2. If, on the other hand, such distributor or importer has been 
made by contract the assignee of all United States goodwill then 
symbolized or thereafter established by use of the trademark, then 
such distributor-assignee will be recognized as the owner of the 
mark and the registration thereof in the United States, even though 
no U.S. manufacturing goodwill may be involved. It would seem 
that in such cases it would be sufficient to show that the foreign- 
made product was being repackaged and distributed in the United 
States solely in the name of the U.S. assignee, as had been the 
ease in Bourjois v. Katzel. 


3. Where the right to use and register a mark for a foreign- 
made product is accompanied by an agreement authorizing the 
U.S. representative not only to distribute or advertise but actually 
to manufacture in whole or in part the foreign product in accord- 
ance with the assignor’s standards, the assignment will, without 
question, be treated as valid, both under our domestic law and 
under the express provision of Article 6 quarter of the Inter- 
national Convention. 


4. As this report goes to press, the long expected decision 
of the district court in the Government’s antitrust proceeding 
against several large American affiliates of French perfume manu- 
facturers, alleging misuse by the respondents of Section 526 of 
the Tariff Act for purposes of monopolization under Section 2 of 
the Sherman Act, has been released.** Judge Edelstein, in finding 
the respondents guilty of antitrust violations, held that Section 526 
“may apply only to the advantage of an independent American 


111. Notes 101, 93 and 99 supra. 
112. U.S. v. Guerlain, Inc., U.S. vy. Parfums Corday, Inc., U.8. vy. Lanvin Parfums, 
Inc., 114 USPQ 154, 47 TMR 223 (D.C., 8.D.N.Y., 1957). 
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trademark owner which may, by registering a trademark of a 
foreign producer in its own name, prevent the importation of 
authentic products by anyone else.” He then held that the provi- 
sion did not apply “to the American part of a single international 
enterprise” which he found to exist with regard to each of the 
respondents. In thus restricting the scope of Section 526, the 
Court conceded that it did so “despite the absence of language to 
that effect in the legislation”. It may be recalled that the Bureau 
of Customs had already attempted to impose similar restrictions 
upon United States registrants by changes made in its regulations, 
even though no legislation repealing or modifying Section 526 of 
the Tariff Act has yet been considered by either house of Congress. 
It should be noted that Judge Edelstein, in a footnote, observed 
that the right of the respondents to register the trademark in 
their own name was not before him, since the Government did 
not challenge this right of the defendants, so that the Court’s hold- 
ing did not pass upon the issue which had been before the Patent 
Office and the courts in the Roger & Gallet, Leitz and other cases, 
but merely held that United States registrants which are members 
of “a single international enterprise” would not be entitled to 
the benefits of Section 526 of the Tariff Act with regard to im- 
ported merchandise manufactured by their foreign affiliates. In 
finding monopolization, the Court distinguished the Supreme 
Court’s recent decision in the Cellophane case™ on the ground 
that in the case of famous perfumes, every trademarked perfume 
constituted “a substantial market” in itself. The conclusion was 
therefore reached that the perfumes involved “did not compete 
with each other”. According to the Court, the respondents’ own 
evidence supported the conclusion that “the most important ele- 
ment in the appeal of a perfume is a highly exploited trademark” 
and “there seems to be agreement that no quality perfume can 
be successfully marketed without a famous name”. It is too soon 
to try to evaluate the effect which this unprecedented holding 
may have on the perfume industry and numerous other industries 
which have, in the past, relied on Section 526. It is understood 
that a direct appeal to the United States Supreme Court may be 
filed by the respondents. 


5. Finally, while perhaps not directly pertinent here, it is 
significant to note that the legal position of an exclusive U.S. dis- 





















113. U.S. v. E. I. DuPont de Nemours, 351 U.S. 377 (1956). 
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tributor has been somewhat strengthened by a recent decision by 
the Court of Appeals for the Third Cireuit, in a case involving 
the enforceability of fair trade agreements imposed upon retailers 
here not by the foreign (Swiss) manufacturer of watches but by 
the manufacturer’s exclusive distributor in the United States.’ 
In that case, one of the defendant’s main arguments was that 
under the Pennsylvania Fair Trade Act** only the “producer” or 
owner of a trademark, but not the exclusive distributor, had the 
right to prescribe retail prices.*** The court held unanimously that 
an exclusive distributor for a large geographic area is “affected 
quite seriously by the value of the goodwill inherent in the trade- 
mark”.’*? Consequently, an exclusive distributor was held to share 
in the goodwill of the manufacturer to such an extent as to au- 
thorize him to enter into fair trade agreements with his customers. 


d. The “Use” Affidavit Under Section 8 of the Act 


In one of the few cases involving an appeal from a refusal 
to accept the Section 8 affidavit, a combined affidavit under Sec- 
tions 8 and 15 had been filed with regard to a registration of the 
word NI-TENsYL."** However, the specimen accompanying the affi- 
davit presented the mark as NI-TENSyLiIRoNn. It was the petitioner’s 
contention that this did not involve a substantial alteration of the 
mark and that the case should be treated no differently than those 
which involved merely the deletion of certain decorative features 
or display material. The Commissioner held, however, in denying 
the petition, that a change in the actual lettering of a mark con- 
stituted a material alteration and that a “different commercial 
impression” may be created thereby. As a result, the refusal to 
accept the affidavit was upheld. 

For the convenience of the Office as well as of trademark 
owners and the bar, the Trademark Division instituted a new pro- 
cedure last Fall in connection with cancellation of registrations for 
failure to file the affidavit under Section 8. The now prevailing 
practice provides for the sending by the Patent Office of a notice 
sixty days before the end of the six-year period, which warns the 


114. Morris Corp. v. Hess Bros., Inc., 243 F.2d 274 (3rd Cir. 1957). 

115. Pennsylvania Fair Trade Act, 73 P.S. 7. 

116. In at least 25 states which have adopted the so-called “new type” Fair Trade 
Act, there is specific authority for a distributor to impose retail price restrictions with 
the permission of the manufacturer, but the Pennsylvania statute is of the “old” type, 
which does not specifically refer to a distributor. 

117. 243 F.2d 276. 

118. Ex parte International Nickel Co., Inc., 113 USPQ 351, 47 TMR 1020 (Com’r, 
1957). 
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registrant of the forthcoming cancellation in the absence of the 
filing of the affidavit and, at the same time, includes a cancellation 
order, which becomes effective if the registrant fails to file the affi- 
davit within the sixty days period.” The cancellation notice which 
is now sent to the registrant gives detailed information with re- 
gard to the type of proof of use which should accompany the 
affidavit; the most acceptable proof, of course, will always be the 
submission of specimens showing how the mark has been and is 
being used at the time of the filing of the affidavit. 

The Patent Office continues to accept Section 8 affidavits by 
foreign registrants who merely allege use of the mark without 
specifying that the mark is used in commerce under the control 
of Congress. This would seem to be in accord with the actual text 
of Section 8,’*? but has been recently criticized as prone to lull 
foreign registrants into a false sense of security if the continued 
validity of their registrations should be questioned at a subsequent 
time.’ 


e. Single Use and Multiple Registration 


Contrary to the practice in many foreign countries, it has 
always been the policy of the United States Patent Office not to 
permit registration of the same mark as used on the same goods 
in more than one class, even if the applicant should be willing 
to pay separate registration fees therefor. For instance, it may 
be deemed desirable by an applicant to register a mark for a 
vitamin product both in the food class and in the pharmaceutical 
class in view of the difference of opinion as to whether a vitamin 
should be classified as a food or as a drug product. The Office 
policy was restated by the Commissioner in Ex parte The A.C. 
Gilbert Company’” where the applicant sought to register the 
word WHIRLBEATER for kitchen appliances, namely, domestic food 
mixers, in Class 23 and, at the same time, applied for registration 
of the identical mark for the identical product in Class 21. The 
Commissioner said, in denying the additional registration: 


“The purpose of classification is to provide a consistent 
and orderly system which places like products in a single 


119. The details of this procedure are given in Hancock, Notes from the Patent 
Office, 47 TMR 170 (February, 1957). 

120. Hancock, Notes from the Patent Office, 45 TMR 399 (April, 1955). 

121. Horst H. Werder, 4 Few Comments on Section 8 of the Trademark Act of 
1946, 46 TMR 796 (July, 1956). 
22. 111 USPQ 348, 47 TMR 273 (Com’r, 1956). 
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class; and although it is an anomaly to classify electric food 
mixers in one class and non-electric food mixers in another, 
nevertheless it is established that the identical mark for the 
identical goods should not be registered in more than one 
class.” **° | 


However, another applicant whose additional application was 
similarly rejected recently appealed from the Commissioner’s deci- 
sion to the district court.*** The Commissioner had refused to 
issue an additional registration for a trademark in the food class 
which had already been registered for the identical product in 
the pharmaceutical class. Judge Holtzoff ruled that rejection of 
the second application “would be unreasonable and contrary to 
what seems to be the intent of Congress...” as expressed in the 
provision of the Act. He said: 


“... the Court construes the law as permitting the registration 
of a single trade-mark in a plurality of classes if the trade- 
mark covers a product or article that is used for purposes enu- 
merated in different classes. Under these circumstances, the 
trade-mark may be registered in each of these classes, but as 
a matter of administration the Commissioner may issue only a 
single certificate.” ** 


Unless this ruling is reversed on appeal, it would result in a radical 
change of a Patent Office practice of long standing against per- 
mitting multiple registrations of a single trademark with offer 
to pay a separate fee for each class in which the mark is sought 
to be registered. 


II. THE SUPPLEMENTAL REGISTER 


It has become more apparent in recent months that neither 
the Patent Office nor the reviewing courts will be inclined to dis- 
regard the important limitation in Section 23 of the Act that 
marks submitted for registration on the Supplemental Register 
“must be capable of distinguishing the applicant’s goods or serv- 
ices”. There had been no such express limitation in the now re- 
pealed Act of 1920 but the wide variety of names, devices, pack- 
ges, etc. which may be registered on the Supplemental Register 


123. 111 USPQ 348, 349, 47 TMR 273. 

124. Mead Johnson Co. v. Watson, Com’r of Patents, 148 F.Supp. 6, 112 USPQ 
284, 47 TMR 509 (D.C., D.C. 1957). 

125. 148 F.Supp. 6, 7, 112 USPQ 284, 47 TMR 510. It is understood that an 
appeal has been filed. 
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has led many applicants to conclude that almost any configuration 
or phrase—no matter how undistinctive—may be registrable under 
Section 23. A survey of all recent adjudicated cases would show, 
however, that applications to register so-called configurations of 
goods have been unsuccessful in almost all cases and that attempts 
to seek registration of commonly used phrases and words have 
also proven unsuccessful in most instances. With regard to con- 
figurations, the applicant in Ex parte Necchi Sewing Machine Sales 
Corp.** sought registration of the configuration of the major por- 
tion of a sewing machine. This was held incapable of distinguish- 
ing as showing only minor variations from the shape of other 
conventional machines of this type. In Ex parte The B. F. Good- 
rich Company," applicant was equally unsuccessful in seeking 
registration of the shape of a shoe heel insert on a tag. The shape 
involved did not, in the Commissioner’s opinion, perform any func- 
tion of distinguishing applicant’s goods. For similar reasons, the 
outer cylindrical shape of a certain type of candy was rejected, 
even though the applicant may have been the first to apply the 
particular shape there involved.’ Again, a red zipper tape sur- 
rounding watch pocket openings of pants was found to be a mere 
design feature, incapable of trademark significance; according to 
the reported decision, registration was denied on the Principal 
Register.’ Also rejected for registration even on the Supple- 
mental Register as a configuration of goods were certain outward 
designs in flooring material used on decks of ships, floors of naval 
gun mounts, walkways of oil refineries and other installations; 
more specifically, the plaintiff in Alan Wood Steel Company v. 
Watson” sought to register floor plates having a series of cigar- 
shaped projections or tapered ridges arranged according to a 
particular pattern. The Patent Office tribunals had rejected the 
application on the ground that the primary purpose of the con- 
figuration was to prevent persons from slipping and that such 
functional configurations are not subject to registration. Judge 
Holtzoff, in according “great weight” to the construction placed 
on a statute by an administrative agency, expressed the opinion 
that the term “configuration-of-goods” as used in Section 23 should 
not be held to extend to the shape or design of an entire device. 





126. 110 USPQ 363, 46 TMR 1304 (Com’r, 1956). 
127. 111 USPQ 246, 47 TMR 142 (Com’r, 1956). 
128. Ex parte D §& F Enterprises, 111 USPQ 384, 47 TMR 369 (Com’r, 1956). 
129. Ex parte Goldstone Bros., 111 USPQ 463, 47 TMR 391 (Com’r, 1956). 
130. 150 F.Supp. 861, 113 USPQ 311, 47 TMR 848 (D.C., D.C. 1957). 
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We may thus safely conclude that both the Patent Office and 
the courts will continue not to give so broad an interpretation to 
the language, “configuration of goods”, as to deprive manufac- 
turers and competitors from employing functionally desirable 
or necessary features either within their commercial products 
themselves or in connection with their surrounding elements. 


Efforts to appropriate common language or words of general 
description by registration on the Supplemental Register likewise 
failed in most instances. In view of the generic significance of 
the term ‘“‘nylon,” two registrations for the word NYLONIZED on 
the Supplemental Register were canceled on the ground that the 
word was nothing but an apt word of description for the treatment 
of fabrics and therefore incapable of registration, even on the 
Supplemental Register.*** The same conclusion was reached in a 
case involving an application to register the word ELECTRONIZED 
as a certification mark.*** According to the reported decision, the 
word was nothing but “‘the apt description of the process or treat- 
ment” and therefore did not ‘assume the stature of a trademark.” 
While the report does not reveal whether it was intended to deny 
registration of the mark on both registers, the Commissioner’s 
language seems to imply that the word was held incapable of dis- 


tinguishing even for purposes of the latter register. 


Applicants for registration of entire slogans on the Supple- 
mental Register fared no better in the few cases in which an appeal 
was taken to the Commissioner. Thus, the title THE NATIONAL 
CATHOLIC DECENCY IN READING PROGRAM was denied registration on 
the ground that the subject matter of the application was “merely 
an explanatory statement placed on the leaflet folder” without 
having any trademark significance whatever.’ In Kotzin v. Levi 
Strauss & Company,*** the words AMERICA’s FINEST registered on the 
Supplemental Register for overalls was canceled ex parte on the 
ground that the phrase was merely a laudatory statement and not 
a trademark.** 


131. Scholler Bros. Inc. v. Hans C. Bick et al., 110 USPQ 431, 46 TMR 1563 
(Com’r, 1956). 

132. Ex parte Electronized Chemicals Corp., 111 USPQ 190, 47 TMR 128 (Com’r, 
1956). 

133. Ex parte The Catholic Digest, Inc., 111 USPQ 444, 47 TMR 378 (Com’r, 
1956). 

134. 111 USPQ 161, 47 TMR 112 (Com’r, 1956). 

135. At the same time, the Commissioner, ordering cancellation ex parte, dismissed 
the petition for cancellation because of failure on the part of petitioner to show likeli- 
hood of damage to him. It would seem difficult to harmonize this decision with the 
Commissioner’s ruling in National Confectioners’ Ass’n v. World’s Finest Chocolate, 
Inc., 110 USPQ 379, 46 TMR 1441 (1956), where an applicant sought registration 
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PART II. INTERPRETATION OF THE LANHAM 
ACT IN INTER PARTES PROCEEDINGS 


I. LIKELIHOOD OF CONFUSION 






1. Commissioner’s Decisions 










a. Opposition Proceedings 





In the following pages, a survey is offered of all Commis- 
sioner’s decisions in opposition proceedings which turned upon the 
issue of likelihood of confusion. The period covered dates from 
August 1, 1956 to July 1, 1957, inclusive. The following figures 
may be of interest to the reader: Total number of Commissioner’s 
decisions involving likelihood of confusion, 50; oppositions dis- 
missed by both the Examiner of Interferences and the Commis- 
sioner, 22; oppositions sustained by the Examiner but dismissed by 
the Commissioner, 8; oppositions sustained by both the Examiner 
and the Commissioner, 13; oppositions dismissed by the Examiner 
but sustained by the Commissioner, 7; in sum, oppositions were 
sustained in 20 cases and dismissed in 30 cases. It thus appears 
that the opposers were unsuccessful in three-fifths of these cases; 
in most of these they failed of success both before the Examiner 
and the Commissioner but in 21 cases they were successful below. 


A more detailed analysis of these 50 decisions presents the 
following picture: 




















(a) Oppositions dismissed by both the Examiner of Inter- 
ferences and upon appeal by the Commissioner :** 







In an opposition to the registration of an emblem including the 
terms WORLD AA disposed upon a map of the U.S., Canada and Cen- 
tral America for services rendered motorists by the registrant 
of aaa in an ellipse for similar services, the Commissioner was 
of the opinion that any auto association might use the letters aa 
so long as they were set in a context sufficiently different from 









of the words WORLD’S FINEST for candy under Section 2(f) and the Trademark Division, 
holding these words capable of acquiring distinctiveness, had published the mark. 
When the opposition was filed by a candy manufacturers’ association, it was dismissed 
for lack of a showing of damage but there was no indication here that the Commis- 
sioner had even considered the ex parte question of registrability of the words WoORLD’s 
FINEST even though, in the above mentioned case, the words AMERICA’S FINEST were 
held incapable of trademark significance and subject to cancellation. It seems difficult 
to assume that any one concern should, under these circumstances, be able to accuire 
exclusive rights in either the phrase AMERICA’S FINEST or WORLD’S FINEST and thereby 
limit the right of others to make an equally laudatory statement. 
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opposer’s mark as to preclude confusion.’ No confusion was 
found between peLta for a combination lubricant screw and gun- 
fitting device and peta alone and in various combinations for tools, 
woodworking machines, electric motors and associated items. Dif- 
ference in the class of purchasers and channels of trade was 
stressed here as an offsetting factor in applicant’s favor.** circus 
above an illustration of an elephant for candy and popcorn was 
held not to be confusingly similar to crrcus and design for canned 
peas and corn. The fact that opposer had limited its use of its 
mark for some 45 years to candy and popcorn was deemed to give 
rise to a presumption that its use would remain so limited in 
the future.** 

The Commissioner also affirmed the Examiner in finding no 
confusion between servocraPH for recorders of stylus operated 
graph producing type and servo, a word widely used as an abbre- 
viated form of opposer’s corporate name as well as its service 
mark and as the prefix to certain trademarks for radar and other 
technical control equipment. The common usage of the term 
SERVO in the industry and the technical nature of both products 
were among the factors held to preclude likelihood of confusion.’ 
No likelihood of confusion was found to exist between: ormox for 
gasket material and carLock for sealing compound used in con- 
nection with gasket and pipe joints;*** pan ameERiIcaN for house 
trailers and PAN AMERICAN as uSed by the airline ;'*? GLo-canDLE for 
wax used in molding candles and cio-coat for paint enamels and 
liquid floor polish;*** a crown with 6s monogram or with such 
monogram and GEORG JENSEN INC. for children’s clothing and 
women’s wearing apparel and the word crowy, an illustration of 
a crown or a combination of the two for overalls, collars, cuffs and 


136. In the following analysis, the mark of the applicant is stated first and that 
of the opposer second. 

137. American Automobile Association v. World Automobile Association, Inc., 
110 USPQ 365, 46 TMR 1301 (Com’r, 1956). 

138. Rockwell Mfg. Co. v. Clure, 110 USPQ 383, 46 TMR 1447 (Com’r, 1956). 
Opposer was also unsuccessful in attempting to cancel applicant’s DELTA-DESCO trade- 
mark as applied to lubricating apparatus. 

139. Frank Herfort Canning Co., Inc. v. Circus Foods, Inc., 110 USPQ 498, 46 
TMR 1571 (Com’r, 1956). Registration was refused ex parte on the ground that 
applicant had made false allegations in its application. 

140. Servo Corp. of America v. Servo-Tek Products Co., 110 USPQ 551, 47 TMR 
78 (Com’r, 1956). 

141. The Garlock Packing Co. v. Balkamp, Inc., 110 USPQ 553, 47 TMR 76 
(Com’r, 1956). 

142. Pan American World Airways, Inc. v. Mid-States Corp., 110 USPQ 555, 47 
TMR 84 (Com’r, 1956). 

143. 8. C. Johnson §& Son, Inc. v. Consumer Cooperative Ass’n, 111 USPQ 137, 
47 TMR 103 (Com’r, 1956). The Commissioner once more stressed the different psycho- 
logical reactions engendered by the marks. 














916 THE TRADEMARK REPORTER Vol. 47 T. M.R. 








other wearing apparel;’** BLUE Bonnet for metal grain storage 
bins and BLUE BELLE with an illustration of a young lady for liqui- 
fied petroleum gas systems;’*® NIPPON KOGAKU upon a truncated 
equilateral triangle (with Nippon KoGaku disclaimed) for cameras, 
microscopes, lenses, ete., and arcus above an inverted triangle 
with prismatie lens superimposed thereon for optical goods, in- 
cluding cameras and accessories therefor ;**° THE BRIDAL PaIR for 
earrings, necklaces, key rings, ete. and Bripes PRIDE for wedding 
and engagement rings ;**” poLy-RED for storage batteries and PoLa- 
xo1D for goods including light polarizing equipment, sun glasses, 
photographic equipment and automotive headlight systems ;** 
STATE CHAMPS for basketball shoes and a family of cHamp marks 
for male hats and caps.’** poLtamin for liquid medicine used to 
relieve neuralgie pain and sold only to physicians and poucin for 
medicinal preparation sold over the counter for treatment of 
rheumatoid conditions; BEAU and BELL (BELLE) for men’s sport 
shirts and BLUE BELL for overalls, work clothing including sport 
shirts, Jumpers and jackets;**' GREEN THUMB with a thumb print 
superimposed on the letter “G” for a periodical devoted largely 
to gardening and GREEN THUMB superimposed upon the drawing 
of a glove with a green thumb for nursery products, seeds, garden 
implements and related items ;'** star-pown for men’s topcoats and 


144. The Crown Overall Mfg. Co. v. Georg Jensen, Inc., 111 USPQ 185, 47 TMR 
116 (Com’r, 1956). That applicant’s goods were comparatively expensive in contrast 
to those of opposer and were sold in applicant’s specialty shops weighed heavily in this 
ease. The Examiner’s decision sustaining one of the oppositions herein and dismissing 
the other two was modified to the extent that all three were dismissed. 

145. Butler Mfg. Co. v. Kilby Steel Co., 111 USPQ 191, 47 TMR 125 (Com’r, 
1956). Nor was applicant’s mark found to be confusingly similar to opposer’s BUTLER 
BLUE RIBBON LINE for stocktanks painted with a blue line and for grain bins with a 
blue ventilator cap. 

146. Argus Cameras, Inc. v. Overseas Finance § Trading Co., Inc. (Nippon 
Kogaku Kogyo K.K., assignee, substituted), 112 USPQ 8, 47 TMR 399 (Com’r, 1956). 

147. Medicated Products Co. v. Alice Jewelry Co., 112 USPQ 10, 47 TMR 405 
(Com’r, 1956). The mental associations aroused by the marks were deemed to be 
sufficiently different to obviate likelihood of confusion. 

148. Polaroid Corp. v. Gould-National Batteries, Inc., 112 USPQ 141, 47 TMR 
410 (Com’r, 1957). 

149. Champ Hats, Inc. v. Shoe Corp. of America, 112 USPQ 142, 47 TMR 413 
(Com’r, 1957). The Commissioner noted that purchasers would be unlikely to associate 
applicant’s products with opposer’s goods, especially since the former were more in 
the nature of athletic equipment than shoes. 

150. Dolcin Corp. v. Harvey Laboratories, Inc., 112 USPQ 143, 47 TMR 415 
(Com’r, 1957). 

151. Blue Bell Inc. v. Adrian Designs for Men, Inc., 112 USPQ 148, 47 TMR 422 
(Com’r, 1957). Applicant’s mark, due to a printer’s error, appeared on its labels as 
BEAU & BELL. Applicant was accordingly permitted to submit new specimens showing 
the correct version of his mark to be BEAU AND BELLE. 

152. Green Thumb Products v. Green Thumb Publisher, Inc., 112 USPQ 149, 47 
TMR 424 (Com’r, 1957). Applicant relied upon Vogue Co. v. Thompson-Hudson Co., 
300 Fed. 509, 15 TMR 1 (C.A. 6, 1924); Esquire, Inc. v. Esquire Bar, 49 USPQ 592, 
31 TMR 308 (D.C., S.D. Fla., 1941); Hanson v. Triangle Publications, 74 USPQ 280, 
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NorTH sTak for blankets and woolen piece goods;’* Baruco within 
an ellipse for rubber and synthetic rubber hoses, packings and 
diaphragms and Barr for toys made of rubber, latex or plastic ;’™* 
pARM for antiseptic rubefacient and parmo for petrolatum and 
petrolatum products, the former being an over-the-counter item, 
and the latter ordinarily sold for industrial use;*°° RoyAL LANCER 
with a drawing of a lancer, for men’s suits, and ROYAL KNIGHT 
with an illustration of a helmet-with-beaver for male shirts, belts 
and other wearing apparel; BrEacH waLkK for sandals and PALM 
BEACH for fabrics;’*’ and patan for a capsule form medical prep- 
aration for use in treatment of the common cold, and papta for 
vitamin and mineral preparations for use as a food supplement.’* 


(b) Oppositions sustained by the Examiner but dismissed 
by the Commissioner: 


The following were held on appeal not to be likely to be con- 
fused :—aaa above TRIPLE A for canned fish and aaa for services 
rendered motorists ;** RITE-FIT PRopUCT displayed on an artist’s 
palette (with rive FIT pRopUCT disclaimed) for furniture slip covers 
and surE-FiT for similar goods ;*” vira-sii for fluid milk and stim 
for fluid nonfat milk;?" royaL pucHeEss for oleomargarine and 


37 TMR 645 (C.A. 8, 1947); and Triangle Publications, Inc. v. Rohrlich, 77 USPQ 
196, 38 TMR 516 (C.A. 2, 1948), as basis for its contention that magaz nes and articles 
which might be featured therein could not be sold under the same mark without causing 
confusion. The Commissioner observed that the facts in those cases supported such 
a conclusion, whereas in the instant case nothing was presented to show the nature 
and extent of opposer’s sales and advertising methods. 

153. North Star Woolen Mill Co. v. Merit Clothing Co., 112 USPQ 236, 47 TMR 
528 (Com’r, 1957). 

154. The Barr Rubber Products Co. v. Baxter Rubber Co., 112 USPQ 277, 47 TMR 
547 (Com’r, 1957). Opposer contended that the use of BARRCO as its cable address was 
equivalent to a trademark use. The Commissioner attached no significance to such use 
since it was not shown that BARRCO was recognized by others as a trade identification 
of opposer. 

155. Esso Standard Oil Co. v. Bigelow-Clark, Inc., 112 USPQ 278, 47 TMR 551 
(Com’r, 1957). 

156. Mercantile Stores Co., Inc. v. The Joseph & Feiss Co., 112 USPQ 298, 47 TMR 
647 (Com’r, 1957). No testimony was taken in this case. 

157. Goodall-Sanford, Inc. v. Pastene, 112 USPQ 403, 47 TMR 667 (Com’r, 1957). 
The Commissioner again employed as a yardstick in determining likelihood of confusion 
the different psychological reactions stimulated by the marks. 

158. American Home Products Corp. v. Drug Specialties, Inc., 114 USPQ 38 
(Com’r, 1957). 

159. American Automobile Ass’n v. San Xavier Fish Packing Co., 110 USPQ 366, 
46 TMR 1299 (Com’r, 1956). 

160. Swure-Fit Products v. Saltzson Drapery Co., 110 USPQ 371, 46 TMR 1314 
(Com’r, 1956). Registration was refused ex parte since applicant’s disclaimer rendered 
its mark registrable only on the Supplemental Register in the absence of evidence of 
secondary meaning. 

161. Bellbrook Dairies, Inc. (Eldo, Inc., assignee, substituted) v. Hawthorn- 
Mellody Farms Dairy, Inc., 110 USPQ 372, 46 TMR 1411 (Com’r, 1956). The Commis- 
sioner emphasized that use of SLIM by opposer’s franchisees led the public to think of 
that mark as denoting a product emanating from a local dairy rather than from 
opposer. 
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GRAND pucHEss for frozen raw beef steaks ;* crrcLE sEAL with an 
illustration of a seal with a ring around its neck for various types 
of valves and natTionaL above an illustration of a seal balancing 
a ring on its nose for grease and oil retainers ;*** ROYAL PLUMAGE 
and ROYAL PURPLE both for hosiery ;*** NIPPON KOGAKU upon a trun- 
cated equilateral triangle (with Nippon Kocakvu disclaimed) for 
cameras, lenses, microscopes, etc. and an inverted truncated equi- 
lateral triangle with or without “B and L” appearing thereon, 
or with such inverted triangle enclosed within concentric circles 
for a line of optical goods ;*® and romeo for still wines and Roma 
for wines.*® 


(c) Oppositions sustained by hoth the Examiner and the 
Commissioner : 



























The following marks were held to be confusingly similar by 
both tribunals :—pynou for moth-proofing composition and DIANOL 
for insect repellent and insecticide, especially since the addition 
of a moth-proofing composition would be a normal expansion of 
opposer’s line;’®*’ GILMAN SPRED-FZE with sPReD-EZE disclaimed, for 
interior wall paint and sprep used in conjunction with GLippEN for 
similar goods ;* Lazy pas for shoes and Lazy BoNEs for shoes and 
slippers ;* TERMI-TOx displayed on an illustration of a termite for 
a liquid wood preservative and Terminix for insecticides ;’ draw- 
ing of a kitten’s head above the words pur-Ncora for various fab- 
rics and drawing of kitten’s head or kitten in various poses with 
a spool of thread hanging from its mouth, used with or without 
the word marks corticELLi or eatito for threads, piece goods, 





162. Grand Duchess Steaks, Inc. v. E. F. Drew § Co., Inc., 110 USPQ 382, 46 
TMR 1446 (Com’r, 1956). The Commissioner pointed out that though both products 
were distributed by the same agencies, the record did not reveal that purchasers were 
aware of this trade practice. 

163. National Motor Bearing Co., Inc. v. James-Pond-Clark (Loyola University 
Foundation, assignee, substituted), 110 USPQ 554, 47 TMR 80 (Com’r, 1956). 

164. Sears Roebuck § Co. v. Hofman, 111 USPQ 139, 47 TMR 105 (Com’r, 1956). 

165. Bausch § Lomb Optical Co. v. Overseas Finance §& Trading Co., Inc., (Nippon 
Kogaku Kogyo K.K., assignee, substituted), 112 USPQ 6, 47 TMR 401 (Com’r, 1956). 

166. Schenley Industries, Inc. v. Battistoni, 112 USPQ 485, 47 TMR 671 (Com’r, 
1957). The Commissioner pointed to the difference in commercial impressions between 
the marks, applicant’s denoting the Shakespearean chaiacter and opposer’s the name of 
the Italian city. 

167. Dianol, Inc. v. Bostwick Laboratories, Inc., 110 USPQ 322, 46 TMR 1426 
(Com’r, 1956). 

168. The Glidden Co. v. Gilman Paint § Varnish Co., 110 USPQ 380, 47 TMR 
1444, (Com’r, 1956). The Commissioner observed that even if SPRED were descriptive, 
opposer’s extensive sales had resulted in a secondary meaning of its mark. 

169. The Juvenile Shoe Corp. of America v. Shoe Corp. of America, 110 USPQ 
430, 46 TMR 1560 (Com’r, 1956). 

170. E. L. Bruce Co. v. Gordon Chemical Co., Inc., 110 USPQ 505, 46 TMR 1576 
(Com’r, 1956). 
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hosiery and undergarments;’” patrick cupaHy for bacon and 
CUDAHY PURITAN for meat products including bacon;'"* GLO-SHEEN 
for wood and metal polish and exo-coat for paint enamels and 
wood and metal polish;** snow prirt for wheat flour and snow- 
prirt for cotton seed oils and vegetable shortening;'* prx for 
soaps and dishwashing detergents and pax for powdered soap 
product ;’** weatTHER-Lock for combination storm windows and 
doors and WEATHER-SEAL for similar goods ;** “del-o” for artificial 
ice cream and JELL-o for a compound used in the preparation of 
jellies, desserts, pastries and ice cream;'” aqua FLITE for water 
skis and atr-FLiTe for snow skis; and mm for a roadway joint- 
sealing compound and waterproofing materials in the nature of 
caulking compound and 3M for abrasive cloth and paper, electrical 
tape, adhesive cements, etc.’ 


(d) Oppositions dismissed by the Examiner but sustained by 
the Commissioner: 


Contrary to the Examiner of Interferences, the Assistant 
Commissioner found likelihood of confusion to exist between the 
following marks: 


TWIN SHIELD superimposed on an outline of two shields for 


underwriting hospital, medical and surgical insurance and BLUE 
SHIELD with the representation of a blue shield for underwriting 


171. Belding Heminway Co., Inc. v. Puritan Piece Dye Works, 110 USPQ 539, 
46 TMR 1579 (Com’r, 1956). The Commissioner pointed out that it was difficult to 
explain applicant’s choice of a mark so well known to the trade as opposer’s except 
in terms of an intent to appropriate established good will. 

172. Cudahy Packing Co. v. Cudahy Brothers Co., 110 USPQ 548, 46 TMR 1593 
(Com’r, 1956). 

173. S.C. Johnson & Son, Inc. v. The J. R. Watkins Co., 112 USPQ 144, 47 TMR 
416 (Com’r, 1957). 

174. The Southern Cotton Oil Company v. Stout, dba Baltic Mills, 112 USPQ 
272, 47 TMR 544 (Com’r, 1957). Registration was also refused ex parte on the ground 
that there had been no such use by applicant as to entitle him to any equitable rights 
recognizable by registration. 

175. G. H. Packwood Mfg. Co. v. Peck’s Products Co., 112 USPQ 331, 47 TMR 
650 (Com’r, 1956). In this case the Commissioner also found the following marks 
confusingly similar: PEXELL for soap powder and for a soap product; PEXOPE for 
soap powder and PAX for a soap product; PEXOLV for a general cleaning compound 
and PAX-SOLV for a skin cleanser. No confusing similarity was found between PEXENE 
and PEXAN for a liquid floor conditioner and detergent product respectively, in com- 
parison to the aforesaid pax. The Examiner of Interferences was affirmed as to four 
of his determinations and reversed as to the other three. 

176. Weather-Seal, Inc. v. The Weather-Lock Co., 112 USPQ 400, 47 TMR 663 
(Com’r, 1957). The Commissioner observed that an inter partes question was presented 
in this case on an ex parte record and that the Examiner should have refused regis- 
tration ex parte. 

177. General Foods Corp. v. F. H. Soldwedel Co., 114 USPQ 40 (Com’r, 1957). 

178. A. G. Spalding & Bros. Inc. v. Healthways, 114 USPQ 42 (Com’r, 1957). 

179. Minnesota Mining & Mfg. Co. v. Manu-Mine Research & Development Co.., 
114 USPQ 47 (Com’r, 1957). 
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medical care expense ;**’ rosin Hoop for buttered popcorn and ROBIN 
Hoop for farina, oatmeal, etc.;'** pHyLLopeNT for tooth paste, 
powder and mouth wash and pepsopent for dentrifices and anti- 
septics ;*** TwEEDoRAMA for woolen piece goods and rama for cotton 
piece goods;*** mMacic root for a hair and foot preparation and 
witproot for a dandruff remedy, hair tonic and associated prod- 
ucts ;"** marquise for fabric covered jewel cases and MaRQuisE for 
ladies’ shoes and handbags.**° 


In Squirrel Brand Company v. Barnard Nut Co., Inc.,** the 
applicant had been the victorious defendant in an infringement 
suit which involved the use by him of a picture of a squirrel holding 
a nut between its forepaws. As pointed out in last year’s report,’*’ 
the owner of the registered mark sQUIRREL BRAND above a drawing 
of a squirrel perched upon a bough and holding a nut between its 
forepaws, was not only unsuccessful both in the District Court 
and in the Court of Appeals but also failed in its effort to seek 
review by the United States Supreme Court. While the infringe- 
ment suit was still pending, the defendant had filed an applica- 
tion for registration of a composite mark which included the pic- 
ture of the squirrel. After the plaintiff in the infringement suit 
filed a notice of opposition, the Examiner of Interferences dis- 
missed the opposition on the ground that the decision of the court 
in favor of defendant had eliminated any statutory basis on which 
the opposer could now prevent registration of the applicant’s 
mark. The Commissioner, in reversing this ruling and remanding 
the case for further consideration, pointed out that the effect of 


180. Blue Shield Medical Care Plans v. Allegheny Mutual Casualty Co., 110 USPQ 
316, 46 TMR 1412 (Com’r, 1956). The Commissioner held that, based on the wide- 
spread use of opposer’s plan prior to applicant’s adoption of its mark, the former’s 
members might be led to believe that BLUE SHIELD had been expanded under TWIN 
SHIELD to cover hospitalization as well as medical payments. 

181. International Milling Co. v. Robin Hood Popcorn Co., Inc., 110 USPQ 368, 
46 TMR 1306 (Com’r, 1956). The Commissioner observed that a “consumer reaction 
test” conducted by opposer was properly authenticated and that the results of this 
test, showing that 61.5 per cent of the interviewees associated applicant’s product with 
opposer, compelled the conclusion that confusion would be likely. 

182. Lever Bros. v. Verdurin Co., 110 USPQ 545, 46 TMR 1585 (Com’r, 1956). 
Since opposer sold both PEPSODENT and CHLORODENT dentifrices, the public was held 
likely to take applicant’s product for another item in opposer’s line. 

183. D. B. Fuller & Co., Inc. v. 8. Stein & Co., Inc., 112 USPQ 11, 47 TMR 404 
(Com’r, 1956). 

184. Wildroot Co., Inc. v. Liakopoulos, dba Jim’s Barber Shop, 112 USPQ 234, 
47 TMR 525 (Com’r, 1957). Registration was refused ex parte since applicant’s mark 
had not been used prior to the filing of the application for the treatment of callouses 
as claimed. 

185. Wohl Shoe Co. v. Farrington Mfg. Co., 112 USPQ 401, 47 TMR 665 (Com’r, 
1957). 

186. 112 USPQ 365, 47 TMR 659 (Com’r, 1957). 

187. The Ninth Year, 110 USPQ No. 8, Part II, 24; 46 TMR 1079. 
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the court’s decision was only to award the applicant prior rights 
in the Florida area without having involved the question of issuing 
a registration to the former defendant which would cover all inter- 
state commerce regardless of the right of applicant to extend into 
other territories. The Commissioner concisely held: 


“In this proceeding applicant seeks a registration from 
which would flow a statutory presumption of its exclusive 
right to use its mark in interstate commerce throughout the 
United States. The determination of the Court in the civil 
action is not, under these circumstances conclusive upon the 
Patent Office so far as applicant’s right to registration is 
concerned.” *** 


b. Cancellation Proceedings 


Two decisions by the Examiner of Interferences, one dismiss- 
ing and the other sustaining a petition for cancellation, both of 
which were afiirmed by the Commissioner, have already been men- 
tioned.’*® In another ease, a petition by the registrant of suNDIAL 
MARK TWAIN for shoes to cancel two registrations of MARK TWAIN 
for men’s shirts, collars and other wearing apparel, was dismissed 
by both the Examiner and the Commissioner, the former finding the 
petitioner estopped by laches, the latter finding no likelihood of 
confusion.’” Most recently, both the Examiner and the Commis- 
sioner dismissed a petition for cancellation by the owner of PrRIN- 
CESS PAT with a crown and profile of a lady as used on cosmetics 
to cancel Love-pat for pressed powder makeup.’ In two other 
cases, the petitions were sustained by the Examiner but the Com- 
missioner found no likelihood of confusion: FLEx-GRIP as applied 
to hand grips for manually operated handles and Fuiexi-crip for 
golf club grips;'** and camart for expensive camera dollies, cam- 
eras and related equipment sold to professional users in the 
motion picture and television industry and Kauart for still cameras 





188. 112 USPQ 365, 367, 47 TMR 659, 662. 

189. Cf. Rockwell Mfg. Co. v. Clure, dba Delta Engineering Sales and G. H. Pack- 
wood Mfg. Co. v. Peck’s Products Co., cited supra, notes 138 and 175, respectively. 

190. International Shoe Co. vy. Hall, Hartwell g Co., 110 USPQ 428, 46 TMR 1558 
(Com’r, 1956). The Commissioner pointed out that petitioner’s failure to show one 
instance of actual confusion during more than 30 years of extensive concurrent use 
created a strong presumption against likelihood of confusion in the future. 

191. Princess Pat Ltd. v. Revlon Products Corp., 114 USPQ 40 (Com’r, 1957). 

192. Fawick Flezxi-Grip Co. v. Hungerford Plastics Corp., 111 USPQ 140, 
47 TMR 107 (Com’r, 1956). 
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and accessories sold to the general public.*** The underlying 
theory in the latter two cases was that the difference in trade 
channels and the discrimination used by the purchasers rendered 
confusion unlikely. 











c. Interference Proceedings 


In an interference proceeding, the Examiner had held that 
there was likelihood of confusion but the Commissioner found 
none between ROTO-MOWER and rRotromatic, both for lawnmowers.’ 










2. Decisions by the Court of Customs and Patent Appeals 


It is probably not a mere coincidence but an indication of a 
continued trend to find that in none of the opposition or cancella- 
tion proceedings which reached the Court of Customs and Patent 
Appeals on the question of likelihood of confusion between two 
or more trademarks, the marks involved were held to be con- 
fusingly similar. On the contrary, even in some of the cases in 
which the Commissioner had sustained an opposition on this 
ground, the Court disagreed with that finding, indicating thereby 
the application of an even stricter test than that reflected in the 
decisions of the Commissioner in such proceedings during the 
last few years. 














a. Opposition Proceedings 






In Burton-Dixie Corporation v. Restonic Corporation,’ the 
Examiner of Interferences had held the applicant’s mark ortHo- 
tonic to be likely to cause confusion with opposer’s registered 
mark oRTHOFLEX. In reversing the Examiner, the Commissioner 
dismissed the opposition primarily on the ground that both these 
marks were “secondary marks” and that purchasers were likely 
to remember the marks in their entirety rather than only by the 
prefix. The court, Judge Cole dissenting, affirmed the Commis- 
sioner’s decision on the ground that the dissimilarities between 
the marks outweighed their similarities and that the prefix ortHo, 
being somewhat descriptive, should not be considered the dominant 
portion of the mark. More significant than this ultimate conclu- 
sion, however, was the court’s renewed disapproval of any admin- 














193. The Kalart Company, Inc. v. The Camera-Mart, Inc., 112 USPQ 147, 47 
TMR 420 (Com’r, 1957). A petition for reconsideration of this case was denied by 
the Commissioner (112 USPQ 367, 47 TMR 662). 

194. The Moto-Mower Co. v. Monark Silver King, Inc., 114 USPQ 46 (Com’r, 
1957). 

195. 234 F.2d 668, 110 USPQ 272, 46 TMR 1367 (C.C.P.A., 1956). 
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istrative ruling which would give decisive weight to the fact that 
one or both of the marks involved were “secondary” marks, used 
only in conjunction with other composite parts thereof. In con- 
sidering this ‘‘interesting question”, the court once more reiterated 
the position it had previously taken in Hat Corp. of America v. 
John B. Stetson Co.,’** that the issue of likelihood of confusion 
would have to be determined regardless of whether the marks in- 
volved were “secondary” or not. The court said: 


“To argue that marks which have been used as ‘secondary’ 
marks will not be confused, it is necessary to assume that the 
marks will continue to be so used in the future. Such an as- 
sumption could be justified only if each party had no legal 
right to use his registered mark by itself. So far as we are 
aware, there is no such limitation on the right to use a mark, 
at least under the facts of this case. We would not be willing 
to support a ruling which would give a broad right to register 
a mark, but a limited right to use that mark.” * * * “It is 
not uncommon for a manufacturer to use more than one mark 
on his goods and to vary the emphasis placed on various 
marks, to change the way in which a mark is used, or to dis- 
continue it altogether.” 


In Fort Dodge Laboratories, Inc. v. Haeussler,* both the Exam- 
iner of Interferences and the Commissioner had dismissed the op- 
position by the owner of the unregistered trademark ForToGEN as 
used on an external and internal antiseptic for veterinary use, 
against an application for registration of rorToGENoL for a vitamin 
product. The court, in affirming these decisions, placed the em- 
phasis on the difference between the goods, rather than that be- 
tween the marks. In other words, a product primarily intended 
for animal treatment was not held likely to be confused with a 
dietary food supplement for human consumption. 

In Lauritzen & Company, Inc. v. The Borden Company,” 
on the other hand, the Commissioner, contrary to the Examiner 
of Interferences, had found likelihood of confusion to exist be- 
tween applicant’s trademark rortiuac for a powdered food product 
as compared with opposer’s registered trademark protoxac for a 
dietary supplement, which was one of a number of opposer’s reg- 
istrations ending with the descriptive term “lac” for milk products. 


196. 223 F.2d 485, 106 USPQ 200, 45 TMR 1343 (C.C.P.A., 1955). 
197. 234 F.2d 668, 670, 110 USPQ 272, 274, 46 TMR 1367, 1370. 
198. 234 F.2d 506, 110 USPQ 301, 46 TMR 1402 (C.C.P.A., 1956). 
199. 239 F.2d 405, 112 USPQ 60, 47 TMR 518 (C.C.P.A., 1957). 
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Both lower tribunals had attached no weight to opposer’s argu- 
ment that prorotac “belonged to a family of marks” ending in 
“ac” so that the public would assume that any new mark ending 
in “lac” originated with opposer. However, the Commissioner 
had reached the conclusion that, in considering both the marks 
and goods involved, confusion between the two marks was likely. 
In reversing that ruling, the court observed that little weight 
should be given to the descriptive syllable “lac” and that the marks 
as a whole, in the court’s opinion, neither looked alike nor sounded 
alike nor had any similarity in meaning. It was also indicated 
that both parties’ products would be bought only by “discriminat- 
ing purchasers”. The Commissioner’s decision, which, contrary 
to the Examiner of Interferences, had found likelihood of confu- 
sion, was reversed. 

Similarly, the marks BLACK LEAF and BLACK LEAF 40 and GREEN 
LEAF, as used on closely related goods, were held to be not con- 
fusingly similar because of a difference in connotation and despite 
the presence in both of the descriptive word “leaf”.*”° 


b. Cancellation Proceedings 


In The May Department Stores Company v. Kenya Corp.,”” 
as in all recent decisions by the court involving petitions for can- 
cellation based on likelihood of confusion with a petitioner’s pre- 
viously used or registered mark, there is even more clearly re- 
flected a tendency not lightly to cancel registered trademarks on 
this ground. In that case, petitioner sought cancellation of the 
word ARISTOSHEEN, registered for rayon piece goods, based on a 
series of prior registrations in petitioner’s name of the word 
aRistocraT for similar products. All three tribunals came to the 
conclusion that, in view of the descriptive meaning of “‘aristos”, 
meaning “the best’ in Greek, the marks—considered in their 
entirety—were distinct in sound, meaning and appearance. The 
court’s decision in this ease is noteworthy, however, not because of 
this determination but because of the important observation made 
in Chief Judge Johnson’s specially concurring opinion with re- 
gard to the burden of proof in cancellation proceedings. Contrary 
to the majority, Judge Johnson expressed the view that a peti- 


200. Smith (Black Panter Co., Inc., assignee, substituted) v. Tobacco By-Products 
§ Chemical Corp. (Diamond Black Leaf Co., assignee, substituted), 243 F.2d 188, 113 
USPQ 339, 47 TMR 863 (C.C.P.A., 1957). The Court, however, affirmed that part of 
the Commissioner’s decision which had rejected the application on ex parte grounds. 
201. 234 F.2d 870, 110 USPQ 276, 46 TMR 1383 (C.C.P.A., 1956). 





Vol. 47 T. M.R. TENTH YEAR OF TRADEMARK ACT OF 1946 925 


tioner for cancellation whose ownership and right to his registered 
mark was put in issue by his adversary’s answer, could not merely 
rely on the registration records but was required to prove his 
ownership and use of the mark as of the time of the filing of the 
petition. Judge Johnson concluded: 


“Tt is my opinion, after giving much deliberation to the matter 
and extensively researching the subject, that a petitioner 
should be required to prove its standing to petition for can- 
cellation of another’s mark, by proving ownership and use 
once these questions have been raised by the pleadings.” *” 


The majority opinion had taken the position that petitioner’s reg- 
istrations, as such, were sufficient to establish a prima facie case 
with regard to his prior use of the marks so that no further proof 
would be necessary. Similarly, in The May Department Stores 
Company v. Schloss Bros. & Co., Inc.,*°* the Commissioner’s deci- 
sion dismissing the petition for cancellation by the same petitioner 
was affirmed. The Examiner had recommended cancellation of the 
trademark DURO-STYLE FABRICS for men’s suits as being confusingly 
similar to petitioner’s DUROSHEEN for similar products. Again it 
was held, Chief Judge Johnson specially concurring, that the two 
marks involved were not confusingly similar in sound, appearance 
or meaning and that, in view of this finding, it was not necessary 
to pass upon the question whether the petitioner’s ownership 
and use of the registration relied upon had been sufficiently estab- 
lished by the record without further proof of use and ownership 
at the time of the filing of the petition. The court’s decision in 
National Cranberry Association v. Ingling,*™ dismissing a petition 
to cancel the mark sea spray by the owner of ocEan spray for lack 
of confusion between the marks was to the same effect and affirmed 
similar rulings by both lower tribunals; again Chief Judge John- 
son wrote a specially concurring opinion. The petitioner was like- 
wise unsuccessful before all three tribunals in Goldring, Inc. v. 
Towncliffe, Inc. No likelihood of confusion was found between 
petitioner’s trademark towntey for ladies’ coats and respondent’s 
two registrations for TOWNTREE and TowncuirF for similar mer- 
chandise; the court here primarily relied on its previous analogous 


202, 234 F.2d 870, 876, 110 USPQ 276, 281, 46 TMR 1383, 1392 (C.C.P.A., 1956). 

203. 234 F.2d 879, 110 USPQ 282, 46 TMR 1392 (C.C.P.A., 1956). 

204. 234 F.2d 877, 110 USPQ 287, 46 TMR 1400 (C.C.P.A., 1956). 

205. 234 F.2d 265, 110 USPQ 284, 46 TMR 1373 (C.C.P.A., 1956). Judge Worley 
wrote a partial dissent in this case. 
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decision in Goldring v. Townmoor.** Similarly unsuccessful was 
a petitioner who was the owner of the registered trademark sLEEP- 
MASTER for mattresses and sought cancellation of respondent’s 
registered marks RESTMASTER, DREAMMASTER and HEALTHMASTER ap- 
plied to the same products.” The Commissioner had held, inter 
alia, that the petition for cancellation was barred by petitioner’s 
laches since the petition had been filed about fourteen years sub- 
sequent to respondent’s registration dates. However, the Com- 
missioner also held the marks here involved to be not confusingly 
similar and the court affirmed the decision on that ground. The 
use by both parties of the suffix master was held to be an insuffi- 
cient basis for a finding of confusion and the marks in their en- 
tireties were found to be phonetically and visually distinct. The 
court also emphasized that both parties’ products would be pur- 
chased only “after a reasonably prudent investigation”. “Sleep, 
to most, is an important enough facet of the daily routine to pre- 
clude the possibility of indiscriminate purchases of such an item.” 
In view of this conclusion, the court did not have to pass upon the 
defense of laches. 


c. Interference Proceedings 


In the only interference proceeding which reached the Court 
of Customs and Patent Appeals on an issue involving likelihood 
of confusion,** and which has been previously discussed, both the 
Commissioner and the court held that use by one party of the 
word HURRICANE On an outboard motor would not conflict with 
use of the identical trademark by another party in “an internal 
combustion engine for industrial use”. It was held, therefore, 
that both parties were entitled to registration of the same word 
as thus restricted to outboard motors on the one hand and internal 
combustion engines on the other. 


d. The “Name Clause” of the Act of 1905 Redivivus 


It would probably have occurred to few that the Court of 
Customs and Patent Appeals would find occasion in 1957 to base 
a decision in a cancellation proceeding on the so-called “corporate 


206. 228 F.2d 254, 108 USPQ 234, 46 TMR 344 (C.C.P.A., 1955). 

207. Sleepmaster Products Co., Inc. v. American Auto-Felt Corp., 243 F.2d 738, 
113 USPQ 63, 47-TMR 643 (C.C.P.A., 1957). 

208. Kiekhaefer Corp. v. Willys-Overland Motors, Inc., 236 F.2d 423, 111 USPQ 
105, 46 TMR 1377 (C.C.P.A., 1956). Supra Part I (Style and Model Designations) 
and note 23. 
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name” clause of Section 5 of the Act of 1905, which had been 
deemed by most trademark experts to be a dead letter since the 
enactment of the 1946 Act. However, in Henry a la Pensée, Inc. v. 
Société a Responsabilité Limitée Henry a la Pensée,?® the petition 
for cancellation involved a mark registered under the 1902 Act, 
which had not been republished under Section 12(c) of the Act 
of 1946. Since the application had been pending when the 1946 
Act became effective, its validity was held to be governed by the 
Act of 1905, rather than by the Lanham Act. Under the so-called 
name clause of the former act, no trademark could be validly reg- 
istered which was “the name of a corporation” existing on the 
date of the application. A subsequently enacted proviso made it 
clear that the name clause did, of course, not apply where the 
applicant sought to register “its own corporate name or a portion 
thereof.” In the Henry a la Pensée case, it was held that this ex- 
ception to the name clause did not apply even though the New 
York corporation, which was an affiliate of and had been formed 
by the very applicant for the registration, was the only other cor- 
poration doing business under the name HENRY A LA PENSEE at the 
time when the French parent house registered the mark. The 
Commissioner dismissed the petition for cancellation by the former 
New York affiliate on the ground that the New York concern had 
never actually acquired trademark rights since the name HENRY 
A LA PENSEE had continued to indicate the product of the French 
company and should, therefore, not be cancelled on that ground 
alone. In other words, the Commissioner had applied the same 
theory which had been employed in the Leitz, Roger & Gallet and 
other similar situations, involving distributor ownership of trade- 
marks used on foreign-made products.*° The court, without pass- 
ing on this aspect of the case, based its decision entirely on the 
applicability of the old name clause, emphasizing that, for pur- 
poses of interpretation of that clause, an affiliated corporation, 
even though it may have been a creation of the applicant, was 
technically a different juristic person so that the name clause 
itself, rather than the exception in the proviso thereof, applied. 
Thus it would appear that a ghost from the old act still haunts us. 


209. 243 F.2d 181, 113 USPQ 374, 47 TMR 868 (C.C.P.A., 1957). 
210. Supra notes 101 and 89. 
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II. “DAMAGE” OR “INJURY” BASED ON OTHER GROUNDS 


a. Descriptiveness or Genericness of Applicant’s Mark 


As during the preceding year, there have been relatively few 
eases in which opposition or cancellation proceedings were insti- 
tuted not based on likelihood of confusion but on the ground that 
the attacked mark was a common descriptive term, or so close 
thereto as to make it unregistrable on either register. 

As far as notices of opposition filed on this basis were con- 
cerned, an opposer was successful in preventing registration of 
the term spacer for machine tools of a certain kind.** The applica- 
tion had been filed in reliance on Section 2(f) and the mark had 
been held registrable by the Examiner of Trademarks. The op- 
poser alleged that the terms “spacers” and “spacing machines” 
were terms commercially used in the machine tool trade in con- 
nection with items which space, such as spacers in printing, 
spacers for leaf springs, and numerous other devices. Both the 
Examiner of Interferences and the Commissioner on appeal held 
that since the device involved was in fact a “spacer”, the term was 
incapable of functioning as a trademark. Similarly, an application 
to register FLASH-wELD under Section 2(f) for welding tool joints 
was successfully opposed on the ground that flash welding was 
but the common name for the welding process commonly used by 
applicant and others in industry.”* The phrase FULL DIMENSIONAL 
sounD was also successfully opposed for phonograph records.”"* 
These words were held to have been used not as a trademark but 
only in a descriptive way as part of applicant’s composite mark 
and were therefore found lacking in any trademark significance. 

The most important decision involving an opposition based 
on alleged damage resulting from registration of a term which 
was stated to be too closely similar to a generic term in common 
use in the industry involved was Armour & Company v. Organon, 
Inc.** decided by the Court of Customs and Patent Appeals on 
June 25, 1957. The court, in a three-to-two decision, decided that 
the applicant’s trademark corTROPHIN was neither in itself de- 





211. Giddings § Lewis Machine Tool Co. v. The Bullard Co., 111 USPQ 46, 47 
TMR 97 (Com’r, 1956). 

212. American Iron § Machine Works Co. v. Hughes Tool Co., 111 USPQ 138, 
47 TMR 102 (Com’r, 1956). 

213. Philco Corp. v. Capitol Records, Inc., 113 USPQ 85, 47 TMR 673 (C.C.P.A., 
1957). 

214. Armour § Co. v. Organon, Inc., 114 USPQ 334 (C.C.P.A., 1957). 
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secriptive nor so close to the generic term corticotrophin as to 
result in possible damage to the opposer. In the majority opinion, 
Chief Judge Johnson emphasized that corTROPHIN was not a mere 
contraction or misspelling of the generic term but that it was 
capable of functioning as a trademark particularly since the prod- 
uct involved was a prescription drug so that any possible likeli- 
hood of confusion between the mark and the descriptive term was 
minimized. In reaching this conclusion, Judge Johnson stated 
that the court would treat cases of this sort not differently from 
situations which involve alleged similarity between two trademarks 
rather than similarity of a newly applied for mark to a generic 
term. The opposer’s argument that it was damaged because over 
a period of time the industry might conceivably make the term 
CORTROPHIN into the generic name of the product was rejected 
as “to tenuous to require extensive discussion.” Since, according 
to Judge Johnson’s decision, coRTROPHIN was not merely descrip- 
tive, the court found it unnecessary further to consider the ques- 
tion of the opposer’s standing. While Judges Worley and Jackson 
dissented on the ground that corTRopHIN, in their opinion, was 
“still so descriptive as to be unregistrable,” Judge Rich wrote an 
enlightening concurring opinion, pointing out that the test to be 
applied in determining confusing similarity of two arbitrary trade- 
marks should not be held equally applicable where the totally 
different question of close similarity to a generic or descriptive 
term was before the court. Judge Rich’s opinion for the first time 
clearly takes the position that oppositions based on alleged sim- 
ilarity to a generic term should be sustained only where registra- 
tion would deprive the public of the full use of a necessary generic 
term and should not be sustained where there is only the type of 
likelihood of confusion which might lead the court to decide in 
favor of an opposer for the purpose of protecting his previous 
registration or prior use. Judge Rich said: 


“When we come to consider alleged marks which are not 
themselves purely descriptive terms, but which are marks 
which differ to a greater or lesser degree from such terms, 
as in the present case, it should be remembered that the 
issue of ‘confusingly similarity’ is not one, the decision of 
which involves such matters as palming off, dilution of trade- 
marks, getting a free ride on another’s goodwill and like con- 
siderations with which we are concerned where two confusingly 
similar, non-descriptive, arbitrary marks are involved. All we 
are really concerned with is the prevention of harassment by 
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an attempted monopolistic withdrawal of terms from the pub- 
lic domain by means of a registration. 

“Because of this difference in the two situations, we 
should be careful not to apply rules appropriately developed 
with respect to the encroachment on privately owned arbitrary 
marks to the determination of the unrelated question of what 
degree of similarity to words in the public vocabulary renders 
them unregistrable as descriptive, unless such rules are clearly 
applicable.” *** 


He then reached the conclusion that the registration of the con- 
traction CORTROPHIN would not in any way tend to withdraw a 
word from the language since the term was not descriptive but 
only suggestive and since “no attorney in his right mind would 
use his registration to threaten a user of the firmly established, 
previously used and officially recognized descriptive term corti- 
cotrophin.” Judge Rich concluded that in oppositions of this type, 
private interests are not involved and that the public interest was 
sufficiently protected as long as the mark sought to be registered 
was not substantially identical with a generic term in either ap- 
pearance or sound. 

It is believed that this opinion may go a long way toward 
clarifying the fine legal distinctions which must be made between 
cases based on an opposer’s alleged exclusive right in a trademark 
as compared with those alleging damage based on similarity of 
an applicant’s mark to a generic term.” 

The Court of Customs and Patent Appeals also sustained the 
Commissioner in permitting registration of the letters cv which, 
according to opposer, were merely synonymous with the words 


215. 114 USPQ 334. 

216. In another decision released on the same day in Ernest Wilson v. Arthur J. 
Delaunay, 114 USPQ 339 (C.C.P.A., 1957), the Court unanimously affirmed the 
Assistant Commissioner in sustaining a prior user’s opposition against registration of 
the word ZOMBIE for candy. Applicant’s principal argument that opposer’s prior rights 
had not been established because the latter had not used the mark himself but only 
through insufficiently controlled licensees, was rejected on the ground that the opposer 
in an opposition proceeding did not have to establish ownership of the mark but only 
likelihood of damage. Moreover, the Court held that the record sufficiently established 
that use of the mark by opposer’s licensees did inure to its benefit, even though it 
may not have controlled the exact manner in which the mark was used or the compo- 
sition of the licensees’ product. A further point of interest was the Court’s ruling that 
applicant’s counterclaim, praying that opposer be denied registration of ZOMBIES, be 
dismissed as prematurely Trond. The opposer had filed an application for registration 
of the term ZOMBIES but no notice of opposition had been filed during the 30-day period 
by the applicant, even though opposer’s application was published on the same day as 
applicant’s mark. The Court said: “Congress having specifically provided for the time 
within which an opposition to the granting of a registration may be filed, it would 
not be proper to construe a rule of the Patent Office to permit, in effect, the commence- 
ment of an opposition at a later time. It follows that the dismissal of appellant’s 
counterclaim was proper.” 














Vol. 47 T.M.R. TENTH YEAR OF TRADEMARK ACT OF 1946 931 
“continuous vision” as used in connection with eyeglass lenses.*” 
It should be noted that the applicant did not seek registration of 
the words “continuous vision” but of the initials cv. As a result, 
the opposition filed by a competitor was dismissed on the ground 
that the letters cv, while to some extent a generic description of 
trifocal lenses, were not generally so understood by the trade and 
by the public. The court, therefore, agreed with the Commissioner, 
who, in reversing the Examiner of Interferences, had held the 
initials cv to be registrable. 

In one instance, an application was rejected ex parte, not on 
the ground of likelihood of confusion under Section 2(d) but on 
a finding that its registration would violate Section 2(a) of the 
statute which absolutely prohibits registration of a mark which 
may “falsely suggest a connection” with an institution. It was held 
that the symbol « # should not be registered in conjunction with 
4 H’ERS THOROBRED JEANS for jeans because the symbol 4 H as dis- 
played in the specimens implied a connection with the well-known 
organization the 4 H cLuUB.”* For that reason, the application was 
rejected ex parte. 

As far as cancellation proceedings are concerned, it was held 
by the Commissioner, as previously adverted to, that a petition 
to cancel the words america’s FINEST should be sustained on the 
ground that these words are incapable of trademark significance ;?” 
the cancellation was ordered, however, on an ex parte basis and 
the petition for cancellation was dismissed for lack of showing of 
injury on the part of the petitioner.” 

One cancellation proceeding squarely involving the issue of 
descriptiveness reached the Court of Customs and Patent Appeals 
last Spring. It involved the registrability of the mark cHRIsTMas 
cLuB, which had been registered for a magazine under the Act of 
1905 and republished under the Lanham Act. The Examiner of 
Interferences had sustained the petition for cancellation on the 
ground that registration of the term cHRIsTMAs CLUB resulted in 
injury to petitioner and others who had commercially applied the 
term to Christmas saving plans and related matters. Both the 
Commissioner and the court came to the conclusion, however, 
that the registrant’s magazine, while it also contained matter ad- 


217. Modern Optics, Inc. v. The Univis Lens Co., 110 USPQ 239, 46 TMR 1396 
(C.C.P.A., 1956). 

218. Ez parte H. Zussman § Son Co., 111 USPQ 283, 47 TMR 262 (Com’r, 1956). 

219. H. Kotzin v. Levi Strauss § Co., 111 USPQ 161, 47 TMR 112 (Com’r, 1956). 

220. Rand McNally § Co. v. Christmas Club, 242 F.2d 776, 113 USPQ 287, 47 
TMR 786 (C.C.P.A., 1957). 
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vertising Christmas clubs, devoted at least eighty per cent of its 
contents to other material. Accordingly, it was held that the words 
CHRISTMAS CLUB could not properly be said to be descriptive of 
the contents of the magazine. The court said: 


“In the instant case CHRISTMAS CLUB clearly is not descriptive 
of the physical properties of appellee’s magazine, and, in our 
opinion, is not descriptive of the contents thereof and, while 
there is a certain relationship between the words CHRISTMAS 
cLuB and the manner in which the magazine is used by ap- 
pellee, we consider that relationship to be too remote to jus- 
tify a holding that the words are descriptive.” *” 


In addition, it was held that the petitioner had failed to show that 
it was damaged by the registration, particularly since the regis- 
tration sought to be cancelled had been in effect for more than 
twenty-five years and the petitioner had had actual notice thereof 
over a period of about thirteen or fourteen years. 


b. Cancellation Based on Nonuse, Abandonment or Fraud 


In Hans Holterbusch, Inc. v. Rheingauer Schaumweinfabrik 
Schierstein,”* which involved a petition to cancel a registration 
of the word RHEINGOLD, which had issued as far back as 1885 to a 
German registrant for champagne wines and had been renewed 
three times since that date, the petitioner, who used RHEINGOLD 
on May wine, alleged that the registrant had abandoned use of 
the mark. The Examiner of Interferences dismissed the petition 
for failure of the petitioner to establish any rights in the RHEINGOLD 
mark but recommended cancellation on the ground that respondent 
had failed to show excusable nonuse. The Commissioner affirmed 
the dismissal of the petition on the ground that petitioner had not 
acted in good faith in trying to establish rights in the name RHEIN- 
GcoLp for wine. On the contrary, it was held that the record showed 
the petitioner to have attempted to appropriate a German wine 
trademark with which he was thoroughly familiar solely for the 
purpose “to have a free ride on the ‘tremendous advertising’... 
of the brewers of RHEINGOLD beer. Such behavior is not counte- 
nanced by the Patent Office tribunals.” Contrary to the Examiner, 
the Commissioner further held that, under the prevailing Act of 
1946, as well as under the Acts of 1881 and 1905, there was no 


221. 242 F.2d 776, 778, 113 USPQ 287, 288, 47 TMR 786, 788. 
222. 110 USPQ 543, 46 TMR 1582 (Com’r, 1956). 





Vol. 47 T. M. R. TENTH YEAR OF TRADEMARK ACT OF 1946 933 


authority vested in the Commissioner to order cancellation of re- 
spondent’s registration ex parte on the ground of nonuse or 
abandonment. On the other hand, damage from registrations 
sought to be canceled was held “presumed” where the Commis- 
sioner found that a mark had been unlawfully used ab initio, since 
the registrant had failed to comply with the provisions of the 
Federal Economic Poisons Act.’ (Under the provisions of Sec- 
tion 135(b) of that Act, it is unlawful to distribute or ship any 
economic poison which has not been previously registered with 
the Secretary of Agriculture.) The Commissioner further held 
ex parte that “registrations which are void ab initio should be 
canceled without regard to the rights of the parties to the cancel- 
lation proceedings.” *** The significance of this broad statement 
must probably be considered lessened to some extent by the fact 
that it was dictum only, since, according to the Commissioner, 
damage to the petitioner in these cases was “presumed”, but the 
quoted statement does seem to suggest that in appropriate cases, 
such as, for instance, fraud or perhaps obvious error or oversight 
on the part of the Trademark Division in issuing a registration, 
an ex parte order of cancellation might be justified regardless 
of a showing of an “injury” to one or more individual petitioners. 


III. EQUITABLE DEFENSES 


a. The Defenses of Laches, Acquiescence and Estoppel in 
Opposition Proceedings 


Apart from the above mentioned decision by the Court of 
Customs and Patent Appeals in the Roger & Gallet case,” no re- 
cent opinion of that court is likely to have as far reaching an effect 
on trademark owners as the decision in the case of Salem Com- 
modities, Inc. v. The Miami Margarine Company,” which, for all 
practical purposes, makes the equitable defense of laches as well 
as that of acquiescence unavailable in opposition proceedings, 
despite the fact that the broad language of Section 19 of the 
statute, according to its wording, applies to all inter partes pro- 
ceedings. As was pointed out last year,?”’ the Commissioner, in 


223. Coahoma Chemical Co., Inc. v. Smith; same v. Howerton Gower Co., Inc., 113 
USPQ 413 (Com’r, 1957). 

224. Id. 420. 

225. Note 89 supra. 

226. Salem Commodities, Inc. v. The Miami Margarine Co., 114 USPQ 124 
(C.C.P.A., 1957). 

227. The Ninth Year, 110 USPQ No. 8, Part II, 21; 46 TMR 1071. 
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reversing the Examiner, had found no likelihood of confusion be- 
tween Nu-MalD for margarine and nu mabe for salad dressing, 
sandwich spread and French dressing. It was, however, held in the 
same decision that the opposition should be dismissed on the ad- 
ditional ground that opposer for many years had failed to take 
any action against the applicant’s change of its original trade- 
mark Nut Mar to NU Mad, and that such inaction with knowledge 
over a 12-year period had resulted in an “estoppel by acquies- 
cence”. In other words, the Commissioner, while agreeing with 
the prevailing view that in view of the statutory 30-day period 
for the filing of a notice of opposition, there can be no laches with 
regard to the institution of such proceedings, came to the conclusion 
that “opposer acquiescence had created an estoppel against any 
right it may once have had to prevent applicant’s registration 
from issuing.” The Court of Customs and Patent Appeals has 
now unanimously reversed the Commissioner’s decision, both with 
regard to the issue of likelihood of confusion and, more impor- 
tantly, with regard to the defense of acquiescence. On the confu- 
sion issue the court agreed with the Examiner of Interferences 
that the two marks were closely similar as used on closely related 
products and that, moreover, the fact that applicant had tradi- 
tionally used its mark in conjunction with the picture of a maid 
was not a proper matter for consideration in this proceeding 
since there was, of course, no assurance that the applicant would 
continue to use its mark only in conjunction with the picture. 
On the major issue of acquiescence, the court made the following 
significant observations: 


“Assuming, as was found by the Assistant Commissioner, 
but without holding here, that appellant must be presumed 
to have known of appellee’s use of the mark for a substantial 
period of time before taking any action with respect to it, 
such conduct at most could involve acquiescence only with 
respect to appellee’s right to use the mark. Appellant was 
clearly under no duty to attack appellee’s right to use the 
mark if it did not choose to do so, on penalty of being deprived 
of the right to oppose an application to register. It could not 
take the latter action, of course, until after appellee applied 
for registration and the application was published for the 
purpose of opposition.” 
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After citing with approval the earlier decision of the Examiner 
in Chief in Locatelli, Inc. v. Lucatelli Packing Co.,?* the court 
held that no one could be properly charged with acquiescence in a 
third party’s right to registration until he had become aware that 
such a right was actually asserted by the latter. The court con- 
tinued: 


“Tt is entirely possible that appellant might have had no ob- 
jection to appellee’s use of the words Nu-mMaD, in combination 
with a picture, but might have objected strongly, as it has 
done here, to appellee’s claim to ownership and exclusive right 
to use those words standing alone as a trademark for related 
goods.” 


It would now seem clear, therefore, that a defense of laches or 
acquiescence raised by an applicant in an opposition proceeding 
who himself had failed to apply for registration for many years 
after his initial use of the mark will boomerang against him on the 
theory that it was his failure to register and inaction in that re- 
spect, rather than the opposer’s failure to sue for infringement, 
which will be the decisive factor in determining his right to reg- 
ister. In other words, a trademark owner who, for a long period 
of time has failed to take advantage of the federal registration 
statute, will have only himself to blame if, upon ultimate filing of 
an application, he will run into opposition from a competitor or 
third party who may have been aware of his “‘use” of his mark but 
who may have decided to avoid litigation until after an attempt 
was made to register such a mark. This would be particularly 
true, as the court points out in the Salem case, where the way in 
which the applicant may have used the mark for years would 
appear less objectionable to the subsequent opposer than the form 
in which the applicant will eventually seek registration. In the 
absence of affirmative assurances on the part of the potential op- 
poser to the effect that he will not interfere with the other’s use 
or registration of the mark or in the absence of evidence tending to 
show a course of conduct on the part of the opposer in the past 
on which the applicant could reasonably be held entitled to rely 
as an act of condoning his own use, a defense of either laches or 
acquiescence or estoppel is unlikely to be sustained as a result 
of the court’s decision in the Salem case. 


228. 97 USPQ 305, 43 TMR 978 (Com’r, 1953). 
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b. The Defense of Laches and Acquiescence in Cancellation 
Proceedings 


It should, of course, not be assumed that the rule of the Salem 
ease would be equally applicable in cancellation proceedings. It 
will still remain true that someone who claims to be injured by 
another party’s registration should be required to act with due 
diligence and institute cancellation proceedings without undue 
delay or inaction. In Western Waterproofing Company v. Wid- 
mayer, the Commissioner sustained the defense of laches on 
the ground that petitioner was charged with constructive notice 
of respondent’s registration since publication of the mark in 1944. 
It was held that petitioner’s nine year period of inaction after 
constructive notice and seven year period of inaction after actual 
knowledge constituted “gross laches creating an estoppel”, which 
should result in a dismissal of a belated petition for cancellation. 


IV. CONCURRENT USE PROCEEDINGS 


It may be recalled that in almost all adjudicated cases during 
the last ten years, the Commissioner refused to issue concurrent 
registrations on the ground that the parties had failed to establish 
substantial rights in their respective territories,” or that not suffi- 
cient time had elapsed enabling the Commissioner to make the 
necessary finding of lack of confusion,” or that the statute did 
not authorize concurrent use of the same mark on different goods 
in the same class within the same territory.”*? Trademark lawyers, 
therefore, became more or less resigned to the fact that they can 
prevail only in most exceptional cases in securing concurrent reg- 
istrations for their clients, even if there should have been complete 
agreement between the various users of the same mark with re- 
gard to an appropriate division of territory as in the Chadbourn 
case.** It is, therefore, perhaps particularly noteworthy that in 
the recent case of B-1 Beverage Co. v. Rock Creek Ginger Ale Com- 
pany,*** the Commissioner, apparently for the first time, in revers- 


229. 110 USPQ 546, 46 TMR 1590 (Com’r, 1956). 

230. See, for instance, Ex parte Chadbourn Hosiery Mills, Inc., 107 USPQ 12, 45 
TMR 1386 (Com’r, 1955), discussed in The Ninth Year, note 227 supra, 22; 46 TMR 
1072. 

231. The Flintkote Co. v. Merriam § Co., 88 USPQ 390, 41 TMR 358 (Com’r, 
1951). See The Fourth Year, 90 ~~ No. 8, Part II, 6; 41 "'TMR 900. 

232. Rohm & Haas Co. v. The C. P. Hall Co., 91 USPQ 69, 41 TMR 1109 (Com’r, 
1951). See The Fifth Year, 94 USPQ “No. 8, Part II, 16; 42 TMR 731. 

233. Note 230 supra. 

234. 110 USPQ 381, 46 TMR 1442 (Com’r, 1956). 
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ing the Examiner of Interferences, who had refused registration 
to both parties, ordered the issuance of territorially limited con- 
current registrations of the trademark trim. One applicant had 
used that mark for a dietetic soft drink since January, 1953, within 
Maryland, Virginia and the District of Columbia, while the other 
applicant had used the identical mark for the same product in 
Missouri and the neighboring states of [Illinois and Indiana since 
February, 1952. The Commissioner found that both parties had 
adopted the same mark in good faith, had extensively advertised 
in their respective territories and had therefore built up sub- 
stantial good will in each. As a result, neither party was held en- 
titled to a registration covering its territory as well as the rest 
of the United States, but both parties were awarded registration 
certificates specifically restricted to the area in which they had 
operated. 


PART III. TRADEMARK INFRINGEMENT 
AND UNFAIR COMPETITION 


I. USE OF INFRINGING MARK OR NAME 


a. Appellate Court Decisions 


There have been several interesting appellate court decisions 
involving trademark infringement and unfair competition during 
the past year, but the first decade of the Lanham Act has now 
come to a close without the United States Supreme Court (with 
the partial exception of the Bulova case**’) having reviewed any 
of the infringement provisions of the statute. 

In the First Cireuit, the Court of Appeals affirmed the District 
Court’s ruling in the Polaroid case to which reference was made 
two years ago.” It appears, however, that the appeal involved 
only the patent infringement issues so that the Court of Appeals 
had no opportunity specifically to affirm the lower court in uphold- 
ing the validity of the poLarom trademark against defendant’s 
attack based on the alleged genericness of that word. The Court 
of Appeals also affirmed, with one minor modification, Judge Ald- 
rich’s decision referred to last year in which no dilution of the 
ESQUIRE trademark had been found as the result of defendant’s use 


235. Steel v. Bulova Watch Co., 344 U.S. 280, 43 TMR 57 (1952). 
236. Marks v. Polaroid Corp., 111 USPQ 60 (C.A. 1, 1956); see The Eighth 
Year, 106 USPQ No. 8, Part II, 27; 45 TMR 1043. 
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of the word EsquiRE in its corporate name.”*” This decision will be 
dealt with further below in connection with the “dilution” prob- 
lem.*** 

The Court of Appeals for the Second Circuit upheld, in a 
significant decision, the trademark MaTERNALLY YOURS as against 
defendant’s YoUR MATERNITY sHopP and at the same time found de- 
fendant guilty of unfair competition.” The jurisdictional im- 
plications of this important decision will be discussed below**® but 
it may be noted here that the defendant’s attempts to have the 
plaintiff’s trademark registration declared invalid failed in every 
respect and that the mark was held to be arbitrary and fanciful 
despite the fact that it was somewhat suggestive of plaintiff’s 
lines of business. In any event, the mark was held to have acquired 
secondary meaning and the plaintiff was held entitled not only to 
an injunction but to damages and profits as well. Moreover, de- 
fendant was required to account not only for the profits made in 
those areas where the two parties were actually competing within 
a few blocks of each other, but even with regard to the Philadelphia 
area, where plaintiff had not established a store at the time of 
instituting the action. Indeed, even a provision awarding counsel’s 
fees to plaintiff had been included by the lower court and was 
sustained by the Court of Appeals. The case also presented an 
interesting question of federal jurisdiction, which will be discussed 
in the concluding section of this report. 

The only other decision by the Court of Appeals for the Sec- 
ond Circuit in this field was the Spel-Binder case,*** which, inter 
alia, involved an issue of infringement of plaintiff’s registered 
trademark on photograph albums and similar articles by defen- 
dant’s use of the name sPEED-BINDER for similar merchandise. The 
case arose upon an appeal from the lower court’s denial of the 
granting of a preliminary injunction so that the only question 
before the court was an alleged misuse of the district court’s dis- 
cretion. In failing to find likelihood of confusion between spEL- 
BINDER and SPEED-BINDER, the court emphasized the descriptive na- 


237. Esquire, Inc. v. Esquire Slipper Mfg. Co., Inc., 243 F.2d 540, 113 USPQ 237, 
47 TMR 821 (C.A. 1, 1957). 

238. See Part III, infra, “The Federal Law of Unfair Competition.” 

239. Maternally Yours, Inc. v. Your Maternity Shop, Inc., 234 F. 538, 110 USPQ 
462, 46 TMR 1509 (C.A. 2, 1956). 

240. See also Part III, infra, “The Federal Law of Unfair Competition.” 

241. Joshua Meier Co., Inc. v. Albany Novelty Mfg. Co., 236 F.2d 144, 111 
USPQ 197, 47 TMR 181 (C.A. 2, 1956). 
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ture of the word “binder” and observed that the ideas conjured 
up by the two words were quite different.*” 

A rather novel question arose before the Court of Appeals 
for the Fourth Cireuit in Reddy Kilowatt, Inc. v. Mid-Carolina 
Electric Cooperative, Inc.*** There protection was sought for a 
character named REDDY KILOWATT which was licensed by the plain- 
tiff to private electric light and power companies for use as a 
symbol to promote the consumption of electricity. The defendants 
used a somewhat similar fanciful character called wmLie wIRED- 
HAND for the same purposes. Although the court found that the 
characters were of the same general class and suggestive of one 
another, they were held to be “easily distinguishable”, particularly 
since others had made widespread use of similar characters even 
before the plaintiff had commenced its operations and that plain- 
tiff’s rights, therefore, should be limited to the exact figure which 
it had created. According to the court, Reppy KmLowatTrt during the 
past thirty years had appeared in a thousand guises and in almost 
every imaginable activity. The most significant portion of the 
appellate court’s decision is its concluding part, indicating that 
the plaintiff’s mark may lack validity also as the result of inade- 
quately controlled multiple licensing. In this respect, the court 
pointed out that although plaintiff exercised some control over 
the use of REDDY KILOWATT promotional material by its licensees, 
it did not claim that it had any control over the products and 
services rendered to the consuming public by the licensees. Even 
though this statement was dictum only, since the court held the 
plaintiff’s mark not to have been infringed in any event, it sounds 
a note of caution with regard to the customary licensing of cartoon 
names or marks to persons or organizations whose merchandise 
or services may not be sufficiently controlled or supervised by the 
licensor. 

In the Fifth Cireuit, the Court of Appeals held defendant’s 
use of the name caro in connection with a retail jewelry business 
to be an infringement of plaintiff’s trademark coro.** It was held 
that defendant’s explanation for the selection of the name caro 


242. The court also decided on June 21, 1957, the case of Upjohn Co. v. David 
Schwartz, dba Bryant Pharmaceutical Co., 114 USPQ 53, reversing the district court’s 
decision (reported at 131 F.Supp. 649, 105 USPQ 150, 45 TMR 283) which had held 
defendant’s trade name SYROCOL to be an infringement of plaintiff’s CHERACOL; it 
also found, contrary to the district court, that defendant was guilty of substitution 
and unfair competition. 

243. 240 F.2d 282, 112 USPQ 194, 47 TMR 241 (C.A. 4, 1957). 

244, A. J. Abramson & Irwin Schwartz, dba Caro Jewelry Co. v. Coro, Inc., 240 
F.2d 854, 112 USPQ 307, 47 TMR 617 (C.A. 5, 1957). 
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as indicating the word “dear” in Italian was specious, that no 
actual confusion had to be shown and that defendant was guilty 
of intentional trademark infringement and unfair competition. 
More interesting from a legal point of view is the court’s decision 
in Persha v. Armour & Co.,*° in which plaintiff, a relatively small 
local establishment in Texas, had used the name sTEakKEEs on black- 
board menus and shortly thereafter had wrapped certain meat 
products in plain paper on which the word sTEaKEEs was stamped. 
Claiming use since February 1951, he applied for and secured 
a state registration in Texas. However, Armour & Co., one of 
the nation’s largest meat packers, which had originally used the 
name sSTEAKETTES, changed that name in 1950 to sTEaKEEs and se- 
cured a federal registration for that name, alleging use since Au- 
gust 3, 1950. Both the district court and the court of appeals held 
that the plaintiff had not acquired exclusive trademark rights as 
a result of the blackboard listing or use of signs on a steam table 
in a cafeteria. The trial court further found that Armour & Co. 
had been the first to make actual trademark use of the name about 
three months before the plaintiff’s first use on the wrapping of 
its products. The court of appeals, while indicating doubt about 
the correctness of the trial court’s finding in this respect, did not 
hold it to have been clearly erroneous. As a result, the plaintiff 
intrastate user lost the case despite his state registration and 
despite the fact that apparently he had used the name on menus, 
blackboards and in similar ways before the first trademark use of 
this identical term by the defendant. 

Most recently, the court handed down a two-to-one decision 
in the interesting litigation between Sears, Roebuck & Company 
and All States Life Insurance Company of Texas.*** In that case 
the plaintiff, as owner of ALLSTATE INSURANCE COMPANY which had 
been engaged all over the United States in the sale of automobile 
insurance policies and had registered its name as a service mark, 
sought to enjoin use by defendant insurance company of the name 
ALL staTES. The complaint alleged both service mark infringe- 
ment and unfair competition but both the trial court and the 
Court of Appeals held against plaintiff on both counts, on the 
ground of failure on the plaintiff’s part to prove likelihood of 
confusion. Perhaps the most interesting aspect of this case was 
the defendant’s allegation that the federal registration act should 





245, 239 F.2d 628, 112 USPQ 158, 47 TMR 359 (C.A. 5, 1957). 
246. 114 USPQ 19 (C.A. 5, 1957). 
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not be held controlling with regard to the right of a Texas insur- 
ance company to use a trade name which had been approved by 
the Board of Insurance Commissioners of the state. Although 
deciding in favor of the defendant in all other respects, the Court 
of Appeals specifically observed that neither the action of the 
Board nor the McCarran Act had any limiting effect on the Lanham 
Trademark Act or on the scope of relief to which the owner of a 
trade- or service mark was entitled under that statute. 

In the tas-t-NuT litigation,*** the Court of Appeals for the 
Sixth Circuit, in reversing the district court, held that the mere 
fact that defendant placed his own name in a conspicuous position 
on the package did not acquit him of a charge of unfair competi- 
tion where the “tout ensemble” of defendant’s package clearly 
showed that he had closely simulated appellant’s packages in ar- 
rangement and combination and that actual confusion had resulted 
therefrom. The Court of Appeals for the Eighth Circuit passed 
upon a charge of civil contempt of the provisions of a consent 
decree which had terminated a trademark infringement and unfair 
competition litigation with regard to the trademark star BRAND 
as used on bedding.’** 

In the Ninth Circuit, the Court of Appeals, in National Van 
Lines v. Dean,” reversed the lower court and held National en- 
titled to protection against defendant’s use of the name NATIONAL 
TRANSFER AND STORAGE COMPANY, in which the word NATIONAL was 
emphasized by the use of shaded block letters. Contrary to the 
trial court, the appellate court found a striking similarity of the 
distinctive features of the two service marks involved in addition 
to the use of the word nationau by both. It was emphasized that 
the plaintiff did not seek protection of the geographic adjective 
“National” alone but of a composite service mark of which the 
word formed but one part. In view of defendant’s willful infringe- 
ment, the plaintiff was also held entitled to recover its actual and 
reasonable attorney’s fees.?*° 


247. Tas-T-Nut Co. v. Variety Nut ¢ Date Co., 113 USPQ 493 (C.A. 6, 1957). 

248. Star Bedding Co. v. Englander Co., 239 F.2d 537, 112 USPQ 81, 47 TMR 351 
(C.A. 8, 1957). 

249. 237 F.2d 688, 111 USPQ 165, 47 TMR 198 (C.A. 9, 1956). 

250. Contrary to the broad protection awarded the plaintiff in the National Van 
case, The National Shoe Stores Company, which had been using the name NATIONAL 
SHOE in the Baltimore area, was granted no protection against defendant’s use of the 
words NATIONAL SHOES except ordering the defendant te use its full name, THE NATIONAL 
SHOE COMPANY OF NEW YORK, INC. in the Baltimore area (The National Shoe Stores 
Co. v. The National Shoes of New York, Inc., 113 USPQ 380, 47 TMR 851 (Md. C.A., 
1957). 
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b. Lower Court Decisions 


There has also been an unusually large number of significant 
lower court decisions on trademark infringement and unfair com- 
petition. Of these the following are perhaps noteworthy: 

Among the cases in which the plaintiff was successful, the 
most interesting from a legal point of view unquestionably was 
Ramirez & Feraud Chili Co. v. Las Palmas Food Co. Inc. et al.?™ 
In that case, plaintiff was the owner of a U.S. registration for the 
trademark Las PaLMas and sought a preliminary injunction and 
treble damages against defendant who, like plaintiff, was a citizen 
of California but who had registered the same trademark for the 
same merchandise in Mexico and, in turn, assigned the registration 
to the other defendant, a California corporation. Judge Mathes 
held that under the Lanham Act and under the Supreme Court’s 
decision in the Bulova case,?” the defendant’s conduct in Mexico 
was within the reach of the Act of 1946 and that in the present 
case there were not only unfair trade practices committed by an 
American citizen in Mexico which “radiate unlawful consequences 
into this country” as in the Bulova case, but there were in addition 
acts committed in the United States itself which violated the Lan- 
ham Act. Defendant was enjoined from making an infringing use 
of plaintiff’s trademark either in the United States or in the Re- 
public of Mexico, as well as from distributing in either of the two 
countries any food product bearing that trademark. Indeed, the 
defendant was also restrained pendente lite from in any way 
“selling, assigning, transferring or conveying or encumbering any 
right, title, or interest” in and to the Mexican trademark registra- 
tion which had issued in the name of one of the defendants. In 
Grove Laboratories, Inc. v. Approved Pharmaceutical Corp.,?** the 
owner of the trademark 4-way was granted a preliminary injunc- 
tion against defendant’s use of 7-way for cold tablets; although no 
accounting of profits was ordered, plaintiff’s trademark 4-way was 
held to be a validly registered trademark not descriptive of plain- 
tiff’s product and, in any event, to have acquired a wide secondary 
meaning. A Pennsylvania district court granted the owner of the 
registered trademark cures for juvenile clothing relief against 
a defendant’s use of either cH1Ps or BLUE cHips for the same line 





251. 110 USPQ 525, 46 TMR 1535 and 111 USPQ 296, 47 TMR 217 (D.C., 8.D. 


Cal., 1956). 
252. Steele v. Bulova Watch Co., 344 U.S. 280, 95 USPQ 391, 43 TMR 57 (1952). 


253. 149 F.Supp. 86, 112 USPQ 287, 47 TMR 488 (D.C., N.D.N.Y., 1957). 
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of products.*** In Pennsylvania, too, Chief Judge Kirkpatrick de- 
cided in favor of the plaintiff as the owner of the registered trade- 
mark DICKIE’s BEST as applied to boys’ clothing against a defendant 
who used the term DICKIE Davis on similar merchandise.** Defen- 
dant’s counterclaim for cancellation of plaintiff’s trademark pick- 
1E’s, one of its three registrations, was dismissed on the ground 
that the name was neither merely descriptive nor primarily merely 
a surname, so that it had been properly registered by plaintiff 
without reliance on Section 2(f). The defendant was found to have 
adopted the name in good faith, since it was nothing but the 
diminutive form of the name of Richard, one of defendant’s sons, 
and the plaintiff’s demand for attorneys’ fees was accordingly 
denied. An Illinois district court granted a preliminary injunction 
upon a defendant’s counterclaim against plaintiff’s use of the word 
DOLE as a trademark for cherries and olives since defendant had 
established prior use of the trademark and had expended over 
half a million dollars in advertising the mark with regard to 
various types of fruit products.** In Illinois, too, the district court 
held plaintiff’s trademark snap-on as used on tools, cabinets and 
similar products to have been infringed by defendant’s use of the 
identical mark on drawers.” Defendant’s allegation that sNap-on 
was merely descriptive and incapable of trademark ownership was 
rejected on the ground that plaintiff’s trademark had acquired 
secondary meaning in connection with its product. The injunction 
covered not only the words snap-on but likewise such phrases as 
SNAP-ON DRAWER COMPANY or any colorable imitation; the court 
took care, however, to emphasize that nothing in the decree should 
interfere with the legitimate use of the words “snap on” in textual 
matter when used unemphasized in a grammatically complete 
statement of function or action. 

Summary judgment was granted by a North Carolina dis- 
trict court in favor of Esso Standard Oil Company against re- 
spondents using the name THE STANDARD OIL COMPANY OF NORTH 
CAROLINA, INCORPORATED or any other name containing the name 


254. Chips ’N Twigs, Inc. v. Blue Jeans Corp., 146 F.Supp. 246, 111 USPQ 373, 
47 TMR 341 (D.C., E.D. Pa., 1956). 

255. Williamson-Dickie Mfg. Co. v. Davis Mfg. Co., 149 F.Supp. 852, 112 USPQ 
383, 47 TMR 624 (D.C., E.D. Pa., 1956). 

256. Dole, Inc. v. Hawaiian Pineapple Co. Ltd., 113 USPQ 506 (D.C., N.D. IIL, 
1957). 

57. Snap-On Tools Corp. v. Winkenweder § Ladd, Inc., 150 F.Supp. 792, 111 
USPQ 394, 47 TMR 207 (D.C., N.D. IIL, 1956). 
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STANDARD OIL or STANDARD.” An Oregon district court held in Mc- 
Cabe-Powers Auto Body Co. v. American Truck Equipment Co.” 
that the word american as used by the plaintiff in the public utility 
field has acquired a secondary meaning and trademark significance 
and that defendant should be permanently enjoined from using 
the word AMERICAN as part of its name. The court placed great 
reliance on the Ninth Circuit case of North American Air Coach 
System, Inc. et al. v. North American Aviation, Inc., (which was 
discussed in last year’s report)*” and moreover, found that the 
defendant had been a former employee of the plaintiff and had 
acted in bad faith in appropriating its name. Judge Dawson of 
the Southern District Court in New York upheld the validity of 
the trademark FANCEE FREE with regard to garter belts and similar 
products and enjoined the defendant from using the words Fancy 
FREE for articles of feminine apparel.** However, the defendant 
was not found to have acted in bad faith and therefore no ac- 
counting of profits was ordered, although plaintiff was held entitled 
to actual damages and costs. 

In James Burrough, Ltd. v. Ferrara et al.,?*? defendant was 
enjoined from calling his restaurant THE BEEFEATER upon motion 
for temporary injunction by the distiller of the well-known BEEF- 
EATER Gin. The court said: 


“Plaintiff’s product has one of its more important outlets to 
the public through restaurants. It is true that defendant’s 
type of restaurant does not feature potables but it admits 
that it sells liquors to its patrons. Association and identifica- 
tion in the public mind is more than a mere possibility. In a 
community more than usually name conscious the incidences 
of such an unusual and striking appellation is almost certain 
to arouse conjecture and then assumption of identity.” 


Several lower court decisions involved the question of the ter- 
ritorial scope of plaintiff’s trademark rights. Judge Holtzoff, in 
Nagrom Corp. v. Cock ’N Bull, Inc.,?** held the plaintiff, owner 
of a restaurant in Los Angeles named the cock ’n BULL, which was 


258. Esso Standard Oil Co. v. The Standard Oil Co. of No. Carolina, 112 USPQ 
265, 47 TMR 75 (D.C., N.C., 1956). 

259. 113 USPQ 217, 47 TMR 734 (D.C., Ore., 1957). 

260. 231 F.2d 205, 107 USPQ 68, 46 TMR 70 = 9, 1955), discussed in The 
Ninth Year, 110 USPQ No. 8, Part ITI, 27; 46 TMR 1085 

261. Fancee Free Mfg. Co. v. Fancy Free Fashions, Inc., 148 F.Supp. 825, 112 
USPQ 359, 47 TMR 610 (D.C., 8.D.N.Y., 1957). 

262. 113 USPQ 233, 47 TMR 517 (N.Y. Sup. Ct., 1957). 

263. 149 F.Supp. 217, 112 USPQ 416, 47 TMR 635 (D.C., D.C., 1957). 
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found to have acquired national prominence, entitled to enjoin 
defendant’s use of the same name in connection with a similar res- 
taurant in Washington, D.C. While there was no direct competi- 
tion between the parties, the court observed that there was a 
reasonable possibility that members of the public patronizing de- 
fendant’s restaurant may do so on the assumption that defendant 
was but a branch of plaintiff’s famous restaurant. In thus granting 
protection despite the very considerable geographical distance, the 
court placed reliance upon the well known storK cLuUB case.** A 
district court in Iowa protected plaintiff’s Cooperative service and 
collective marks consisting of the words UNION FARMERS and FARM- 
ERS UNION and a symbol consisting of a plow, rake and hoe sur- 
rounded by a circle, against use by the defendant Cooperative 
Union of the same words and symbols in conjunction with its 
activities.** The action was brought under the Lanham Act and 
as one of its principal defenses, the defendant relied upon its 
purely local activities which should not be held subject to the con- 
trol of Congress. It was held, however, that defendant’s activities 
in lowa had adversely affected plaintiff’s activities there and that 
defendant’s continuous operations had received sufficient national 
publicity to bring them within the scope of the Act of 1946.** 


In Forely, doing business as Cadillac Wines & Liquors v. The 
American Distilling Company,” the plaintiff had registered the 
name caDILLac with the Secretary of State of New York but ap 
parently not in the United States Patent Office. The plaintiff se- 
cured an injunction against a defendant who used the trademark 
CADILLAC CLUB in the State of New York in connection with the 
sale of whiskey in bottles. Judge Byers held that plaintiff’s mark 


264. Stork Restaurant v. Sahati, 166 F.2d 348, 38 TMR 431 (C.A. 9, 1948). On 
the other hand, it was held in Peter Pan Restaurants, Inc. v. Peter Pan Diner, 113 
USPQ 481, 47 TMR 984 (D.C., R.I., 1957), that plaintiff, which had registered PETER PAN 
as a service mark for a restaurant service, was unable under the Lanham Act to enjoin 
defendant from using PETER PAN DINER, INC. in connection with restaurants within the 
State of Rhode Island. Apparently the defendant was incorporated in that state at 
about the same time when plaintiff’s service mark issued (1953) but plaintiff and its 
licensees did not begin to operate in the East until about June 1954. It was here 
found that defendant’s intrastate sales did not have “even a remote or indirect effect 
upon interstate commerce” and the protection of the Lanham Act was therefore held 
unavailable to the plaintiff. The STORK CLUB case was distinguished on the ground 
that in the present case there was no showing of bad faith on the defendant’s part and 
that the plaintiff had not acquired a national reputation as in the STORK CLUB or above- 
mentioned COCK ’N BULL cases. 

265. Farmers’ Educational and Cooperative Union of America v. Farmers Edu- 
cational and Cooperative Union of America, Iowa Division, and Service Association, 
141 F.Supp. 820, 110 USPQ 531, 46 TMR 1502 (D.C., S.D. Iowa, 1956). 

266. For a further holding by the court and citation of the defendant for contempt, 
see 113 USPQ 507. 

267. 110 USPQ 534, 46 TMR 1525 (D.C., E.D.N.Y., 1956). 
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capDILLac had acquired a secondary meaning in New York in the 
retail liquor business and that plaintiff was therefore entitled to 
an injunction covering the State of New York as the “narrowest 
limit” of territorial injunctive relief on the decision of the Court 
of Appeals for the Second Circuit in the Federal Glass case.?* 

A few cases involved the alleged right of defendants to make 
collateral reference to another’s well known trademark or trade 
name. In one recent New York State Court case, a temporary 
injunction was granted against defendants who were selling an 
inferior lighter as ronson Style or ronson Type.*® In Electrolux 
Corp. v. Val-Worth, Inc. et al.,° a defendant was enjoined from 
offering to the public ‘Rebuilt ELectRoLUx machines where some 
of the parts and equipment used by defendant were not of plain- 
tiff’s manufacture. The court said: 


“Unless the entire cleaner is wholly and completely the product 
of the plaintiff, the name ELECTROLUX may not be used in con- 
nection with the cleaner or the advertising or sale thereof.” 


Plaintiff was held entitled to relief against defendant’s “bait ad- 
vertising” and to damages and an accounting of profits. A third 


somewhat similar situation, in which only limited relief was 
granted on grounds other than trademark infringement, was Forst- 
mann Woolen Co. v. Murray Sices Corp." The plaintiff had un- 
successfully tried to prevent the defendant from making loose 
reference to the famous rorstmMaNN name and label on garments 
which were allegedly inferior to the quality of the merchandise 
of defendant’s competitors, whose garments lived up to the plain- 
tiff’s standards and requirements and who were, therefore, spe- 
cifically authorized by plaintiff to make reference to its name and 
label. 

Among the cases in which the plaintiff was entirely unsuccess- 
ful was Sylvania Electric Products Inc. v. Dura Electric Lamp 
Company, Inc. et al.,?"? which is presently pending before the 
Court of Appeals for the Third Circuit. The District Court there, 


268. Federal Glass Co. v. Loshin, 224 F.2d 100, 105 USPQ 458, 45 TMR 983 
(C.A, 2, 1955). It was also held that the defendant had acquired no rights under an 
alleged naked license from Milan Wineries, a Michigan corporation, which had registered 
the trademark CADILLAC CLUB in Michigan and at the United States Patent Office in 
connection with wine. 

269. Ronson Art Metal Works, Inc. v. Gibson Lighter Mfg. Co., 113 USPQ 356 
(N.Y. Sup. Ct., 1957) 

270. 112 USPG 370, 47 TMR 494 (N.Y. na Ct., 1957). 

271. 144 F.Supp. 283, 111 USPQ 261, 47 TMR 186 (DO, S.D.N.Y., 1956). 

272. 144 F.Supp. 112, 111 USPQ 17, 47 TMR 51 (D.C., N.J., 1956). 
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denied plaintiff trademark protection for the so-called “salt spot” 
or “blue dot” on photo flash-bulbs. The court found that the color 
and position of the blue dot were functional features of the flash- 
bulb. The color was held to denote the condition of the bulb and 
the position of the blue dot was found to constitute a warning 
signal as well as an assurance of fitness and safety. In the final 
analysis the court reached the conclusion that an admittedly func- 
tional feature, such as the blue dot, was incapable of acquiring 
secondary meaning and becoming a valid trademark either at com- 
mon law or under the statute. Plaintiff’s registration was held to 
be invalid and defendants were, moreover, not found guilty of un- 
fair competition as a result of alleged “unprivileged imitation” 
of the plaintiff’s goods. In another New Jersey case, decided by 
the same district court which had decided the Sylvania case, supra, 
defendant’s use of the name MIcTINE in connection with an ethical 
drug product was held not to be an infringement of plaintiff’s 
MICTURIN OF MICTURIN TABLETS, although the name MICTURIN was 
recognized as plaintiff’s valid common law trademark.’ The court 
further stated that had both mictine and micturin been applied 
to pills taken orally and designed for the alleviation of the same 
human ailment, they would have had to be held confusingly similar, 
but since the products here involved were to be used for entirely 
dissimilar ailments, no common law trademark infringement or un- 
fair competition was established. No relief was granted to the 
owner of the registered trademark a’Lure for brassieres against 
defendant’s use of cuRVALLURE in connection with the same type 
of goods, although plaintiff’s mark was not held to be descriptive, 
as being a misspelling of “allure”.*** The court emphasized the fact 
that the word “allure” had for many years been utilized as adver- 
tising for various types of feminine accoutrements and that the 
marks here involved were sufficiently different both visually and 
phonetically. Similarly, a cause of action based on infringement 
was dismissed on motion in Lectroetch Company v. Electromark 
Corp.” A plaintiff who used LEcTROETCH as a trademark was held 
not entitled, in view of the generic significance of “lectro” and 
“electro”, to enjoin defendant from using ELECTROMARK. 


3. Morgenstern Chemical Co., Inc. v. G. D. Searle § Co., 150 F.Supp. 726, 113 
usPq 176, 47 *TMR 766 (D.C., NJ. 1957). 
274. Warner Bros. Co. v. Jantzen, Inc., 150 F.Supp. 531, 112 USPQ 429, 47 TMR 
607 (D.C., 8.D.N.Y., 1956). 
275. 149 F.Supp. 647, 112 USPQ 436, 47 TMR 634 (D.C., N.D. Ohio, 1957). 
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Again, the phrase DUTCH CHOCOLATE ICE CREAM, which had been 
registered for plaintiff in the State of Iowa, was held not in- 
fringed by The Borden Company’s use of the same designation.” 
Plaintiff’s state registration was held invalid on the ground that 
the words DUTCH CHOCOLATE were as generic as “strawberry”, 
“lemon” or “vanilla”. Most recently, a Kentucky District Court 
denied trademark relief to the registered owner of the mark 
INSECT-O-LITE for electrically heated oil receptacles for insecticidal 
crystals; the size, shape and color of defendant’s product, as well 
as the use of the descriptive words INsEcT LIGHT were all held to 
be functional,?” and plaintiff’s trademark, having only been in use 
for a few months, was found not to have acquired secondary mean- 
ing. However, the defendant was found guilty of unfair competi- 
tion under Kentucky State law in respects other than mere use 
of the name INsEcT LicHT and imitation of the functional features 
of plaintiff’s product. 

Perhaps the most interesting recent case from a factual point 
of view, in which both sides won a partial victory and suffered 
partial defeat, was Bavarian Brewing Co., Inc. v. Anheuser-Busch, 
Inc.,*** where plaintiff claimed to have trademark rights in the 
name BAVARIAN Or BAVARIAN’s for beer, while the defendant brewers 
of the famous BUDWEISER beer alleged that the word BAVARIAN was 
generic and not capable of trademark significance. The plaintiff 
had a subsisting registration under Section 2(f) for the word 
BAVARIAN’s and defendant, by counterclaim, sought cancellation of 
plaintiff’s two registrations for BAVARIAN and BAVARIAN’s on the 
ground that the term had not been exclusively used by the plain- 
tiff during the stated five-year period. The court found that while 
plaintiff did not have the sole and exclusive right to the trademark 
BAVARIAN, it had acquired valid trademark rights in that term and 
iN BAVARIAN’s within its specific area of distribution. The counter- 
claim for cancellation was dismissed and the word BAVARIAN was 
held not to designate only a kind or type of beer. As a result, 
limited injunctive relief was granted covering an area of half of 
three Middle-Western States constituting the plaintiff’s trading 
area at the present time. 


276. Carpenter v. The Borden Co., 111 USPQ 371, 46 TMR 1364 (D.C., S.D. Iowa, 
1956). 

277. Insect-O-Lite Co. Inc. v. Hagemeyer et al., 113 USPQ 449, 47 TMR 997 (D.C., 
E.D. Ky., 1957). 

278. 150 F.Supp. 210, 112 USPQ 196, 47 TMR 744 (D.C., 8.D. Ohio, 1957). 
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Finally, two important decisions were handed down by the 
New York Appellate Division concerning a victorious plaintiff’s 
rights to an accounting of profits in unfair competition cases. 
In the ronson case, to which reference has been made in a previous 
report,’ the plaintiff had been awarded approximately $100,000, 
which was deemed by a referee to constitute a fair amount of 
compensation for the illegal acts of unfair competition of which 
defendants had been found guilty. Previously, the same court had 
specified that the defendants should not be enjoined from copying 
the design features of plaintiff’s formerly patented product but 
that they were clearly to identify the source of manufacture of 
their product.” Before the referee, the plaintiff proceeded on the 
theory that in order to recover damages, it was required only to 
prove the defendant’s profits and the referee ruled that the entire 
profits realized by the three defendants during the critical period 
should be paid over to the plaintiff on an analogy to the rule gen- 
erally prevailing in patent, copyright and trademark law under 
which in the absence of a proper method of apportionment the 
entire profits were to be returned to the plaintiff. It was so held, 
for instance, in the much quoted Supreme Court decision in Mish- 
awaka Mfg. Co. v. Kresge Co.,** where Mr. Justice Frankfurter 
had held: 


“There may well be a windfall to the trademark owner where 
it is impossible to isolate the profits which are attributable to 
the use of the infringing mark.” ** 


The New York court made it clear, however, that this rule did not 
apply to cases of unfair competition in general and that the Su- 
preme Court itself, in the earlier decision of Straus v. Notaseme 
Co.,** had so indicated. The court laid down the following im- 
portant rule: 


“On the record before us, we are not persuaded that an 
award of the defendants’ entire profits, as found by the ref- 
eree, would be proper in the circumstances of this case. The 
proof failed to establish that the defendants’ over-all sales 
were bottomed on the incidents of unfair competition, and 


279. Ronson Art Metal Works, Inc. v. Gibson Lighter Mfg. Co., 159 N.Y.S.2d 606, 
112 USPQ 489, 47 TMR 628 (N.Y. Sup. Ct., App. Div., 1957); see also 99 USPQ 424, 
44 TMR 419 (N.Y. Sup. Ct., 1953) and The Seventh Year, 102 USPQ No. 7, 29, n. 181; 
44 TMR 1052, n. 181. 

280. 283 App. Div. 937, 102 USPQ 136. 

281. 316 U.S. 203, 32 TMR 254 (1942). 

282. Ibid., 207. 

283. 240 U.S. 179, 6 TMR 103 (1916). 
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since the defendants could legitimately duplicate the plain- 
tiff’s product and sell it for less, the net proceeds of the de- 
fendants’ sales generally could not be deemed to constitute 
a trust in favor of the plaintiff. An accounting for profits is 
not justified in a case of unfair competition where the proof 
that the profits emanating from that source would be specula- 
tive.”’ 284 


The case was therefore remanded to the referee for the purpose of 
determining what part of defendants’ profits, if any, were due to 
their proven acts of unfair competition, rather than to their over- 
all conduct of business, which included permissible copying of those 
functional features of plaintiff’s products which were no longer 
the object of patent protection.” 

This portion of the report would not be complete without a 
passing reference to the continued misuse of the so-called “anti- 
trust defense” embodied in Section 33(b)(7) of the Act of 
1946. When the owner of the well-known trademark DRAMAMINE 
sought a preliminary injunction against the defendants’ use of 
DRAM-A-MINE—LD.D., the defendants sought to prevent the issuance 
of an injunction by calling the court’s attention to certain alleged 
price fixing agreements between the plaintiff manufacturer and its 
retail agents.” This defense was, of course, rejected by Judge 
Yankwich, not only because of lack of any connection with the in- 
fringement charge but also because of the obvious fact that the 
agreements referred to by the defendants were Fair Trade agree- 
ments under California State Law and the federal enabling (Mc- 
Guire) Act of 1952. It remained, however, for the plaintiff in 
Cott Beverage Corp. v. Canada Dry Ginger Ale, Inc. et al.,?*" 
to use Section 33(b)(7) not as a defense but as a basis for an 
action affirmatively seeking cancellation of one of the Nation’s 
best known trademarks in the soft drink field and, in addition, to 
seek a determination by the court to the effect that, as a result of 
antitrust violation, the mark canapa pry had become publici juris 


284. 159 N.Y.S.2d 606, 611, 112 USPQ 489, 491, 47 TMR 628, 632. 

285. As an interesting sidelight, attention may be called to the district court’s 
decision in The National Drying Machinery Co. v. Ackoff; National Dryer Mfg. Co. 
et al. v. The National Drying Machinery Co., 111 USPQ 269, 47 TMR 215 (D.C., ED. 
Pa., 1956), which involved the question whether plaintiff, in a civil contempt proceed- 
ing, should be awarded all profits made by defendant in violation of the basic court 
decree. The question was answered in the affirmative, regardless of whether the amount 
of profits to be paid were designated a “fine”, “punitive damages” or by some other 
name. 

286. G. D. Searle § Co. v. Institutional Drug Distributors, Inc., 141 F.Supp. 838, 
110 USPQ 524, 46 TMR 1520 (D.C., 8.D. Calif., 1955). 

287. 146 F.Supp. 300, 112 USPQ 261, 47 TMR 470 (D.C., S.D.N.Y., 1956). 
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and was, therefore, subject to appropriation by others, including 
plaintiff. The plaintiff went to the extent of asserting that the 
trademark canaDa DRY, having been dedicated to the public as a 
result of alleged antitrust violation, was now open to adoption and 
use by others but that he would not take such steps “without a 
declaration of the rights thereto by this court because of the 
severe penalties for infringement of a valid mark.” It is not sur- 
prising that Judge McGohey found this argument to be “singularly 
lacking in appeal...” . He said: 


“Even if it be assumed that punishment so severe as suggested 
may be imposed for misuse of a trademark, it is certainly to 
be doubted that any court would ever go so far in order to 
further purposes of the sort here so boldly announced. Courts 
whose duty it is to enjoin practices tending to confuse and 
deceive the buying public, will not consciously assist a seller 
to palm off his goods as those of another. 

“In any event, however, no Congressional or judicial au- 
thority cited by the plaintiff supports its contentions. The 
Lanham Act deprives a misuser of a trademark of certain evi- 
dentiary advantages, but it does not strip him of his trade- 
mark. While in Timken Co. v. United States the Supreme 
Court said ‘A trademark cannot be legally used as a device 
for Sherman Act violation’, it did not order cancellation of 
the registration because of Timken’s illegal use of its mark.” 


The plaintiff’s cause of action based on the alleged antitrust viola- 
tion was therefore dismissed on motion. 


II. “DILUTION” OF TRADEMARKS 


It would seem that as a result of the enactment in four States 
of “antidilution” statutes, there is a growing tendency to add 
a cause of action on dilution in cases which, in view of the character 
of the trademark or name involved, rarely justify the invocation of 
this doctrine. Since the time when this writer’s paper on “The 
Problem of Trademark Dilution and the ‘Antidilution Statutes”, 
was presented at the University of California’s Symposium,” 
the dilution doctrine has been successfully invoked in only one 


288. The following states have enacted the “Antidilution” statute: Georgia, Ga. 
Sess. Laws 1955, at 453; Illinois, Ill. Rev. Stat. c. 140, Sec. 4a (1953) ; Massachusetts, 
a. Laws Ann. c. 110, Sec. 7A (1954); and New York, N.Y. Gen. Bus. Law Sec. 

68-c(3). 
289. 44 Calif. L. Rev. 439 (July, 1956). 
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reported case, while in most others the nature of the mark or name 
was found to be not sufficiently distinctive to be entitled to protec- 
tion against use on totally unrelated goods or services. In The 
Champion Paper & Fibre Co. v. National Association of Mutual 
Insurance Agents,” the manufacturer of the well-known cHAMPION 
paper products owned a trademark registration of an arbitrary 
picture of a knight in armor on horseback including the word 
CHAMPION on a banner. This emblem had been in substantial use 
by the plaintiff since 1925. Defendant association of insurance 
agents started to use a similar emblem of a knight in armor on 
horseback although the banner carried the words MuTUAL INSUR- 
ANCE. Judge Holtzoff, after stating that there was no possibility of 
any member of the public of average intelligence being confused 
as to the source of these parties’ goods or services, proceeded to 
reject the plaintiff’s argument that it should be held entitled to 
protection on a theory of dilution. The court, thus finding no pos- 
sibility of confusion, stated: 


“Originally this doctrine was limited to a situation in which 
the infringer was using the trademark or an imitation of the 
trademark on competing goods or products. Later it was 
broadened to cover a use of a trademark belonging to another 
by which the infringer impliedly represents that what he 
sells emanates from the owner of the trademark. Such use 
obviously may do much harm to the owner of the trademark, 
especially if the goods sold by the infringer are of an inferior 
quality. I am not aware of any Federal case in which this 
principle was extended to a situation where there can be no 
implication and no inference can be drawn by any member 
of the public of reasonable intelligence that the infringer is 
selling goods or services that are emanating from the owner 
of the trademark.” *” 


It was found that defendant’s use of the emblem in connection 
with insurance company services did not give rise to a “reasonable 
possibility” of an inference on the part of the public that these 
services emanated from the owner of the trademark. Plaintiff’s 
complaint was, therefore, dismissed on motion. 

A New York district court in Fancee Free Mfg. Co. v. Fancy 
Free Fashions, Inc., supra,’ in protecting plaintiff’s trademark 
FANCEE FREE against defendant’s use of the same trademark spelled 


290. 148 F.Supp. 123, 112 USPQ 284, 47 TMR 621 (D.C., D.C., 1957). 
291. 112 USPQ 284, 286, 47 TMR 621, 623. 
292. Supra note 261. 
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FANCY FREE for related articles, referred to the New York Anti- 
dilution Statute as one basis for granting plaintiff relief although 
it appears obvious from the rest of the court’s decision that plain- 
tiff was held entitled to protection against infringement and un- 
fair competition regardless of the Antidilution Statute, since both 
parties used the marks involved on closely related goods. By far 
the most interesting dilution case was Esquire, Inc. v. Esquire 
Slipper Manufacturing Co., Inc.;*** it will be recalled that Judge 
Aldrich had held that the trademark esquire, as owned by the 
magazine, was the type of mark which had already been “diluted” 
when first adopted and was, therefore, not entitled to particularly 
broad protection under the Massachusetts Antidilution Statute.?* 
On appeal, Judge Aldrich’s decision was affirmed with one slight 
modification. Neither the district court nor the appellate court 
agreed with plaintiff’s contention that the word esquire had, for 
all practical purposes, disappeared from the English language 
except as the name of its magazine. The Court of Appeals em- 
phasized that the plaintiff had picked an “already diluted name” 
as the mark for its magazine and was, therefore, not entitled to 
as broad protection as, for instance, the owner of the trademark 
KODAK might be. Said the court: 


“We do not think a trader can pluck a word with favorable 
connotations for his goods or services out of the general vo- 
ecabulary and appropriate it to his exclusive use no matter 
how much effort and money he may expend in the attempt.” *” 


Nor did the magazine’s practice of giving its “commercial blessing” 
to its advertisers entitle the plaintiff to appropriate the word to 
its exclusive use. The district court’s judgment dismissing the 
complaint was modified only so as to provide a basis to the plain- 
tiff to cite the defendant for contempt in case the latter should 
in the future fail to abide by the agreement reached during the 
trial by which the defendant had agreed, in essence, not to use 
the name ESQuIRE alone as a trademark for its shoes and to use 
its corporate name, ESQUIRE SLIPPER MANUFACTURING COMPANY, with- 
out making the word “esquire” appear more conspicuous than the 
rest of the name.” 

293. 113 USPQ 237, 47 TMR 821 (C.A. 1, 1957). 

294. See also The Ninth Year, 110 USPQ No. 8, Part II, 29; 46 TMR 1092, and 
Derenberg, The Problem of Trademark Dilution and the Antidilution Statutes, op. cit. 
289, at 457 et seq. 

295. 113 USPQ 237, 240, 47 TMR 821, 824. 


296. Since the decision of the Court of Appeals was handed down, Judge Aldrich 
incorporated the terms of the injunction, as previously agreed to by the defendant, in 





THE TRADEMARK REPORTER Vol. 47 T. M.R. 


The only recent decision squarely based on protection of a 
well-known trademark against dilution is Judge Murphy’s recent 
decision protecting the well-known trademark BUFFERIN against 
misuse by R. H. Macy & Co., Ine. in connection with the latter’s 
sale of BUFFERED ASPIRIN.” In granting an injunction pendente 
lite Judge Murphy found that R. H. Macy & Co., Inc. had fre- 
quently used the name BUFFERIN in a common descriptive or generic 
sense and was, therefore, guilty, inter alia, of diluting the dis- 
tinctive quality of plaintiff’s trademark BurreRin.*” 


III. THE FEDERAL LAW OF UNFAIR COMPETITION 


1. Section 43(a) 


While it can no longer be questioned that Section 43(a) has 
established a substantive federal law of unfair competition with 
regard to all cases involving false designations of origin or false 
descriptions concerning the quality or character of goods and 
services, it still remains true that comparatively little use has 
been made of this section in cases of false advertising. Indeed, 
the federal law of unfair competition is still so much in its infancy 
in this respect that Judge Clark, in his concurring opinion in the 
Maternally Yours case,” observed with regard to the applica- 
bility of this section: 


“Indeed, there is indication here and elsewhere that the bar 
has not yet realized the potential impact of this statutory pro- 
vision.” 


Judge Clark further suggested that wherever this section of the 
act could be relied upon by the plaintiff, it would not be necessary 
for the court to delve into the question to what extent state law 
or federal law should be applied to a cause of action in unfair 
competition which was appended to a trademark infringement al- 
legation under Section 1338(b) of the New York Code.*” 


a formal judgment and decree on June 7, 1957. He emphasized again that whatever 
danger there might ermain in defendant’s slippers becoming known as ESQUIRE slippers 
could not be avoided “in view of the relative weakness of plaintiff’s right to the word”. 

297. Bristol-Myers Co. v. R. H. Macy § Co., Inc., 113 USPQ 274, 47 TMR 552 
(D.C., 8.D.N.Y., 1957). 

298. It is understood that this interesting litigation was settled shortly after the 
issuance of the injunction. Judge Murphy’s decision on application for injunction 
pendente lite will, therefore, remain for the time being the only court decision which 
expressly applies the antidilution statute against a generic use of a well-known trademark 
by a competitor. 

299. Note 239 supra. 

300. See in regard to this problem, as well as the question of the present applica- 
bility of the Stauffer doctrine, this writer’s recent paper entitled Federal Unfair Com- 
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2. The Stauffer Doctrine 


A further and perhaps final blow was dealt the Ninth Cir- 
cuit’s Stauffer doctrine, so frequently discussed in previous re- 
ports,*” in Royal Lace Paper Works, Inc., et al. v. Pest-Guard 
Products, Inc.,*°* in which the Court of Appeals for the Fifth Cir- 
cuit joined forces with the Courts of Appeals for the First and 
Third Circuits, which had previously refused to accept Section 
44(i) of the Lanham Act as creating a broad federal law of un- 
fair competition with regard to alleged infringement of unreg- 
istered trademarks and trade names and other forms of unfair 
competition. In refusing to follow this doctrine, the Court of Ap- 
peals for the Fifth Circuit said, in a case involving no diversity of 
citizenship, no violation of Section 43(a), but merely a dispute 
between the owners of two unregistered trade names: 


“Looking at the statute in the light of the history of fed- 
eral jurisdiction over trademarks and unfair competition, cul- 
minating in the Oursler case and Sec. 1338(b), we think it 
would require much stronger and more definite assertion of 
jurisdiction than appears in it to construe it as throwing the 
doors of the federal courts wide open to any litigation over 
unregistered trademarks and unfair competition upon the 
mere claim that the claimed wrongs affect interstate com- 
merce.” *°* 


And again: 


When too, it is considered that the decision in the Stauf- 
fer case, in full agreement with the views of other courts, holds 
that, except for the provisions of Section 1126, ‘International 
conventions, ete.’ the Lanham Act does not confer the juris- 
diction claimed here, it seems clear to us that to find in the 
language of that wholly separate section the comprehensive 


petition Law at the End of the First Decade of the Lanham Act: Prologue or Epilogue? 
published by John Marshall Law School in TRADEMARKS IN ACTION, a Symposium 
(July, 1957), reprinted in New York University Law Review (June, 1957). It is inter- 
esting to note that one of the relatively few cases in which a plaintiff has recently 
taken advantage of Section 43(a) was the previously mentioned case of Bristol-Myers 
Co. v. R. H. Macy & Co., Inc., note 297 supra, which was not based on diversity of 
citizenship but, inter alia, on Section 43(a) with regard to the defendant’s unfair and 
deceptive representations concerning its buffered products. 

301. Stauffer v. Exley, 184 F.2d 962, 87 USPQ 40, 40 TMR 960 (C.A. 9, 1950). 

302. Cf. The Fourth Year, 90 USPQ No. 8, Part II, 13-14; 41 TMR 908-9; The 
Fifth Year, 94 USPQ No. 8, Part II, 23; 42 TMR 740; The Sixth Year, 988 USPQ No. 
8, Part Il, 25; 43 TMR 848; The Seventh Year, 102 USPQ No. 7, Part Il, 27; 44 TMR 
1048; and The Ninth Year, 110 USPQ No. 8, Part II, 31; 46 TMR 1094 et seq. 

303. 240 F.2d 814, 112 USPQ 154, 47 TMR 363 (C.A. 5, 1957). 

304. 112 USPQ 157, 47 TMB 363, 367. 
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extension of the scope of the act to include independent suits 
for unfair competition, is to proceed hind end to, to make 
the tail wag the dog.” *” 


It would seem, therefore, that unless the United States Supreme 
Court would ultimately come to the rescue of the Court of Appeals 
for the Ninth Circuit, the Stauffer doctrine has, for all practical 
purposes, become a dead letter except with regard to cases within 
the Ninth Circuit itself. 


3. Concurrent State Court Jurisdiction in 
Trademark Infringement Cases 


One other jurisdictional issue, which recently came before 
a New York district court, seems to involve a rather interesting 
question of first impression.*”* The plaintiff in that case, although 
he had secured a federal registration for his trademark, com- 
menced an infringement suit in the New York State Court, seeking 
relief against infringement and unfair competition, without even 
mentioning the fact that he owned a federal registration. The de- 
fendant argued that notwithstanding plaintiff’s failure to rely 
on his registration, the action was governed by the Lanham Act 
and should, therefore, be removed to the federal court. District 
Judge Walsh, however, in turn, granted plaintiff’s motion to 
remand the action to the state court despite the fact that, accord- 
ing to the defendant, plaintiff’s failure to allege his registration 
was “a fraud upon the court’. In other words, the defendant ad- 
vanced the theory that the owner of a federal registration cannot 
waive his right to sue in the federal court for statutory infringe- 
ment but would be, in fact, compelled to assert such registration. 
The court held, however, that the Lanham Act was not the ex- 
clusive source of protection for trademark infringement and that 
a plaintiff had a choice between asserting his common law rights 
in the state court or his statutory rights under the Lanham Act. 
The court found nothing in the act or its history to suggest that 
common law rights created under state law should be held in any 
way curtailed or lost as a result of federal registration of the 
mark. “Nowhere in the Act is there a suggestion that a registrant 


305. 112 USPQ 158, 47 TMR 363, 369. 
306. M. § D. Simon Co., Inc. v. R. H. Macy § Co., Inc., et al., 113 USPQ 214, 
47 TMR 759 (D.C., S.D.N.Y., 1957). 
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surrenders anything. The loss of rights of such a value should 
not readily be implied.” *” Plaintiff was found, therefore, to have 
acted within his rights in not basing his prayer for relief on his 
federal registration; his action was held to have been properly 
instituted in the New York State Court. 


307. 113 USPQ 216, 47 TMR 759, 763. 
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THE NICE DIPLOMATIC CONFERENCE 
By Prof. P. J. Pointet, Rapporteur General 


We take the opportunity to reprint this report which was 
prepared by the author on behalf of the International 
Chamber of Commerce on the significant changes recently 
adopted at the International Conference at Nice in con- 
nection with the Madrid Arrangement for International 
Registration of Trademarks. 

While the United States is not a member of that Conven- 
tion and was not even represented by an observer, the 
changes made in the Madrid Arrangement—if and when 
ratified—will have a significant effect on international 
trademark law generally and will indirectly also affect 
trademark rights of the United States trademark owners. 
—ED. : 


I 


The Diplomatic Conference entrusted with the task of revising 
the Madrid Arrangement concerning the international registration 
of trade or commercial marks met in Nice June 4-14, 1957. The 
Conference also adopted an Arrangement on the international 
classification of goods and services.” 

The following countries, which are members of the Madrid 
Arrangement, took part in the Nice Conference: Austria, Belgium, 
Czechoslovakia, France, Germany, Hungary, Italy, Liechtenstein, 
Luxemburg, Morocco, Monaco, Netherlands, Portugal, Spain, 
Switzerland, Tunisia, Vietnam, Yugoslavia. 

The following countries, which are not members of the Ar- 
rangement but are members of the International Union for the 
Protection of Industrial Property, were represented by observers: 
Bulgaria, Denmark, Dominican Republic, Lebanon, Norway, Paki- 
stan, Poland, Sweden, Turkey, United Kingdom. 

Certain states which are not members of the International 
Union also arranged to be represented by observers: Colombia, 
Iran, Liberia, USSR, Vatican and Venezuela. 

Moreover the International Chamber of Commerce (ICC), the 
International Association for the Protection of Industrial Prop- 
erty (AIPPI), the High Authority of the European Coal and Steel 


1. The relevant texts were printed in French in “La Propriété Industrielle” in 
June 1957 and the English version in the July issue of the “Industrial Property 
Quarterly.” 
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Community (ECSC), the Council of Europe, the International 
Federation of Patent Agents, the International Law Association, 
the International League against Unfair Competition, the World 
Health Organization, the “Union des Fabricants” were also rep- 
resented by observers. 

The Nice Arrangement on the International Registration of 
Trademarks was signed by all the States which were members of 
the “Union Particuliére” (this term—‘‘Special Union”—has re- 
placed that used up to now: “Restricted Union”), except for 
Vietnam, Egypt and Rumania (the two latter States not being rep- 
resented at Nice). 

The Arrangement concerning the classification of goods and 
services was signed by all states which had signed the Arrange- 
ment on the International Registration of Trademarks, and also 
by Denmark, Great Britain, Lebanon, Norway, Poland and Sweden. 

The two Arrangements will come into force as soon as they 
have been duly ratified. 


II 


Principal Changes Made in the London Text 
of the Madrid Arrangement 


These are the following: 


1. Optional Territorial Limitation 


Optional territorial limitation was inserted in a new article 
3bis. In the application of this provision, each contracting country 
could at any time notify in writing the government of the Swiss 
Confederation that the protection resulting from international 
registration might only be extended to that country if the propri- 
etor of the mark expressly asked for it to do so and paid a sup- 
plement of 25 francs. 

The practical scope of this provision for the users will de- 
pend on the number of countries using it. It is to be hoped that 
those which do so will be a minority. 


2. Relative Independence of the Mark 


Hitherto a mark registered internationally always has re- 
mained dependent on the mark registered in the country of origin; 
but in the future it will remain so dependent only for a period of 
5 years counting from the date of international registration. In 
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this way the person truly entitled to a mark will have 5 years in 
which to proceed against any infringers in the country of origin 
and, by having the mark in the country of origin canceled, he 
can end the protection obtained in the different States by means 
of international registration. 

The Nice Conference has thus taken as it stood the proposal 
presented by the ICC. 


3. Registration Fees 


It was decided to raise the fees, but by less than the Inter- 
national Bureau proposed. The registration fee will be 200frs. 
(whereas the International Bureau had suggested 225frs.) and a 
reduction will be allowed if a deposit is made simultaneously for 
all the marks registered over and above the first (art. 8 para. 2). 
In this case the fee will be 150frs. (the International Bureau had 
envisaged no reduction). 

The basic fee gives the right to register the marks in three 
classes, an additional fee having to be paid for every other class. 

Lastly, as was pointed out under 1) above, a fee of 25frs. will 
be levied for any registration applying to a country which has 
availed itself of optional territorial limitation. 


4. Duration of Protection 


The duration of the first registration is fixed at 20 years. 

It was envisaged however that it might be possible to pay the 
first fees for 10 years only; in which case the basic charge would 
be 125frs. for the first mark and 100frs. for every mark registered 
at the same time as the first (art. 8 para. 7). 

If the applicant avails himself of this option he must, before 
the expiry of this period of 10 years from the date of the inter- 
national registration, pay the International Bureau the balance 
due of 100frs. for the first mark and 75frs. for every mark regis- 
tered at the same time as the first, failing which he will lose the 
benefits of his registration. 

The registration may always be renewed for a period of 20 
years from the expiry of the preceding period by simply paying 
the fee (art. 7 para. 1). 


5. Distribution of Surplus 


The annual income from the different international registra- 
tions, with the exception of that coming from the supplementary 
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fee of 25frs. for every class of international classification after 
the third and from the additional 25frs. per country for every re- 
quest for an extension of protection, will be divided in equal parts 
between the countries which are members of the Arrangement 
after deduction of the costs and charges of the International 
Bureau. 

The amounts accruing from the supplementary fees of 25frs. 
for every class after the third will be divided, at the end of each 
year, between the countries which are members of the Arrangement 
proportionally to the number of marks for which protection has 
been asked in each one of them during the preceding year, subject 
to adjustment to be determined in the case of countries making 
prior examination by a co-efficient laid down in the Regulations. 

The sums coming from the supplementary fee of 25frs. per 
country and charged for every request for an extension of pro- 
tection, will be divided on the same basis exclusively between the 
countries which have had recourse to optional territorial limita- 
tion. 


6. The Other Principal Modtfications of the Nice Arrangement as 
Compared with the Madrid Arrangement 


a) Service marks have been mentioned without requiring par- 
ticipating States to recognize them (art. 1 para. 2). 


b) International classification should be adopted by all Con- 
tracting Countries (art. 3, para. 2). 


c) The date of international registration will be fixed by the 
date of application in the country of origin (art. 3, para. 4). 


d) No cliché will be required for purely verbal marks (art. 3, 
para. 4). 


e) The registration of a mark shall not be refused for the 
sole reason that national laws only authorize registration in a 
limited number of classes and for a restricted number of products. 


f) All reasons for refusal should be stated within one year 
(art. 5, para. 2). 


g) Six months’ grace (instead of 3) is allowed for payment 
of the renewal fee (art. 7, para. 5). 


h) In the case of the mark being transferred to another person 
living in another country, national registration in the country of 
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the new proprietor will not be necessary after a period of 5 years 
counting from the date on international registration (art. 9bis, 
para. 1). 


i) A Committee of the directors of the national offices of in- 
dustrial property will meet, convened either by the director of the 
International Bureau or on the request of 5 countries which are 
parties to the Arrangement at intervals not exceeding 5 years. 
This Committee will elect from amongst its own members a lim- 
ited Sub-Committee which could undertake defined tasks and which 
would meet at least once a year (art. 10). 

The functions of the Committee of directors are to be purely 
consultative. However, it could, on the suggestion of the Director 
of the International Bureau, by a decision taken unanimously 
by the countries represented, change the amount of the fees and 
the Regulations made under the Arrangement. 


7. How It Will Come into Force 


The Arrangement signed in Nice will come into force after 
12 countries at least have ratified it and adhered to it, and 2 years 
after the submission of the 12th instrument of ratification or ad- 
hesion has been notified by the Swiss Federal Council to the mem- 
bers of the Arrangement (art. 12, para. 2). 

The abrogation of previous acts will not be automatic, as 
the International Bureau suggested, but optional. Each country 
ratifying the Arrangement of Nice or adhering to it will still be 
bound by previous agreements in its relations with countries which 
have not ratified the Arrangement or adhered to it, unless the 
country concerned has expressly declared that it no longer wishes 
to be bound by these agreements. 


III 


Arrangement on the International Classification 
of Goods and Services Signed at Nice 


1. In order to take into account service marks, it was ex- 
pressly stated, in the first article, that the classification would 
include goods and services. The classification consists of a list 
of classes and an alphabetical list of goods and services with an 
indication of the classes into which they are put. These two lists 
are those which were edited in 1935 by the International Bureau for 
the Protection of Industrial Property. 
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2. The list of classes and the alphabetical list of goods and 
services may be changed or added to by a Committee of Experts 
set up by the Arrangement and including a representative from 
each member country. The decisions of the Committee of Experts 
on changes to be carried out should be taken unanimously by the 
contracting countries. On the other hand, decisions about additions 
not affecting rights previously acquired should be taken by a simple 
majority of the contracting countries. 

The modifications or additions decided on by the Committee 
of Experts will be notified to national administrations through the 
International Bureau and will come into foree, as far as the changes 
are concerned, six months after the notification is sent and, as far 
as the additions are concerned, immediately after each national 
administration has received the notification. 


3. The legal scope of application of the international classifi- 
cation is that assigned by each contracting country (art. 2). In- 
ternational classification does not bind States in particular either 
to assess the extent the mark is protected, or to the recognition of 
service marks. 


4. It was envisaged that the Arrangement on Classification 
would remain open for the signature of the Member Countries of 
the Union for the Protection of Industrial Property until De- 
cember 31, 1958 and that the instruments of ratification should 
be deposited with the Government of the French Republic at latest 
by December 31, 1961. The countries of the Union which have 
not ratified the Arrangement within the time prescribed could 
still adhere later on. 

The Arrangement will come into force a month later on which 
the instruments of ratification have been deposited or adhesions 
notified by ten countries at least. 


5. Given the advantages of bringing up to date the interna- 
tional classification drawn up by the International Bureau in 1935 
and the opportunity for the Committee of Experts to begin its 
work without waiting for the Arrangement to come into force, it 
was proposed in a resolution adopted by the Nice Conference that 
a provisional Committee of Experts should be set up at the Inter- 
national Bureau, and given the task of making some proposals 
for completing 1) the list of classes by the addition of classes 
for different services and 2) the alphabetical list of goods by the 
addition of new goods and services. 
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TOWARD THE LISBON CONFERENCE FOR THE REVISION 
OF THE INTERNATIONAL CONVENTION FOR THE 
PROTECTION OF INDUSTRIAL PROPERTY 


By Stephen P. Ladas* 


As is well-known to the readers of this Journal, the Portuguese 
Government has issued invitations to the Governments of the 
member countries of the International Union for the Protection 
of Industrial Property to a Conference of official delegates for 
the revision of the International Convention. It was stated that 
this Conference would meet in November 1957 and the govern- 
ments concerned were asked to submit their observations on the 
Agenda by May 31, 1957. It appears that not all governments 
have submitted their observations in time, and a number of them 
asked for additional time or for postponement of the Conference. 
It appears that there will be a postponement for some months. 

The proposals for amendment of the Convention are based 
generally on Resolutions adopted by the International Association 
for the Protection of Industrial Property (AIPPI) and by the 
International Chamber of Commerce (ICC). The AIPPI Resolu- 
tions, particularly, have been adopted at Congresses of this Asso- 
ciation held every two years. The preliminary work for such 
Resolutions is done at meetings of the International Executive 
Committee of the AIPPI, which are held a year before each Con- 
gress. 

The latest of these meetings was held at Oslo on June 10-13, 
1957. This was particularly important because it was thought that 
it would be the last meeting before the official Conference at 
Lisbon and it was intended to express the views of this Organiza- 
tion on certain questions, upon which the last Congress of the 
AIPPI at Washington in 1956 could not reach final conclusions. 

It is proposed here to give an account of the Oslo Meeting 
of the Executive Committee of the AIPPI and to report particu- 
larly on the position taken by the United States Group, which 
participated at this meeting. 


* Partner in the firm of Langner, Parry, Card & Langner, New York; member 
of Executive Committee of A. I. P. P. I.; secretary of the International Patent and 
Trademark Association; chairman of the International Commission on Industrial Prop- 
erty of the International Chamber of Commerce. 
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1. Protection Against Importation of Products the Process of 
Manufacture of Which Is Protected in the 
Country of Importation 


It will be recalled that this is the subject of Derived Product 
Protection on which there have been differences of opinion in our 
Group, and which made it impossible for us to submit a report to 
the Oslo Meeting. Our President had appointed a special Com- 
mittee on this subject; it was unable to reach a unanimous recom- 
mendation. Under the circumstances, the American Group at Oslo 
labored under great difficulties with regard to the position to be 
taken. We held repeated caucus meetings of our own prior to and 
during the deliberations of the Sub-Committees appointed by the 
Executive Committee at Oslo. We presented frankly and fully 
the difficulties created by our law and our practice. All of the 
other groups were anxious to adopt a resolution closely following 
the text adopted at Sirmione in 1955. But they also desired to find 
some way to satisfy our position so that there might be adopted 
a unanimous resolution. At the end of two-day meetings we were 
successful in agreeing on a text which seemed to us to be satis- 
factory. This text was voted on unanimously by the plenary 
meeting of the Executive Committee on June 13. It reads as 
follows: 


“When a product is imported in a country of the Union 
where there exists a patent protecting the process of the 
manufacture of such product, the patentee shall have, with 
regard to the imported products, all the rights which are 
granted to him by the national law on the basis of a process 
patent with regard to products manufactured in the same 
country.” 


We interpret this to mean that if the owner of a process 
patent in the United States may object to the sale of a product, 
made under such process patent when the product is made in the 
United States, then he may also object to the importation of the 
same product when manufactured abroad and imported into the 
United States. 

On the other hand, the Executive Committee decided to under- 
take a further study on the more general question of the scope of 
protection of a process patent and also of the scope of protection 
of a patent on a machine. 
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A subsidiary question dealing with the question of proof 
was also resolved by resolution. We recommended that the rules 
of evidence applicable in a certain country should govern the 
question of whether a certain product manufactured abroad is 
made according to the process patent and that the Tribunals 
should be left free to determine these questions. However, the 
great majority of the members were in favor of a provision and 
we as well as Germany abstained on this. The provision adopted, 
and which is subsidiary to the above general principle, reads as 
follows: 


“The author of the fact complained of (i. e., the importer of 
the product) will have the burden of establishing that the 
imported product has not been obtained by the patented 
process whenever (a) the process was the only one known 
at the date of the fact complained of, or (b) the product 
was new according to the patent law of the importing 
country at the application or priority date of the process 
patent.” 


It will be appreciated that this provision is subject to the 


principle indicated above. 


2. Restrictions of the Rights of the Patentee for 
Reasons of Public Interest 


It will be recalled that our Group took the position that 
Article 5 of the Convention deals only with so-called abuses of the 
monopoly right of the patentee and that the Convention should 
not undertake to provide for any restrictions based on public 
interest or other reasons in order not to encourage restrictive 
legislation. However, there was insistent demand by all other 
groups not to leave to national law the unrestricted right to impose 
limitations on the patentee for alleged reasons of public interest. 
After considerable deliberation, the Sub-Committee proposed and 
the plenary meeting of the Executive Committee unanimously 
approved the following resolution to form a new Article 5 quater 
of the Convention: 


“Any measure restricting the exclusive rights of a patentee 
for a cause other than that provided for in Article 5 may 
not be taken by a Union country except if an amicable 
agreement has not been possible. 
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“In the event of such a measure compelling the patentee to 
grant a license, the latter shall not be exclusive. 


“Restricting measures more vigorous than the granting of a 
license shall only be imposed if it is shown that the grant- 
ing of a license is not sufficient. 


“All these measures shall be subject to an equitable compen- 
sation being paid to the patentee and shall include for the 
patentee the possibility of an appeal to the Courts at least 
in the last resort.” 


The Committee preceded the adoption of this resolution by 
the following statement which was also unanimously adopted: 


“This Congress, considering that the continued success of 
the patent system as a means of encouraging invention is 
dependent upon the maintenance of the fundamental prin- 
ciple that the patent confers exclusive rights upon the 
patentee, and that any infraction of this fundamental prin- 
ciple by way of excessive restrictions of the rights of the 
patentee would be detrimental to the general interests of 
the public, proposes, etc.” 


The American representatives at the Oslo Meeting felt that, 
by reason of this preamble and also the introduction of the idea 
that any restrictive measures should be preceded by efforts for 
an amicable agreement, they should vote for this resolution. 


3. Application of the Convention to Colonies, Possessions, etc. 


The original proposal of the American Group that the Con- 
vention be deemed automatically applicable to colonies, posses- 
sions, ete. to which the mother country’s national law on industrial 
property extended met with serious practical objections. The 
Berne Bureau particularly took the position that it would be 
unable to know what the legal position would be at any particular 
time in view of the uncertainties relating to the applicability of 
national law with respect to colonies of several countries. The 
problem was fully discussed and the American representatives 
were convinced that the proposed change would not be approved. 
At the Dallas Meeting of our Association in August 1956, it was 
approved that we would not insist on this proposal. Accordingly, 
this item was withdrawn from further consideration. 
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4. Forfeiture of Rights in Registered Trademarks 
Owing to Non-Use 


The Sub-Committee recommended and the Executive Com- 
mittee approved the following provision for Article 5 of the 
Convention: 


“In countries where the use of a registered trademark is 
compulsory, a registration cannot be cancelled for non-use 
until after the lapse of five consecutive years of non-use 
running from the date of registration or, in case there has 
been use after registration, from the date of last use. In 
both cases cancellation may be permitted only if the in- 
terested person cannot justify the causes of his inaction.” 


The American representatives proposed an addition to this 
provision to the effect that it is understood that abandonment of 
the mark may always permit action to remove a mark from the 
register. This addition was resisted at the Sub-Committee and at 
the plenary session of the Executive Committee on the ground 
that the scope of Article 5 of the Convention deals only with the 
question of the compulsory requirement for use and therefore it 
was desired to adopt a uniform term. The American members 


then indicated that the understanding was that the question of 
abandonment remained entirely within the province of the law 
in each country to determine, and at our request a definite under- 
standing on this point was made a matter of record. 


5. Should a Definition of Trademark Be Inserted 
in the Convention? 


The Sub-Committee recommended and the Executive Com- 
mittee approved unanimously a resolution for issuing a question- 
naire to the various national groups so as to gather information 
which will enable further work to be done towards adopting a 
definition for the Convention. 


6. Suppression of False Indications. Protection of Indications of 
Source and Appellations of Origin 


These subjects were discussed longer than any other item by 
the Sub-Committee as well as by the plenary meeting. A number 
of foreign countries and particularly the French were anxious 
for definite provisions protecting appellations of origin of certain 
products and limiting the exception of genericness for such names. 
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We expressed our sympathetic understanding but also explained 
the legal impossibility for us of any text similar to that adopted 
at Prague in 1938 and at Paris in 1950. It is a definite accomplish- 
ment perhaps that the Committee agreed unanimously that these 
old Resolutions had no chance of being accepted. 

It was unanimously approved that there be inserted in Ar- 
ticle 1 a definition of so-called Indications of Geographical Source 
and Appellations of Origin, in order to avoid the confusion result- 
ing from the lack of precision of terms used. These definitions are: 


“The Indication of Geographical Source (in French: prov- 
enance) is a direct or indirect indication of a place (country, 
region, locality, ete.) from which a product or merchandise 
comes. 


“The Appellation of Origin is a particular category of indi- 
cations of geographical source. The appellation of origin 
of a product is the geographical name of the place (country, 
region, locality, ete.) where this product is grown, manu- 
factured or otherwise obtained insofar as it draws its 
qualities from the soil, climate or usages or techniques of 
the place in question.” 


The insertion of these definitions means that the national treat- 
ment clause is applicable to both. 

It was then proposed that, for both Indications of Geographi- 
cal Source and Appellations of Origin, there should be a specific 
clause obligating each country to protect them fully. However, 
we insisted that with respect to Appellations of Origin, the ques- 
tion of generic character would have to be clarified. Finally, it 
was unanimously approved that Article 10 of the Convention 
may be more adequately worded as follows: 


“Any use, whether direct or indirect, of a false or mislead- 
ing indication concerning the geographical source of a 
product or the identity of the producer, manufacturer, or 
dealer, shall, besides being subject to the seizure provided 
for in Article 9, be forbidden and suppressed in all countries 
of the Union.” 


The prohibition is strictly limited to the use of a false or 
misleading indication or appellation—false or misleading with 
respect to the geographical source of the product. We explained 
at the plenary meeting and made it clear on the record that the 
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Tribunals in each case would have to decide that a certain indica- 
tion constituted for the public a false or misleading geographical 
origin before the prohibition against its use could be applicable. 

Lastly, the French and a number of other groups wished the 
Executive Committee to approve in principle the proposed new 
Arrangement for the Protection of Appellations of Origin sub- 
mitted by the Berne Bureau for the Lisbon Conference. In the 
absence of the American member, the Sub-Committee approved 
unanimously a resolution approving the principle of this Arrange- 
ment (which in effect provides that a country of the Union may 
register with the Berne Bureau its Appellations of Origin and each 
country must then declare within a year, with indications of rea- 
sons, that it refuses to recognize a particular Appellation of 
Origin as distinctive). At the plenary meeting of the Executive 
Committee we indicated forcefully the reasons for which we could 
not possibly adhere to such an Arrangement. We also suggested 
that it would be against the usual practice of the AIPPI to ap- 
prove, even in principle, the proposed Arrangement which was 
never submitted to the AIPPI for study. The result was that the 


Executive Committee by a vote of 33 against 14 refused to deal 
with the Arrangement in question. 


7. Annuities for Patents 


The American representatives are sorry to report that they 
failed in their effort to obtain an exemption of annuities for the 
first five years of a patent. We considered the subject sufficiently 
important to place two delegates on this Sub-Committee—one of 
them serving also as Co-Chairman. We obtained a moderate 
success in the Sub-Committee by getting a majority opinion for 
an exemption of annuities for 5 years from the date of filing. 
However, at the full meeting of the Executive Committee not only 
the minority groups of Belgium, France and Switzerland but also 
many members of the majority groups: Germany, Netherlands, 
and other countries, voted against, so that the vote was 22 in favor 
of the five-year exemption and 27 against. The principal objection 
of the opponents was that the fees collected through the annuities 
are necessary for the maintenance of their Patent Offices and 
that they are reluctant to increase the filing and sealing fees. 
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8. Jurisdiction of Courts in Industrial Property Cases 
and Execution of Foreign Judgments at the 
Domicile of the Defendant 


The American representatives did not have a member to 
spare for this Sub-Committee so that we did not participate in 
the exploratory discussion which took place. In any case nothing 
was resolved except to continue the study before the Executive 
Committee after collecting further information on the basis of a 
questionnaire to be issued to the various national groups. 


Certain useful amendments of the Charter and By-Laws of 
the AIPPI have been approved. The new subject matters sub- 
mitted by various groups, including our proposal on New Uses of 
Chemical Products in Agriculture, were accepted and will be 
placed on the Agenda of the next meeting of the Executive 
Committee. 

The Executive Committee received a formal invitation by the 
British Group to hold the Congress for 1960 at London. Discus- 
sion was had whether the Congresses after 1960 should be held 
every two or three years, but the question was left open. 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 


Belgium 
Scope of Protection of Defensive Marks 


The owners of the trademark aspiring brought an action for 
an injunction to restrain a British firm and its Belgian distributor 
from importing into Belgium an analgesic under the trademark 
DISPRINE and for cancellation of registrations on DISPRINE and 
DIsPRIN. The Commercial Court of Brussels held for the defen- 
dants on all counts, denying that there was confusing similarity 
between the marks in question in view of the existence of other 
pharmaceutical marks ending in PRINE. 

The Court of Appeals of Brussels reversed, holding that pis- 
PRINE was an infringement of asprrine and that the fact that 
ASPIRINE had become a generic term in Great Britain, whence the 
DISPRINE product was imported into Belgium, was no defense. 

The most interesting aspect of the case involved a holding by 
the lower court that the plaintiffs had no remedy against the 
defendants on the basis of the plaintiffs’ registration on DIASPIRINE, 
because that mark had been registered for nineteen years without 
ever being used. The lower court expressed itself in strong terms 
against the practice of cluttering up the Register with reserve 
marks which have no real economic function, but serve only to 
harass competitors and said that, in the absence of a user require- 
ment in the applicable legislation, there was no definite period 
within which a registered mark had to be used, but that the plain- 
tiffs’ non-use of their trademark piasPrrine for nineteen years 
constituted an implied renunciation of the mark. 

The Court of Appeals, having found that pDisPRINE was con- 
fusingly similar with aspiring, refused to take a position on the 
lower court’s holding with respect to the validity of the piasPrrINE 
registration. S.A. Belgo-Pharma v. Reckitt & Colman Ltd. and 
S.A. Utines Destrée. Court of Appeals, Brussels, Second Chamber, 
July 9, 1956. 


Brunei 
The Trade Marks Enactment, 1956 and Trade Mark Rules 1957 


The above Act and Trademark Rules came into effect on 
July 1, 1957. 
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Canada 
Opposition Proceedings 


An application was filed to register the trademark structo- 
GLas in respect of colored plastic containing fibres of glass and 
formed into panels or sheets for use as construction material. The 
applicant claimed use of the mark in Canada since 1952 and in- 
voked the benefits of Section 14 of the Trademarks Act which 
provides: “Notwithstanding Section 12, a trademark that the 
applicant ... has caused to be duly registered in his country of 
origin is registrable if, in Canada... it is not without distinctive 
character, having regard to all the circumstances of the case in- 
cluding the length of time during which it has been used in any 
country;...”. An opposition was filed against the application on 
the ground that the mark violated Section 12 of the Act in that it 
is “clearly misdescriptive of the character or quality of the wares,” 
that is, the public would assume that the wares would be made of 
glass and not merely contain glass fibres. The Registrar of Trade- 
marks, Mr. J. P. McCaffrey, dismissed the opposition on the 
ground that since Section 14 had been claimed by the applicant, 
the opponent could not raise the Section 12 objection that the mark 


is misdescriptive. Apparently neither the opponent nor the Regis- 
trar considered the possibility of objecting under Section 14(1) (c) 
on the ground that srrucroeuas is “of such a nature as to deceive 
the public.” Pilkington Brothers (Canada) Ltd. v. International 
Molded Plastics, Inc. 27 C.R.P. 79 (Section IT). 


Finland 
Use of Trademark on Replacement Parts 


The German firm owning the trademark voLKswaGEN in Fin- 
land obtained an injunction restraining a Finnish firm from using 
the trademark voLKswaGEN in connection with replacement parts 
manufactured by the defendant for use in VOLKSWAGEN cars. 


Defendants appealed and the court of second instance affirmed 
the decision below. On a further appeal, the Supreme Court of 
Finland held that defendants were not entitled to use the trade- 
mark VOLKSWAGEN in such a way as to convey the impression that 
the replacement parts in question were manufactured by the plain- 
tiff, but modified the judgment below by removing the injunction 
against any and all use of the trademark voLKswacen by the 
defendants. Under the Supreme Court ruling, defendants were 
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permitted to use VOLKSWAGEN as indicating only the make of car 
for which their replacement parts were intended, but were not 
allowed to use the mark on the replacement parts themselves. 
Decision No. 3117 of the Finnish Supreme Court, dated November 
21, 1956. 


Germany 
Scope of Protection of Reserve Marks 


In a recent test case, the German courts have taken another 
long step towards introducing the user principle into Trademark 
Law, while recognizing that, under present legislation, there is no 
user requirement per se. 

Plaintiffs were the owners of a thirty year old registration on 
opoREXx for pharmaceuticals. Defendants were using Ex. opoR on 
a deodorant and pharmaceutical preparation and applied for reg- 
istration of this mark. The opposition of the oporex registrants 
was upheld by the Examiner and, while this decision was pending 
on appeal before the Appeals Senate, plaintiffs went to court for 
an injunction restraining defendants’ continued use of Ex. ODOR 
and for damages. The main argument of the defense was that 
ODOREX Was a reserve mark which had never been used during the 
thirty years in which it remained on the Register. 

The court of first instance dismissed the complaint, holding 
that the enjoyment of rights based on a trademark registration is 
predicated upon the commencement of use of the mark within a 
reasonable time after its registration. The Court of Appeals dis- 
agreed with this view, holding that, while such a user requirement 
was desirable in view of the congestion of the Register, it was up 
to the legislature and not within the power of the courts to impose 
the same. 

Nevertheless, the Court of Appeals decided for the defen- 
dants, on the ground that, while rights flowing from trademark 
registrations were not based on actual use, they were based on 
intention to use the mark at the time of the filing of the applica- 
tion. Such an intention, the court said, must be assumed as a 
matter of principle at the time of filing; however, circumstances 
may shift the burden of proving continued intent to use upon 
the registrant. In the case at bar, in view of the age of the regis- 
tration and the fact that plaintiffs owned over seventy defensive 
marks, but adopted only an average of three marks a year for 
actual use, the burden of proof had shifted to the plaintiffs and 
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had not been sustained by them. The court recognized that trade- 
mark registrations are entitled to full protection, but pointed out 
that this was true only so long as they were not used primarily for 
the purpose of unfairly restricting competition. The court was 
not impressed by the plaintiffs’ argument that they had brought 
more than thirty-one proceedings based on their trademark oporEx 
since its registration, since all these proceedings were based on 
the mark in its capacity of reserve mark rather than a mark in 
use. 

The Supreme Court affirmed both the holding and the reason- 
ing of the Court of Appeals. Decision of December 11, 1956. 


Great Britain 
Opposition Proceedings 


An application to register ENGLISH ROSE and a rose device in 
respect of “underclothing for women and children, not being foun- 
dation garments” was opposed by the owner of a similar mark 
registered and used in relation to “stockings and socks.” The 
opposition was argued before the Assistant-Comptroller, Dr. R. G. 
Atkinson, and it was established that 


(1) the applicant’s and the opponent’s marks are substantially 
identical ; 


the applicant has been using its mark continuously, albeit on 
a small scale, since 1909 which is some fifteen years prior to 
the first use by the opponent; 


in 1949 the opponent consented to the registration of ENGLISH 
ROSE by a third Company in respect of “brassieres, corsets, 
girdles and belts”; and 


(4) no actual instance of confusion is established in the evidence. 


The Assistant-Comptroller held that the applicant’s and the 
opponent’s goods were similar and that the opposition would be 
successful if it were not for the fact that the applicant could rely 
upon “honest concurrent user.” On appeal to the High Court, 
Lloyd-Jacob, J. sustained the Assistant-Comptroller’s decision and 
dismissed the opposition emphasizing that it was quite proper for 
the Assistant-Comptroller to give weight to the fact that the 
applicant had been using its mark continuously for fifteen years 
more than the opponent and that this was a “special circumstance” 
which the Assistant-Comptroller was entitled to consider. The 
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fact that the opponent had consented to the registration of ENGLISH 
ROSE in respect of brassieres, corsets, girdles and belts was also 
taken into consideration. In the Matter of Holt & Coy (Leeds) 
Ld. (1957) R.P.C. 289. 


Opposition Proceedings 


An application to register ikr Koyo in respect of “roller 
bearings” was opposed by the owners of skF and sKEFKO which 
marks had been extensively used and registered in relation to the 
same goods. Dr. R. G. Atkinson, the Assistant-Comptroller, 
upheld the opposition and dismissed the application on the ground 
that the use of the applicant’s mark would create a real and 
tangible danger of confusion with the opponent’s marks. It was 
established that the opponent had been using its marks for more 
than forty years and that the applicant had been using its mark 
for only a few years. Further, there was some evidence of actual 
instances of confusion. The applicant appealed to the High Court 
and Lloyd-Jacob, J. upheld the Assistant-Comptroller. The judge 
pointed out that, although ordinarily consideration is given to the 
use of the mark applied for in a fair and normal manner, it is per- 


fectly permissible for the Assistant-Comptroller to consider the 
actual manner in which the mark is used in order to determine 
whether or not confusion or deception is likely. It appeared that 
in this case the applicants were using their mark in a manner 
very similar to the way in which the opponent’s marks were used. 
Koyo Seiko Kabushiki Keisha’s application for a trademark. 
(1957) R.P.C. 297. 


Surnames as Trademarks 


An application was filed in Part B to register wacKER-CHEMIE 
or alternatively WACKER CHEMIE in respect of numerous chemicals. 
The Registrar objected to the application on the ground that the 
mark is inherently incapable of distinguishing the applicant’s 
goods because it is merely a combination of a German surname and 
a German word meaning chemistry. There was no indication that 
there was anyone in Great Britain with the surname Wacker. 
Mr. G. R. Cheesman, acting for the Registrar, rejected the appli- 
cation and said: 


“To accept the arguments put forward by the Agents in 
this case would be to accept the proposition that, in contrast 
to a British applicant, a foreign applicant can forthwith 
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obtain registration, in Part B of the Register, of his surname 
coupled with a word of his own language which is wholly 
descriptive of the goods concerned, without the necessity of 
adducing any proof that this combination of surname and 
descriptive word is in fact capable of distinguishing his 
goods; and this despite the fact that there could well be con- 
fusion with the goods of other traders of the same name, and 
that the registration of such a combination to one particular 
trader could well be an embarrassment to other traders in 
the same filed in the bona fide use of their name in connection 
with their goods.” 


The applicant took an appeal to the high court and Lloyd-Jacob 
J. upheld the hearing officer’s decision. Jn the Matter of Wacker- 
Chemie G.m.b.H. (1957) R.P.C. 278. 


Trade Names — Passing Off 


The plaintiff in this case has operated a car rental service 
since 1935 under the name DRIVE YOURSELF HIRE COMPANY (LONDON) 
utp. The defendant recently went into the same business using 
the name SELF-DRIVE caRS. In a recently issued telephone direc- 
tory the defendant caused himself to be entered under the designa- 


tion DRIVE YOURSELF (SELF-DRIVE caRs). The plaintiff attempted to 
obtain an injunction against the continued use of the designation 
used in the telephone directory. Harman, J. of the High Court 
held that, although the defendant had not behaved in an honest 
way and although the court could not approve of the defendant’s 
action, the plaintiff had no cause of action because it could not 
claim a right to the exclusive use of the words DRIVE YOURSELF. 
The judge stated that even if he thought that the defendant had 
caused the entry in the telephone directory to be made with a 
view to “sharing in the plaintiff’s goodwill,” an injunction could 
not be issued because the use of these descriptive words should be 
available to all. Drive Yourself Hire Co. (London) Ld. v. A. G. 
Parish, trading as Self Drive Cars. (1957) R.P.C. 307. 


The Netherlands 


Attempt to Enforce Exclusive Distributorship on the 
Basis of Trademark Rights 


In a decision dated December 14, 1956, the Dutch Supreme 
Court ruled for the defendant in an action brought by the German 
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Company owning two Dutch registrations on the well-known 
trademark GRruNpiIc in respect of, inter alia, radio sets. The de- 
fendant Company had been offering for sale in the Netherlands, 
at prices below those asked by the plaintiffs’ sole authorized dis- 
tributor, GRuNDIG radio sets manufactured in Germany by the 
plaintiffs and purchased from German wholesalers in violation 
of the latter’s agreement with the manufacturers not to engage 
in the export of such sets. 

The Court of first instance had dismissed the action on the 
ground that the plaintiffs had exhausted their trademark rights 
with respect to the radio sets in question by placing them into 
the regular channels of trade in Germany. The Court of Appeals 
had reversed the decision below on the theory that plaintiffs had 
exhausted only their German trademark rights by selling the 
sets in Germany and that the unauthorized import of these sets 
into the Netherlands constituted a violation of the plaintiffs’ 
right to determine the manner in which they wished to enjoy 
their Dutch rights in the mark. 

The Supreme Court sided with the Court of first instance, 
holding that, while the plaintiffs probably had a remedy in con- 
tract against the German wholesalers from whom the defendants 


had purchased the radio sets, and possibly also a remedy in unfair 
competition against the defendants as being beneficiaries of the 
German wholesalers’ breach of contract, it was not the purpose 
of the Trademark Law to empower the trademark owner to 
regulate the mode and channels of sale of the products on which 
he himself has affixed his trademark. 
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BOOK REVIEWS 


TRADEMARKS IN Action. Reprints of Papers Presented at the 
Conference at The Lawyers Institute of The John Marshall 
Law School. Chicago, Ill., 1957. Pp. 136. $5.50. 


Even for the busy, harassed practitioner who finds keeping 
up with the current trademark cases a difficult chore and a review 
of the many treatises on the subject an unattainable luxury, this 
volume should be required reading. 

Here are contained the papers delivered by six of the most 
prominent trademark specialists at the Symposium conducted 
earlier this year under the auspices of The John Marshall Law 
School. 

Each of the authors has selected a specific phase of trade- 
mark law or practice for thorough discussion. As a consequence 
of this diversification, there will be found among the various 
contributions something of interest to suit the tastes of all, and 
especially of those concerned more with the practical “how” than 
with the theoretical “why.” 

There is, for example, the stimulating article by Mr. George 
R. Clark, the title of which—“Action and Inaction—A House 
Counsel Looks at Trademark Protection”—should not be taken to 
indicate a scope limited to the problems of a house counsel, for 
the experiences which he recounts and the procedures he recom- 
mends are fully as pertinent to the problems of the general prac- 
titioner. Even as prosaic a subject as the sending of infringement 
notices takes on new dimension under Mr. Clark’s thoughtful 
scrutiny. 

So also, the contribution of Mr. Beverly W. Pattishall— 
“Reaction Test Evidence in Trade Identity Cases”—contains a 
number of valuable hints for the attorney faced with the neces- 
sity of establishing (or refuting) the essential element of con- 
fusion where instances of actual deception are unavailable. Mr. 
Pattishall, one of the leading proponents of survey evidence, 
devotes little time to the evidentiary question of admissibility 
so thoroughly mooted elsewhere. Instead, he turns his main atten- 
tion to the intensely practical matter of what a survey should 
do, how it should be designed, how it should be executed, and how 
it should be presented to the court. 
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Mr. Francis C. Browne adds a paper devoted to a discussion 
of the procedural rules applicable to contested trademark proceed- 
ings in the Patent Office. Largely because interlocutory appeals 
are not favored and the decisions of the Examiner of Interferences 
frequently go unpublished, the actual implementation of these 
rules is a little known subject. In his paper entitled “Interlocutory 
Practice and Procedure in Trademark Cases in the Patent Office,” 
Mr. Browne, among other things, calls attention to Rule 2.132(b), 
which appears to mark the end for “paper Oppositions.” Also 
discussed are the procedures used in working out the amicable 
settlement of contested cases pending in the Patent Office. 

Complementing this is a concise summarization by Hon. 
Daphne Leeds of the type of proofs required in inter partes pro- 
ceedings. Entitled “Evidence in Trademark Cases,” the article 
draws an interesting distinction among the words, “confusion,” 
“mistake,” and “deception,” words so often used as though fully 
synonymous. Under the sub-heading “What Should Be Avoided,” 
the author additionally warns against the indiscriminate cry of 
“monopoly” and “descriptiveness,” terms which to the same 
attorney are sweet or repugnant—according to which side of the 
case he may happen to be on at any particular time. 

Under the title “Federal Unfair Competition Law at the End 
of the First Decade of the Lanham Act; Prologue or Epilogue?” 
Professor Walter J. Derenberg, in his customary scholarly man- 
ner, offers a lucid analysis of Section 44 (i), its original high 
purpose to establish a federal cause of action for unfair compe- 
tition, and its near-complete demise in the courts. Partly to fill the 
void, Professor Derenberg suggests Section 43 (a)’s broad pro- 
hibition against false representations and descriptions which, for 
almost ten years, has seemingly remained an obscure provision 
to many members of the bar. The legislative history, the decided 
cases, and the published legal commentary on both sections are 
perceptively examined. 

Mr. Julius Lunsford is represented by a paper entitled “Pro- 
tection of Identifying Advertising Symbols—Pictorial and Ani- 
mated,” in which he focuses attention upon the gap in the law 
which precludes registration of many advertising symbols of im- 
mense commercial value, e.g., animated characters, personalities, 
program features, and devices of all sorts, notwithstanding that 
the courts will protect such symbols from attempted appropriation 
by others. The scope of this judicial protection is outlined in the 
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many cases of that sort which Mr. Lunsford has collected. The 
changing concept of service marks under the Lanham Act, as a 
consequence of the Patent Office’s recognition of these com- 
mercial values, is advanced as one avenue of. solution. Unless 
even more liberal standards are applied, however, the author 
recommends a statutory change to furnish the added protection of 
registration. 

The John Marshall Law School is to be complimented upon 
its selection of such knowledgeable panel members, and its publi- 
eation of their addresses constitutes a significant service to the 
trademark bar. As Mr. Clark points out, there seems to be a dis- 
tressing “absence of judicial comprehension” of trademarks. So 
basic a confusion as a failure to perceive the difference between 
copyrights and trademarks inevitably leads to wrongly decided 
eases. Perhaps this has been a result of the fact that this branch 
of practice has been largely confined to a relatively small group 
of specialists. 

The increasing interest displayed by prominent educational 
centers in the law of trademarks and unfair competition, as 
exemplified by this recent project of The John Marshall Law 
School, may serve, therefore, not only to increase the competence 
of those upon whom the job of counseling and litigation falls, 
but also that of the judges who ultimately are called upon to 
decide whether or not that job has been properly performed. 


ALFRED LEE 





THe Hippen Persuapers. By Vance Packard. New York, Van 
Rees Press, 1957. Pp. 266. $4.00. 


A few weeks after publication, this book has moved to third 
place on the best seller list in the non-fiction class. It deals with 
the development and increasing importance of motivational re- 
search studies that have been conducted over the past number of 
years to persuade the public, as consumers, to buy products bear- 
ing well-known trademarks. It points out the deviations from 
the old research objectives which were satisfied with how, to the 
present important why. A second area of the book covers the per- 
suasion of the public as citizens and deals with methods used to 
influence voters, etc. 








982 THE TRADEMARK REPORTER Vol. 47 T. M.R. 


It is controversial and James D. Woolf, columnist for Ad- 
vertising Age, considers it a disservice to the advertising pro- 
fession. 

The field of motivational research is at present in a phase of 
critical analysis, according to a review in the trade magazine 
Tide (April 26, 1957). Tide indicates the value of the book to be 
its timeliness and to quote “It appears at a time when motivation 
research is at a crossroads, when it needs to be better understood 
to grow from fad into an additional research tool.” 
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LIST OF OTHER TRADEMARK ARTICLES 
AND LEGAL NOTES* 


ARTICLES 


Callmann, Rudolph. 

Trademark Registration and Use—Comparative National Requirements. (Ameri- 
can Bar Association, International and Comparative Law Bulletin, v. 1, no. 2, July 
1957, pp. 16-21.) 

China, People’s Republic of. 

Trademarks. Classification of Goods. (Patent and Trade Mark Review, v. 55, 
no. 9, June 1957, pp. 263-266.) 

Ciba Pharmaceutical Products, Inc. 

When Ethical Goes Popular. (Modern Packaging, v. 30, no. 10, June 1957, pp. 
106-108, 221-222.) 

Ciba’s new packages for non-prescription drugs. 


Ghana. 

Trademarks. An Ordinance to Consolidate and Amend the Law Relating to 
Trademarks. Revised Edition 1954. (Patent and Trade Mark Review, v. 55, no. 10, 
July 1957, pp. 285-301.) 

Gilbert, Eugene. 

How to Win Tomorrow’s Top Customer. (Printers’ Ink, June 21, 1957, pp. 54-55, 
59, 62-63.) 

Today’s college student has already formed strong brand images, and it is impor- 
tant to find out what appeals to the market. 

Holland. 

The Dutch Trademark Law. English translation. Amsterdam, International 
Trademark Agency, 1957. Pp. 16. 

Honig, F. 

Letter from Great Britain. The Law of Industrial Property in 1956. (Industrial 
Property Quarterly, No. 4, July 1957, pp. 30-47.) 

Koppers Company. 

The Koppers Story. (Industrial Marketing, v. 42, no. 6, June 1957, pp. 57-84.) 

The complete marketing story of The Koppers Company. 

World Trade Information Service. Washington, Dept. of Commerce, Bureau of 
Foreign Commerce. 

Part 2: Operations Reports. Trademark information is included in the following 
reports: No. 57-51—Cuba; No. 57-58—Israel; No. 57-66—Honduras; No. 57-68— 
Ceylon. 

Zanelli, Enrico. 

Problems in International License Agreements. (Rivista di Diritto Industriale, 

v. 6, no. 1, January-March 1957, pp. 56-83.) 


LEGAL NOTES 


Cott Beverage Corp. v. Canada Dry Ginger Ale, Inc. 


Trademarks—Cancellation and Unenforceability—Use of a Trademark in Violation 
of the Antitrust Law. (New York University Law Review, v. 32, no. 5, May 1957, 
pp. 1002-1009.) 


Vanity Fair Mills v. T. Eaton Co. 
Trademark—Extraterritorial eo under the Lanham Act. (Michigan Law 
Review, v. 55, April 1957, pp. 887-890.) 








* Copies of these articles and legal notes are available for reference in the Association’s 
library. 





THE TRADEMARK REPORTER™ 





Part Il 





PETER PAN RESTAURANTS, INC. v. PETER PAN DINER, iNC. 
No. 1860 — D.C., Rhode Island — April 5, 1957 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—DILUTION 
Action under Lanham Act for infringement of the service mark PETER PAN by 
defendant’s use of the trade name PETER PAN DINER, INC. Plaintiff has operated 
restaurants in Chicago, Illinois, since 1948 and as part of its advisory services 
licenses the use of the name PETER PAN to restaurants which engage its services. 
Plaintiff has expanded its chain to the east coast including Boston and Washington, 
D. C., and intends further expansion. Its registration was granted in 1953 prior 
to defendant’s incorporation in 1953 in Rhode Island for the business of operating 
a diner and restaurant. The Lanham Act provides that use of a confusingly similar 
mark in commerce without the consent of the owner shall make the user of the 
mark liable in a civil suit. However, plaintiff has failed to show that the acts of 
defendant constitute interstate commerce since the operation of its restaurant is 
confined to the Providence, Rhode Island, area. 
REMEDIES—UNFAIR COMPETITION—-TRADE AND COMMERCIAL NAMES—EVIDENCE 
Where no evidence of likelihood of confusion is shown nor prior knowledge of 
plaintiff’s mark at the time of its adoption by defendant and plaintiff has not 
shown that it possesses a national reputation, the court will not presume injury to 
the plaintiff and therefore plaintiff is not entitled to injunction. 





Action by Peter Pan Restaurants, Inc. v. Peter Pan Diner, Inc., for 
service mark infringement and unfair competition. Judgment for defen- 
dant. 


Daniel Jacobs, of Providence, Rhode Island, for plaintiff. 
Elliot A. Salter, of Providence, Rhode Island, for defendant. 


Day, District Judge. 

The plaintiff seeks relief against the defendant’s alleged infringement 
of the plaintiff’s federally registered service mark PETER PAN for a restau- 
rant service and against its alleged unfair competition. The jurisdiction 
of this Court is invoked under the provisions of Title 28 U.S.C.A. §1332(a) 
and 1338(a) and (b). 

The parties have stipulated as to certain facts and the plaintiff pre- 
sented the testimony of one of its officers in support of the allegations of 
its complaint. No evidence was presented by the defendant. 

Plaintiff is a Delaware corporation having its principal office in Wil- 
mington in that State. It is engaged in the business of operating a chain 
of restaurants and of rendering certain services to restaurants, such serv- 
ices comprising the designing of and giving advice concerning the construc- 
tion and equipment of restaurants and their general management. Plaintiff 
operates its own restaurants under the name of PETER PAN restaurants. 
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It opened the first of these restaurants in 1948 in Chicago, Illinois. Until 
1954 all of its restaurants were located in that city. 


As an incident to its advisory or management services, it licenses those 
who engage its services to use the name PETER PAN on their places of busi- 
ness, menus, napkins, ete. The first restaurant operating under this 
arrangement appears to have been opened in Detroit, Michigan, in 1953. 

The defendant is a Rhode Island corporation, having been incorpo- 
rated under the laws of that State on December 23, 1953, under the name 
of PETER PAN DINER, INC., for the purpose of engaging in the business of 
operating a diner and restaurant. Its restaurant was opened for business 
in Providence, Rhode Island, in June 1954. 

Although the restaurants owned by the plaintiff and its licensees were 
all located in Illinois and Michigan at the time defendant was incorporated 
and began to do business, it appears that subsequent to June 1954 the 
plaintiff or its licensees began to operate additional restaurants in Boston, 
Massachusetts, Cleveland. Ohio, and Washington, D. C. There was also 
testimony by its officer that the plaintiff has plans for expansion into other 
territories. This witness also testified as to the volume of its sales and those 
of its licensees and as to the amount of money that had been expended 
for advertising in the cities and states where their restaurants were located. 


Plaintiff’s service mark for a restaurant service consisting of the 
words PETER PAN in combination with an attractive design was registered 
in the United States Patent Office on August 11, 1953. 


The present action was commenced on May 25, 1955. No evidence 
was produced to show that the defendant or anyone connected with it prior 
to its adoption of the name PETER PAN DINER, INC., or the commencement 
of its business, had ever heard that the service mark PETER PAN was being 
used by the plaintiff in connection with its business and plaintiff makes no 
claim that the defendant had such knowledge. Similarly, no evidence was 
presented by the plaintiff to show the character of the defendant’s busi- 
ness—whether it caters to and serves local residents or customers from 
other states. Insofar as the record discloses, it is purely a local establish- 
ment catering to residents of Providence and vicinity. 


The first issue to be determined is whether the plaintiff has estab- 
lished its right to relief under the provisions of the Lanham Act, 15 
U.S.C.A. §1051 et seq. Title 15 U.S.C.A. §1114 provides in part: 


“Any person who shall, in commerce, (a) use without the consent 
of the registrant any reproduction, counterfeit, copy, or colorable 
imitation of any registered mark in connection with the sale, offering 
for sale, or advertising of any goods or services on or in connection 
with which such use is likely to cause confusion or mistake or to 
deceive purchasers as to the source of origin of such goods or serv- 
ices; * * * shall be liable to a civil action by the registrant for any 
or all of the remedies hereinafter provided * * *.” 

Title 15 U.S.C.A. §1127 provides in part: 
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“Tn the construction of this Chapter, unless the contrary is plainly 
apparent from the context * * *. 

“The word ‘commerce’ means all commerce which may lawfully 
be regulated by Congress.” 


While it is true that the scope of Congressional control of commerce 
is broad it is not without limit. The limits of its control are well stated in 
Fairway Foods, Inc. v. Fairway Markets, Inc., 9 Cir., 227 F.2d 193, at page 
197, 107 USPQ 253, 256 (46 TMR 94) : 


“* * * The scope of Congressional control of commerce is un- 
doubtedly broad, extending as it does not only to transactions which 
can be deemed to be essential parts of a flow of interstate commerce but 
also to activities intrastate in character which are possessed of a close 
and substantial relation to interstate commerce. However, it was well 
said in N.L.R.B. v. Jones & Laughlin Steel Corp., 1937, 301 U.S. 1, 37, 
57 S.Ct. 615, 624, 81 L.Ed. 893: 

“<<# * * the scope of this power must be considered in the light 
of our dual system of government and may not be extended so as to 
embrace effects upon interstate commerce so indirect and remote that 
to embrace them, in view of our complex society, would effectually 
obliterate the distinction between what is national and what is local 
and create a completely centralized government.’ ” 


To the same effect, see Pure Foods, Inc. v. Minute Maid Corp., 5 Cir., 
214 F.2d 792, 102 USPQ 271 (44 TMR 1408). 

In the present case the plaintiff had the burden of proving that the 
acts of the defendant of which it complains took place in commerce which 
may lawfully be regulated by Congress. 

If it has failed to sustain this burden it is not entitled to any relief 
under the provisions of the Lanham Act for it would have no application 
to this case. I find that it has not sustained this burden. No evidence 
was presented that the defendant’s sales were other than exclusively to 
residents of Providence and its vicinity. I cannot assume that it caters 
to non-residents merely because its place of business is located on a main 
highway not far removed from downtown Providence. Moreover, there is 
no evidence that its intrastate sales have even a remote or indirect effect 
upon interstate commerce. Since the plaintiff has failed to establish that 
the defendant is engaged in interstate commerce or in activities that may 
be said to be possessed of a close and substantial relation to interstate com- 
merce, I conclude that the defendant has not violated the provisions of the 
Lanham Act and that the plaintiff is not entitled to relief under that Act. 
Fairway Foods, Inc. v. Fairway Markets, Inc., supra; Libby, McNeill & 
Libby v. Libby, D.C., 103 F.Supp. 968, 93 USPQ 358 (42 TMR 644); R. P. 
Hazzard Co. v. Emerson’s Shoes, Inc., D.C., 89 F.Supp. 211, 84 USPQ 336 
(40 TMR 228); Samson Crane Co. v. Union Nat. Sales, Inc., D.C., 87 
F.Supp. 218, 83 USPQ 507 (40 TMR 33), aff’d 1 Cir., 180 F.2d 896, 96 
USPQ 454; C. B. Shane Corporation v. Peter Pan Style Shop, Inc., D.C. 84 
F.Supp. 86, 80 USPQ 559 (39 TMR 330). 








ee 
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The cases relied upon by the plaintiff wherein relief was granted 
under the Lanham Act are in my opinion clearly distinguishable on their 
facts. In each of them the defendant was either engaged in interstate com- 
merce or in activities which were closely and substantially related to inter- 
state commerce. 

As an additional ground, the plaintiff contends it is entitled to relief 
because the defendant is guilty of unfair competition. To entitle the plain- 
tiff to relief on this ground the burden was upon it to show confusion 
or at least probable injury to it from the defendant’s activities. Hanover 
Star Milling Co. v. Metcalf, 240 U.S. 403, 36 S.Ct. 357, 60 L.Ed. 712 (6 
TMR 149) ; United Drug Co. v. Rectanus Co., 248 U.S. 90, 39 S.Ct. 48, 63 
L.Ed. 141 (9 TMR 1); El Chico, Inc. v. El Chico Cafe, 5 Cir., 214 F.2d 
721, 102 USPQ 267 (44 TMR 1307). 

At the time of the establishment by the defendant of its business under 
the name of PETER PAN DINER, INC., the plaintiff was not engaged in business 
in Rhode Island and had not licensed anyone to do business there under 
the service mark of PETER PAN. As hereinbefore pointed out, there is no 
evidence that the defendant, or anyone connected with it, had any notice 
or knowledge of the existence of the plaintiff or of its employment of the 
name of PETER PAN for its restaurants or restaurant services. Clearly 
then, there is no basis for any inference that the use of that name by the 
defendant was in bad faith or with intent to deceive the public or to take 
advantage of the plaintiff’s good-will which may have existed in other parts 
of the country. 

The absence of bad faith or intent to deceive is, however, not conclusive 
of a plaintiff’s right to relief in actions based upon unfair competition. 
The rule seems to be that, where an establishment which has acquired a 
national reputation has its name infringed by a purely local user, there is 
reasonable prospect of damage being done to the establishment whose name 
is appropriated by another and injunctive relief will be given against such 
appropriation by the local establishment. Stork Restaurant v. Sahati, 9 Cir., 
166 F.2d 348, 76 USPQ 374 (38 TMR 431). I do not think such a situation 
is presented here. 

While it is true that plaintiff’s use of its service mark was prior to 
the use of the same mark by the defendant, it was confined to areas far 
distant from Rhode Island. And its advertising was confined to those 
areas. It cannot be said that it had acquired a national reputation for its 
restaurants or its services. There is no evidence to indicate any palming 
off by the defendant that its restaurant is operated by the plaintiff or that 
it is one of its licensees. Similarly, there is a complete dearth of evidence 
as to any confusion of the public and as to any probable injury to the 
plaintiff. 
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In my opinion the plaintiff, having failed to establish either confusion 
or at least probable injury to its business, is not entitled to injunctive 
relief on the ground of unfair competition. 

Judgment shall be entered for the defendant. 


RONSON CORPORATION v. 
MILLS SALES COMPANY OF NEW YORK, INC. 


N.Y. Sup. Ct., Spec. Term, N.Y. Co. — May 7, 1957 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 

Sale of competing goods by defendant with name RONSON qualified by expres- 

sions such as “style” or “type” does not minimize danger of injury to plaintiff’s 

trade name and resultant harm to public in palming off of inferior goods on 
unwary consumer. 


Action by Ronson Corporation v. Mills Sales Company of New York, 
Inc., for unfair competition. Plaintiff moves for temporary injunction. 
Motion granted. 


HoFSsTADTER, Justice. 

Motion for an injunction is granted. Over a period of years and at 
considerable cost to the plaintiff, the name RONSON has become synonymous, 
in the public mind, with quality lighters and other products of the plain- 
tiff. The defendant has no right to use that name in any form or fashion 
which tends to mislead or induce the public into assuming or believing 
that there is any connection between the plaintiff’s products and those 
which the defendant offers for sale as copies or imitations. And qualifying 
the name RONSON—in such simulations—by the words “style” or “type” 
or similar expressions, does not minimize the danger of injury to plaintiff’s 
trade name and resultant harm to the public in palming off inferior goods 
on the unwary consumer. The misuse of plaintiff’s good name is not to 
be tolerated by such a device; it does not obviate its unlawful nature. 
Settle order. 


ORIENTAL FOODS, INC. v. CHUN KING SALES, INC. et al. 
No. 15104—C. A. 9—May, 16, 1957 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—DRESS OF GOODS 
REMEDIES—UNFAIR COMPETITION—EVIDENCE 

The correct test to be applied in ascertaining whether unfair competition exists 
in package similarities is whether or not there is a reasonable likelihood that an 
appreciable number of prospective purchasers—casual as well as discerning—would 
be confused. The test is not limited to discriminating members of the public nor 
is it geared to the level of the rankly careless and unconcerned. 

A claim of unfair competition arising out of alleged package similarities was 
found not established where but for a similarity in the color codes and in the 
vignettes picturing the product, there existed considerable dissimilarity in appear- 
ance, the evidence further showing that the defendant itself has first used some 
of these features. 
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Action by Chun King Sales, Inc. and Jeno F. Paulucci v. Oriental 
Foods, Inc. for patent infringement and unfair competition. Both parties 
appeal from judgment of District Court for Southern District of Cali- 
fornia for plaintiffs as to patent infringement and for defendant as to 
unfair competition. Modified. j 

Case below reported at 46 TMR 542. 


Lyon & Lyon, Lewis E. Lyon, and Robert Douglas Lyon, of Los Angeles, 
California, and Williamson, Schroeder, Adams & Meyers and Everett 
J. Schroeder, of Minneapolis, Minnesota, for plaintiffs. 

Harris, Kiech, Foster & Harris, Ford Harris, Jr., and Walton Eugene 
Tinsley, of Los Angeles, California, for defendant. 


Before STEPHENS, FEE, and Barnes, Circuit Judges. 


Barnes, Circuit Judge. 

The plaintiff Chun King Sales, Inc. sought an injunction and damages 
for patent infringement and unfair competition. [28 U.S.C.A., § 1338 (a) 
and (b)] The patent involved is No. 2,679,281, issued on May 25, 1954, 
to Jeno Francis Paulucci. The defendant denied infringement, challenged 
the validity of the patent, and, in a counterclaim, asked for a declaration 
of invalidity. While the original pleadings as to the cause of action for 
infringement related to all three claims of the patent in suit, the plaintiff, 
at the trial, restricted itself to a charge of infringement of Claim 1 only. 

Defendant Oriental Foods appeals from that portion of the judgment 
establishing the validity of plaintiff Paulucci’s patent, and defendant’s in- 
fringement thereof. Plaintiffs Paulucci and Chun King Sales, Inc., appeal 
from that portion of the judgment denying relief from defendant Oriental 
Foods’ alleged unfair competition. 


I. VALIDITY AND INFRINGEMENT 


We adopt the statement describing Claim 1 appearing in the Opinion, 
108 USPQ 400, 401-402 (46 TMR 542, 543), of the District Court, with 
the addition of the portion italicized, which was inadvertently omitted 
from the Transcript: 


“The object of the patent in suit is to join cans so that canned 
foods might be sold together and is on ‘a method and means for se- 
curing cans together in end-to-end relationship.’ Claim 1 describes it: 


‘1. The method of securing two cans together, said cans hav- 
ing beaded ends protruding beyond their side walls, comprising 
(1) aligning said cans in end-to-end relationship with adjacent 
end beads of said cans abutting each other; (2) stretching a por- 
tion of a slightly resilient sticky tape and applying said portion 
of said tape over portions of the abutting beads and adjacent side 
walls of said cans while said tape is in a stretched condition 
to secure said cans together; (3) pulling on the portion of said 
tape not secured to said can in a direction substantially tan- 
gential to the periphery of the cans to place same in a stretched 
condition; (4) and rotating said cans on their longitudinal azes, 
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while said tape is in said stretched condition to cause said tape 
to be applied and adhere to the remainder of the periphery of 
said beads and adjacent side walls of said cans.’ [for convenience 
of reference, we have numbered the four elements of the claim.]” 


The District Court in its opinion, correctly stated that “the scope of 
the claim is narrow,” but that “it represents invention over the prior art,” 
insofar as element (2) is concerned. The court then found no anticipation 
in prior art, because “there is no method in either (the Nifong or Johnson 
patents)! for applying tension to or stretching the tape either before or 
after application, in order to cause it to pass around an irregular contour 
so as to secure, in effect, a welding as set forth in the patent in suit.” 
The court found some prior use, but held that this was experimental and 
unsuccessful anticipation of the invention, but that it did not amount to 
a public use. 

The letters patent discloses a “method” or “means” or “process” patent. 
It involves the aggregation of two previously known elements: (1) a 90° 
angle iron, large enough to hold two or more tin cans longitudinally to 
each other, resting on the point of its angle, and being secured to a platform, 
with a “stop” at one or both ends of the angle iron; and, (2) a sticky, 
resilient tape rolled onto the cans from a tangentially right angle position, 
which tape is held by hand, or by a tape holder not secured to the plat- 
form, or held by both. Claim 1 does not refer to the tape holder, nor make 
it a part of the claim in any way. The tape holder may be of any type, or 
none need be used. If a holder is not used, the stretched condition of the 
severed tape is accomplished wholly by manually pulling on the tape at 
right angles to the cans. If the tape is still on the roll, the stretched condi- 
tion is created by pulling the holder away from the cans. In either event, 
after the cutting of the tape, tension required in the stretched tape can 
only be applied by manually stretching the tape. 

The firmness by which the two tin cans are “welded” together by the 
use of the cellophane or other “sticky, resilient tape” depends, as shown 
in Figure 5 of the patent, upon how well or how closely the sticky, resilient 
tape when applied follows the contours of the can’s beading and affixes 
itself to the beading and, as well, to such portion of the adjacent side walls 
and/or the labels on said cans, immediately adjoining the beads, as the 
width of the tape will permit. 

If the length of tape is not under tension, a “ruffling” of the tape on 
the cans takes place and the bond is not as solid, permitting a “play” 
by the cans, making them more difficult to handle, and easier for an un- 
scrupulous merchandiser to separate and sell separately for a larger com- 
bined price. 

Claim 1 requires a stretching of the sticky, resilient tape. The word 
“tension” is not mentioned in the claim. Neither the amount of tension nor 


1. Prior Art Patents, defendant’s Exhibit K and Exhibit 8. 
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the force of the pull is described or defined in the claim. The process or 
method patented embraces the same results as though two cans were held 
solidly and longitudinally together in one hand while a piece of cellophane 
was tightly stretched around the adjoining beads and the adjacent side 
walls of the can with the other hand. To do this, we must assume the 
holder has sufficient strength, agility and eyesight to accomplish the desired 
result. 

Ordinary “sticky, resilient,” cellophane tape was used manually to 
accomplish this before the “machine” in question was created, and with 
the “machine” thereafter. This tape is described as any “pressure sensi- 
tive tape with a rubber type adhesive. It requires no activator such as 
water.” Witnesses testified they had seen such cellophane tape used in 
tying two cans together, from 1944 on. 

Holding circular objects desired to be wrapped or tied longitudinally 
together by manual pressure, or in a trough or against an obstacle on a 
table, while rolling them, is as old as the art of wrapping packages, coins 
or any cylindrical objects. Hand taping of cans was done by plaintiff 
company in 1949, 1950 and 1951 and perhaps as early as late 1948. The 
defendant Chun King Sales first affixed cans together longitudinally by 
tape in 1948. Thousands of cans so taped were sold by defendant in 1949. 
Chun King Sales taped many cans together by hand in 1949. Such taped 
cans were a sizable part of Chun King Sales in 1950. The patented “ma- 
chine” was first used in August of 1951. The application for patent was 
filed on May 14th, 1952, and the patent was issued May 24th, 1954. The 
accused machine was acquired by the defendant on May 3rd, 1954, prior 
to the issuance of the patent in suit. It is stated by the inventor that the 
basic difference in the use of the tape prior to the patented machine and 
the use of the tape after the patented machine was that the machine pro- 
duced more tension on the tape.? Before the use of the patented device, 
after affixing the tape, tension was created by the hands of the taper, 
stretching the tape. By the machine, the tension was again created by the 
hands of the taper holding first the dispenser and next the end of the 
tape at a sufficient distance and with sufficient pull away from the cans 
to stretch the tape. 

We think any use of cellophane tape demonstrates beyond doubt that 
after the tape is affixed to whatever objects it is sought to hold together, 
some degree of tension must be used to stretch the tape, otherwise it ruffles 
and handles less efficiently than if tension were used. Thus the device serves 
to accomplish no more than is accomplished by a careful manual applica- 
tion of the tape. 

Our first concern is properly with the validity of the patent allegedly 
infringed. Sinclair & Carroll v. Interchemical Corp., 325 U.S. 327, 330, 
65 S.Ct. 1143, 65 USPQ 297, 299. We think this device fails to meet the 
strict standards set up by the Supreme Court with respect to patents 





2. Tr. p. 199. 
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made up of new combinations of old elements. The basic reasoning under- 
lying the unanimous decision of the Supreme Court in A. & P. Tea Co. v. 
Supermarket Corporation, 340 U.S. 147, 87 USPQ 303, 305-306, requires us 
to reverse the decision of the District Court. There the Supreme Court 
found the patents invalid, despite a finding by both the District and the 
Circuit Courts that the patents were valid as constituting invention. There 
as here, the lower court relied to some degree on a wide commercial success. 
There as here, the District Court found a result in excess of the accumula- 
tion of results of the individual elements of the claim. In the A. & P. case, 
the Court said: 


“While this Court has sustained combination patents, it never has 
ventured to give a precise and comprehensive definition of the test 
to be applied in such eases. The voluminous literature which the 
subject has excited discloses no such test. It is agreed that the key 
to patentability of a mechanical device that brings old factors into 
cooperation is presence or lack of invention. In course of time the 
profession came to employ the term ‘combination’ to imply its presence 
and the term ‘aggregation’ to signify its absence, thus making antonyms 
in legal art of words which in ordinary speech are more nearly syn- 
onyms. However useful as words of art to denote in short form that 
an assembly of units has failed or has met the examination for inven- 
tion, their employment as tests to determine invention results in nothing 
but confusion. The concept of invention is inherently elusive when ap- 
plied to combination of old elements. This, together with the impreci- 
sion of our language, have counselled courts and text writers to be 
cautious in affirmative definitions or rules on the subject. 

The negative rule accrued from many litigations was condensed 
about as precisely as the subject permits in Lincoln Engineering Co. v. 
Stewart-Warner Corp., 303 U.S. 545, 549, 37 USPQ 1, 3: ‘The mere 
aggregation of a number of old parts or elements which, in the 
aggregation, perform or produce no new or different function or 
operation than that theretofore performed or produced by them, is 
not patentable invention.’ To the same end is Toledo Pressed Steel 
Co. v. Standard Parts, Inc., 307 U.S. 350, 41 USPQ 593, and Cuno 
Engineering Corp. v. Automatic Devices Corp., 314 U.S. 84, 51 USPQ 
272. The conjunction or concert of known elements must contribute 
something; only when the whole in some way exceeds the sum of its 
parts is the accumulation of old devices patentable. Elements may, 
of course, especially in chemistry or electronics, take on some new 
quality or function from being brought into concert, but this is not 
a usual result of uniting elements old in mechanics. This case is 
wanting in any unusual or surprising consequences from the unifica- 
tion of the elements here concerned, and there is nothing to indicate 
that the lower courts scrutinized the claims in the light of this rather 
severe test. * * * Courts should scrutinize combination patent claims 
with a care proportioned to the difficulty and improbability of finding 
invention in an assembly of old elements. The function of a patent 
is to add to the sum of useful knowledge. Patents cannot be sustained 
when, on the contrary, their effect is to subtract from former resources 
freely available to skilled artisans. A patent for a combination which 
only unites old elements with no change in their respective functions, 
such as is presented here, obviously withdraws what already is known 
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into the field of its monopoly and diminishes the resources available 
to skillful men. This patentee has added nothing to the total stock 
of knowledge, but has merely brought together segments of prior art 
and claims them in congregation as a monopoly. * * * .” 


It would seem obvious to a person having ordinary skill in the art, 
that putting tension on, or stretching, after affixing, but before further 
applying, the sticky, resilient tape would produce a better bond on surfaces 
of limited space than a loose application of such tape. A taut string holds 
a package tighter than a loose string. 


“A patent may not be obtained * * * if the differences between 
the subject matter sought to be patented and the prior art are such 
that the subject matter as a whole would have been obvious at the 
time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made.” 


35 U.S.C.A., § 103. 


The mere fact that the device may make the wrapping of the cans 
easier to accomplish does not, in and of itself justify a claim of invention. 
As the District of Columbia Circuit held in a recent decision :* 


“A mere advance in efficiency and utility is not enough to convert 
a non-inventive aggregation into a patentable combination.” ; 


citing the Kwikset Locks v. Hillgren case, 210 F.2d 483, 100 USPQ 289 
(1954), of this Circuit. 

The standard of invention is written into the Constitution. The 
Supreme Court has held that the determination by the trial court of the 
question of invention need not be accorded the respect given ordinary 
findings of fact. Great A. & P. Co. v. Supermarket Corp., supra, concur- 
ring opinion, 340 U.S. at 155-156, 87 USPQ at 307. See also Crest Specialty 
v. Trager, 341 U.S. 912, 71 S.Ct. 733, 95 L.Ed. 1349, 89 USPQ 175, where 
the Supreme Court, by per curiam opinion, summarily held invalid a 
patent previously upheld by the district and circuit courts.* This Court 
has only recently reaffirmed its long held position that the question of 
novelty and invention is one of fact as to which the conventional clearly 
erroneous test is applicable. Hall v. Wright, 9 Cir., 240 F.2d 787, 112 





3. Consolidated Trimming Corp. v. Landon, D.C. Cir., 239 F.2d 33, 111 USPQ 
232 (1956). 

4. In the Crest Specialty case, the Circuit Court had reasoned thus (at p. 579, 87 
USPQ 139, 141): “Here the (District) court heard the testimony of a number of 
witnesses, including that of an expert. It expressly found the expert testimony in 
certain respects, unworthy of credit. It saw demonstrations of the various devices in 
court. It passed upon the credibility of the witnesses. It acquired the knowledge that 
comes from practical demonstration of the two devices. Finally, it made its findings 
and conclusions of novelty, utility, patentable invention and infringement. To declare 
them clearly erroneous would be to overturn the trial court’s decision upon controverted 
evidence and to usurp its function of passing upon the credibility of witnesses; this, 
under the authoritative decisions cited, we are not permitted to do.” 
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USPQ 210.5 We are not disposed to modify our statement of the test 
applicable on appellate review. This is not a case involving disputed evi- 
dence or the credibility of witnesses. The prime evidence is documentary, 
and is before this Court. Under such circumstances we have a greater 
discretion in deciding the validity of the patent in question. Sales Affiliates 
Inc. v. National Mineral Co., 7 Cir., 172 F.2d 608, 80 USPQ 389. We be- 
lieve that the patent involved in the instant cause rightfully belongs, 
to use the words of Justice Douglas, among the “list of incredible patents 
which the Patent Office has spawned.” 340 U.S. at 158, 87 USPQ at 308. 
It is a trifling device at best. It makes no substantial contribution to the 
advancement of the arts. And certainly it lacks that “flash of genius” 
that the patent laws seek, if not require.® 


The words of Justice Brewer in Atlantic Works v. Brady, 107 US. 
192, 200, are especially apt: 


“It was never the object of those laws to grant a monopoly for 
every trifling device, every shadow of a shade of an idea, which would 
naturally and spontaneously occur to any skilled mechanic or operator 
in the ordinary progress of manufacturers. Such an indiscriminate 
creation of exclusive privileges tends rather to obstruct than to 
stimulate invention. It creates a class of speculative schemers who 
make it their business to watch the advancing wave of improvement, 
and gather its foam in the form of patented monopolies, which enable 
them to lay a heavy tax upon the industry of the country, without 
contributing anything to the real advancement of the arts. It em- 


barrasses the honest pursuit of business with fears and apprehensions 
of concealed liens and unknown liabilities to lawsuits and vexatious 
accountings for profits made in good faith.” 


As Justice Douglas stated in his concurring opinion in the Great A. & P. 
Tea Co. case, 


“The attempts through the years to get a broader, looser con- 
ception of patents than the Constitution contemplates have been 
persistent. The Patent Office, like most administrative agencies, has 
looked with favor on the opportunity which the exercise of discretion 
affords to expand its own jurisdiction. And so it has placed a host 
of gadgets under the armour of patents—gadgets that obviously have 
had no place in the constitutional scheme of advancing scientific 
knowledge. 


5. There we held that it was “fair to add that it (the patent in question) cer- 
tainly lacks any of the hall-marks of a so-called ‘gadget’ patent concerning which 
there has been critical comment from time to time.” Patent validity is a question of 
fact. Accord: Lane-Wells Co. v. M. O. Johnston Oil Field Service Corp., 9 Cir., 181 
F.2d 707, 85 USPQ 179; Faulkner v. Gibbs, 9 Cir., 170 F.2d 34, 79 USPQ 158; Refrig- 
erating Engineering Inc. v. York Corp., 9 Cir., 168 F.2d 896, 78 USPQ 315; Mauisby 
v. Conzevay, 9 Cir., 161 F.2d 165, 73 USPQ 249; Ralph N. Brodie Co. v. Hydraulic 
Press Mfg. Co., 9 Cir., 151 F.2d 91, 66 USPQ 396. 

6. Cf. Schram, Frederick B., The Relationship of the Patent Act of 1952 to the 
Antitrust Laws, 23 Geo. Washington Law Review 36, 39-47. Pacific Contact Labora- 
tories v. Solex Laboratories, 9 Cir., 209 F.2d 529, 532, 100 USPQ 12, 14. 
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The fact that a patent as flimsy and as spurious as this one has 
to be brought all the way to this court to be declared invalid dramati- 
cally illustrates how far our patent system frequently departs from 
the constitutional standards which are supposed to govern.” 

340 U.S. at 156, 158, 87 USPQ at 307, 308. 


We conclude that the Paulucci patent cannot be sustained. Placed 
aside the Constitutional criteria for invention, this device does not measure 
up. In coming to this conclusion, we follow Kwikset Locks vy. Hillgren, 
supra, having in mind Coleman Company v. Holly Mfg. Co., 9 Cir., 233 
F.2d 80, 109 USPQ 204, 211 (1956). 

Our determination that there has been no invention makes it unneces- 
sary for us to consider the questions of prior art, prior use, or file-wrapper 
history of the Paulucci patent, (with particular reference to proposed 
Claim 4, and appellants’ admissions in support thereof, restricting the 
scope of Claim 1). 

However, we feel we should state that even if we were to agree that 
there was invention, we have grave doubts if the trial court’s findings, No. 
16 and 17, are supported by the evidence.’ 


II. Unrar CoMPETITION 


We next consider the trial court’s ruling that there was no proof of 
unfair competition. Plaintiffs make two contentions. First, that the Dis- 
trict Court applied an erroneous standard in determining whether or 
not the similarity in the size, shape, design and arrangement of cans sold 
by defendant constituted unfair competition, and second, this similarity 
appearing on the face of the cans is in and of itself conclusive proof that 
the defendant is guilty of unfair competition. 

We find no merit in either contention. The District Court correctly 
tested plaintiffs’ claim by whether or not there was a reasonable likelihood 
that the similarity in cans would mislead or confuse an appreciable number 
of prospective purchasers. The purchasers considered are not limited to 
the discriminating. They include the casual as well as the discerning 
buyer.® On the other hand, the likelihood of confusion cannot be measured 


7. Finding 16: “Defendant has failed to establish any instance of prior knowledge 
or invention of the method disclosed and claimed in the Paulucci patent No. 2,679,281, 
nor any solution of the problem in this art first solved by Jeno F. Paulucci.” 

Finding 17: “All prior attempts at a solution to the problem by both plaintiffs 
and defendant prior to the invention of Paulucci proved a failure and were abandoned.” 

There is uncontradicted evidence that during the years 1949, 1950 and 1951 
(prior to the invention) the Chun King Sales, Inc., had purchased from various manu- 
facturers in excess of 4,000,000; 24,000,000; and 22,000,000 inches respectively of 
sticky resilient tape. This amount was sufficient to bind together 600,000 large size 
cans in 1949; 3,500,000 in 1950; and more than 3,000,000 in 1951, if we assume 
the cellophane was used in the same years in which it was purchased. Purchases of 
such tape were made sixteen to thirty times each year. We do not believe such 
extensive use of tape on products going to the market can be considered purely experi- 
mental, nor that such wholesale use of such tape can be characterized as “a complete 
failure,” when its use was never abandoned. 

8. McLean vy. Fleming, 96 U.S. 245, 24 L.Ed. 828; Avrick v. Rockmont Envelope 
Co., 10 Cir., 155 F.2d 568, 69 USPQ 431 (36 TMR 199). 
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by the effect of the similarity on the rankly careless and unconcerned. 
To do so would place too great a burden on innovation and change in the 
manufacture and merchandising of commercial products. A reading of the 
District Court’s opinion as a whole shows that these guideposts were fol- 
lowed. 


There is no evidence of actual confusion in the record; evidence that 
is usually offered in cases of this kind. Plaintiffs ask us to hold that the 
similarity on the face of the cans clearly establishes unfair competition. 
We have examined closely the numerous exhibits. A side by side compari- 
son of Oriental’s latest use of colors (Exhibits 6, 6A, 7, 7A, 8, 8A, 9, 9A, 
10, 10A) indicates that the color code used by Oriental closely follows 
Chun King’s code. But, as the District Court points out, there the similarity 
ends. 


“There is no limitation or simulation of the lettering, the form, 
the script, scrolls, or any of the symbols used by the plaintiff (Chun 
King).” 


Thus the District Court was confronted with a partial similarity, 
primarily in colors used in a “color code,” and in vignettes picturing in 
color the foods within the cans; otherwise, there existed considerable dis- 
similarity. The court relied not only on the “tout ensemble,” but also con- 
sidered the fact that defendant Oriental Foods preceded the plaintiff in the 
field, and in its use of “distinctive identifying symbols singly and in com- 
bination” and in some use of color codes, (on both can and box labels) such 
use having occurred before the plaintiffs’ use thereof. American Chicle Co. 
v. Topps, 208 F.2d 560, 99 USPQ 362 (44 TMR 414). The “deliberate 
purpose” theory raised therein, and in Miles Shoes v. Macy, 199 F.2d 602, 
603, 95 USPQ 170, 171 (42 TMR 911), is therefore not applicable here. 
A full description of typical exhibits appears in the opinion below, Chun 
King Sales v. Oriental Foods, 136 F.Supp. 659, 108 USPQ 400 (46 TMR 
542). It would be useless to repeat those details. It suffices to say that 
we are satisfied no error was committed in the resolution of this factual 
issue.® 

It is entirely possible that different triers of fact might come to dif- 
ferent conclusions on these facts, but we cannot say it was clearly errone- 
ous for the District Court here to come to the conclusion that no unfair 
competition existed. Such a judgment is supported by the court’s findings, 
and they in turn are supported by the evidence. 

The holding of the District Court that Claim 1 of Letters Patent No. 
2,678,281 is good and valid in law (Paragraph 2 of the Judgment), is 
reversed, and the cavse remanded with directions to enter a judgment 
declaring the patent invalid on the counterclaim, and setting aside that 


9. Cf. Pagliero v. Wallace China Co., 198 F.2d 339, 95 USPQ 45 (42 TMR 839). 
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portion of the judgment relating to infringement, injunctive relief, an 
accounting, and damages. 
The judgment is affirmed as to the lack of unfair competition. 
Reversed, in part, and affirmed, in part. 


INSECT-O-LITE COMPANY, INC. v. HAGEMEYER et al. 
No. 682 — D.C., E.D. Kentucky — May 17, 1957 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—COLORABLE IMITATIONS 
Trademark infringement action under Lanham Act on the grounds that defen- 
dant’s vapor lamp sold under the mark INSECT LIGHT is an identical copy of plain- 
tiff’s vapor lamp sold under the mark INSECT-O-LITE. The evidence shows that one 
Beirne formerly employed by INSECT-O-LITE induced the trade to substitute the 
product of defendant and the sales of plaintiff decreased 66%. Some dealers stocked 
defendant’s lamp believing it to be plaintiff’s. The court held that the trademark 
INSECT-O-LITE was not infringed by defendant’s use of the term INSEcT LicuT. It 
is not actionable infringement for one to imitate in detail the product of another 
if it is just as true in its application to the goods of the second comer as to those 
of the first nor is the usage of descriptive common words to describe the goods 
actionable so long as the second comer does not attempt to palm off his goods for 
those of the first comer. The design of the vapor lamp was purely functional and 
there was nothing distinctive about either product. Plaintiff failed to establish 
secondary meaning in the descriptive phrase INSECT-O-LITE and therefore defendant 
is free to continue the sale of the vapor lamp as INSECT LIGHT. 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—FALSE TRADE DESCRIPTIONS 
However the evidence shows that Beirne clearly intended to palm off defen- 
dant’s goods as those of plaintiff and therefore defendant should be held ac- 
countable in damages for the losses occasioned by their unfair competition and 
should be enjoined from further representing that INSECT LIGHT is the product of 
plaintiff’s company or that INSECT-O-LITE is the outmoded product of plaintiff, but 
plaintiff’s claim of trademark infringement should be denied. 
REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—INJUNCTION 
Injunction should include corporation and all individual defendants even though 
all did not actively participate in the misrepresentations. Intent not necessary in 
civil action. 


Action by Insect-O-Lite Company, Inc. v. William C. Hagemeyer, 
James C. Noyes, Meredith J. Beirne and Hagemeyer Chemical Co., Inc. for 


trademark infringement and unfair competition. Judgment for plaintiff 

in part and defendants in part. 

J. Warren Kinney, Jr., of Cincinnati, Ohio, for plaintiff. 

Frank Zugelter, of Cincinnati, Ohio, and William Ware and William E. 
Wehrman, of Covington, Kentucky, for defendants. 


SwInFforD, District Judge. 

This is an action arising under the Trademark Act of 1946, 15 U.S.C.A. 
1114, which gives this court jurisdiction. The matter in controversy also 
exceeds, exclusive of interest and costs, the sum of three thousand dollars, 
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is between citizens of different states and therefore within the jurisdiction 
of this court under 28 U.S.C.A. 1332 (a) and 28 U.S.C.A. 1391 (a) (c). 

The plaintiff is an Ohio corporation with its principal office and place 
of business in Cincinnati, Ohio. It is the owner of U. S. trademark regis- 
tration No. 604,061 for INsEcT-0-LITE for electrically heated hollow recepta- 
eles in which volatilizable insecticidal crystals are placed. The function 
and purpose of this article is to attract and destroy insects in homes and 
places of business. It is a relatively small item made of a plastic and 
composition material to be hung on the wall and attached by cord to an 
electric light plug. It is in evidence as Plaintiff’s Exhibit 10. 

The defendants, William C. Hagemeyer and James C. Noyes, are resi- 
dents of Ft. Mitchell, Kentucky; the defendant, Meredith J. Beirne, is a 
resident of Ft. Thomas, Kentucky; and the defendant, Hagemeyer Chem- 
ical Co., Inc., is a Kentucky corporation with its principal place of business 
in Erlanger, Kentucky. 

The plaintiff alleges that its trademark has been infringed and seeks 
to permanently enjoin the defendants from manufacturing or selling vapor 
lamps which so nearly resemble those manufactured and sold by the plain- 
tiff as are likely to lead purchasers to believe that such items are the 
plaintiff’s vapor lamp. 

The plaintiff further states that as a consequence of the alleged 
infringement of its trademark the defendants have deliberately and by con- 
spiracy committed unfair trade practices and have been guilty of unfair 
competition. It asks a permanent injunction and damages. 

The factual situation out of which the injuries that are charged arose 
is involved and somewhat obscured by an obvious bitterness which exists 
between the litigants. Throughout the trial of the case the court was 
conscious continually of an undercurrent of personal animosity. Such a 
situation does not lend itself to the full and free enlightenment of the trial 
judge. 

The decision of this case rests primarily upon the acts and conduct 
of one individual, the defendant, Meredith J. Beirne. 

In the early part of 1952 the plaintiff introduced to the trade an insect 
vapor lamp designed to attract and destroy insects. While the idea of 
insect lamps was not new the plaintiff’s lamp which made use of volatiliz- 
able insecticidal crystals as a vaporizer was somewhat novel in its combined 
design and function for which the U. S. Patent Office issued trademark 
registration No. 604,061 for the name INSECT-O-LITE. 

At the time the plaintiff began to manufacture this lamp the defen- 
dants, James C. Noyes and Meredith J. Beirne, began to handle the item 
as a sales agency. In this way Beirne became familiar with the function 
of the lamp and had a knowledge of the fact that it was an attractive 
and saleable article. 

In the fall of 1952 Beirne left Noyes and became an employee of the 
plaintiff for the primary purpose of promoting and selling INSECT-0-LITE 
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vapor lamps. Beirne became a competitor of his former associate, Noyes, 
who was continuing to sell another insect vapor lamp. 

In 1952, 1953 and 1954, the plaintiff expended something over $200,000 
advertising the lamp under the name INSECT-O-LITE. It was widely publi- 
cized throughout an extended area of the United States and especially so 
in the middle Atlantic states where the defendant, Beirne, was working. 

In September of 1954, the defendant, William C. Hagemeyer, with 
Noyes and Beirne, formed the defendant corporation, Hagemeyer Chemical 
Co., Inc. Through Beirne, the process used to make the container for the 
INSECT-O-LITE lamp was acquired by the newly formed company and the 
plaintiff’s INSECT-O-LITE to all appearances and functional purposes was 
copied identically and sold under the name INSECT LIGHT. 

It should be pointed out at this time that the selling season for insect 
lamps was in the spring and early summer of the year. 

Apparently deliberately planning for the selling season of INSECT LIGHT 
by the Hagemeyer Chemical Co., Inc., the defendant, Beirne, visited the 
office of Mr. Parnell, president of the Insect-O-Lite Co., Inc., his former 
employer, in the late winter of 1955. He advised Mr. Parnell that he 
planned to return to the employ of that company in March for the purpose 
of selling INSECT-O-LITE. This he never did. There is also evidence to the 
effect that on this visit Beirne obtained information as to the sale price 
of the plaintiff’s vapor lamp for the 1955 season. 

With his knowledge of the function of the plaintiff’s lamp, his experi- 
ence as a salesman and his knowledge of the retail outlets for such an item, 
the defendant, Beirne, by methods of inference, innuendo and deception, 
induced the trade to substitute the Insect Light of the defendant, Hage- 
meyer Chemical Co., Inc., for the INSECT-0-LITE vapor lamp of the plaintiff. 
His exploitation of the situation was effective. The sales of the plaintiff 
decreased 66%. 

An observation of the two vapor lamps could not but lead the public 
to a belief that they were identical. Certain merchants disposed of their 
stock on hand of INSECT-0-LITES and replaced it with INSECT LIGHTs, believing 
that they were dealing with the same company that had sold them INsECT-o- 
LITES. Some of the retailers were informed that the Insect-O-Lite Co., Inc. 
had gone out of business or that the defendant, Hagemeyer Chemical Co., 
Ine., was a Kentucky branch of the Insect-O-Lite Co., Inc. Others were 
advised that the INSECT LIGHT was a new model of the INSECT-0O-LITE and 
that INSECT-0O-LITE was no longer being manufactured. These facts and 
other similar instances which are equally as reprehensible are reflected in 
the record. 

It is recognized that to obtain evidence on issues of this character is 
difficult. Merchants do not like to become involved in controversies between 
manufacturers. While the court cannot, of course, assume that there were 
other witnesses who would testify to similar transactions, it may be reason- 
ably inferred that the defendant, Beirne, at every opportunity created an 
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atmosphere throughout the territory which was unfavorable toward the 
plaintiff’s lamp. 

While this is denominated a trademark infringement action, it should 
be pointed out that trademark infringement is but a branch of the broader 
law of unfair competition. West Point Manufacturing Co. v. Detroit Stamp- 
ing Co., 222 F.2d 581, 105 USPQ 200 (45 TMR 795), cert. denied, 350 U.S. 
840, 107 USPQ 362; Brown & Bigelow v. B. B. Pen Co., 191 F.2d 939, 91 
USPQ 171 (41 TMR 1066). 

The infringement of a trademark is a form of unfair competition and 
facts which would support an action for infringement and one for unfair 
competition are one and the same. There cannot be trademark infringe- 
ment without the presence of acts which amount to unfair competition but 
there can be unfair competition without the existence of trademark infringe- 
ment. Academy Award Products v. Bulova Watch Co., 90 F.Supp. 12, 85 
USPQ 310 (40 TMR 431) ; American Automobile Assn. v. Spiegel, 205 F.2d 
771, 98 USPQ 1 (48 TMR 1071). 

I am of the opinion that the plaintiff’s trademark was not infringed. 
The adoption by one manufacturer of the features of another’s product, 
common to articles of that class, does not of itself amount to unfair compe- 
tition. Rathbone, Sard & Co. v. Champion Steel Range Co., 189 F. 26, 6 Cir. 
(1 TMR 259); West Point Manufacturing Co. v. Detroit Stamping Co., 
supra. 

There is no legal liability against one who imitates in detail the 
product of another if it is just as true in its application to the goods of 
the second adopter as to those of the first. To entitle a name to equitable 
protection as a trademark, the right to its use must be exclusive and not 
one which others may employ with as much truth as those who use it. 
Purchasers, though mistaken, are not in such a case deceived by false 
representations and equity will not enjoin against telling the truth. Canal 
Company v. Clark, 80 U.S. 311; Reddy Kilowatt, Inc. v. Mid-Carolina Elec- 
tric Coop., 240 F.2d 282, 112 USPQ 194 (47 TMR 241). 

Words or other indicia in common use may be used upon labels or in 
connection with goods if they are descriptive of the uses for which the 
goods are offered for sale. One so acting is not an infringer of a trademark 
or trade name used by another even though prior in time, but fair compe- 
tition and honesty require him so to use them as not to imitate those of 
another. Newport Sand Bank Co. v. Monarch Sand Mining Co., 144 Ky. 7. 

The size, shape, color, and descriptive words’ INSECT LIGHT on the de- 
fendants’ vapor lamp were all functional and with the exception of the 
eolor, which might have been different, about the only design that could 
have been followed to accomplish the purposes intended. There was noth- 
ing novel or distinctive, aside from the functional uses, to which either the 
plaintiff’s or the defendants’ lamp could lay claim. Numerous other vapor 
lamps had been in existence. While the term INSECT-0-LITE has been sub- 
jected to trademark, there is nothing so unusual or singular in the phrase 
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that a court of equity should permit it to pre-empt the field to which it 
seeks to adapt itself. It had been in use for only a few months and could 
not be said to have become identified in the mind of the purchasing public 
to such an extent that the name had acquired a secondary meaning. 

It is a recognized principle of law that where words have acquired a 
secondary meaning with respect to an article of merchandise, the originator 
or owner of the trademark is entitled to relief by injunction against any- 
one subsequently attempting to use the words in a manner likely to enable 
the later user to sell his wares as the product of the owner or earlier user. 
Hemmeter Cigar Co. v. Congress Cigar Co., 118 F.2d 64, 49 USPQ 122 (31 
TMR 182) ; Kellogg Co. v. National Biscuit Co., 305 U.S. 111, 39 USPQ 296 
(28 TMR 569). That is not the case at bar. 

I must hold that the defendants had a right to produce and sell the 
item identified as INSECT LIGHT as represented by Plaintiff’s Exhibit 12. 
This right, however, must be exercised in such a way that the purchasers 
of the product are not deceived into the belief that they are purchasing 
the product of the plaintiff. The defendants cannot palm off their product 
by positive misrepresentation nor by negative conduct which is calculated 
to mislead. West Point Manufacturing Co. v. Detroit Stamping Co., supra; 
James Heddon’s Sons v. Millsite Steel & Wire Works, Inc., 6 Cir., 128 F.2d 
6, 53 USPQ 579 (32 TMR 410). 

It will have to be recognized that this so called more equitable ap- 
proach to the question is a modification of the rule announced in this 
circuit in the case of Rathbone, Sard & Co. v. Champion Steel Range Co., 
supra. In that case, decided in 1911, the court, following American Wash- 
board Co. v. Saginaw Mfg. Co., 103 F. 281, said that even though the defen- 
dant deceived the public by fraudulent means there was no right of action 
unless it resulted in the sale of such goods as those of the complainant. 
Courts at that time were very jealous of guarding against monopolies and 
to require a plaintiff to sustain a more stringent test of his right to protec- 
tion. Whether this softening of the law or modification of the rule is wise 
or unwise is not for this court to say. The change is, nevertheless, both 
apparent and confusing. 

As best I can understand, the present rule seems to be that where 
large sums of money have been spent over a period of time to build up a 
value in an article under a certain name, there is a valuable property right 
in the name and form of the product. Equity today will not permit the 
name and form of the merchandise to be appropriated to the use and 
advantage of another and to the injury of the one who has created the good 
will. National Biscuit Co. v. Kellogg Co., 91 F.2d 150, 33 USPQ 256 (27 
TMR 281). It should be pointed out that this case was reversed by the 
Supreme Court in Kellogg Co. v. National Biscuit Co., 305 U.S. 111, 39 
USPQ 296 (28 TMR 569), but the reversal was on other grounds. The 
Supreme Court sustained the principle I have announced. 
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In all cases of this character the gravamen of the offense is the intent 
to deceive. Kay Jewelry Company v. Gay’s Jewelry, 277 S.W. 2d 30, 105 
USPQ 1386 (45 TMR 575); Kentucky Distilleries &@ Warehouse Co. v. 
Wathen, 110 F. 641. 

In the opinion of the court the action and conduct of the defendant, 
Beirne, clearly establishes an effort on his part to deceive the former cus- 
tomers of the plaintiff and to palm off the good of the defendant as the 
goods of the plaintiff by representing that the plaintiff was no longer in 
existence and that the defendants’ goods were an improvement by the 
plaintiff in the item INSECT-O-LITE. 

In the matter of establishing a case of unfair competition, the instant 
case seems to conform to the language of the court in the very recent case 
of Sasser et al. v. Senco Prod., Inc., 6 Cir. 242 F.2d 565, 113 USPQ 101, 102 
(47 TMR 640). This case was decided on March 26, 1957. In that opinion 
the court said: 

The proofs further disclose that appellants had hired away from 
appellee an important employee who held the position of assistant to 
appellee’s office manager, in order to secure secret trade information 
consisting of a list of appellee’s best accounts, and the prices charged 
to its customers, resulting in undercutting of prices by appellants and 
the loss of many customers and great damage to appellee. The evidence 
also shows that appellants used appellee’s arbitrary name and number 
designations for parts and staples, which they affixed to parts and 
staples which were not manufactured by appellee, but which appellants 
sold to the customers of appellee without any other indication of their 
origin. The foregoing conduct, repeated on numerous occasions by 
appellants amply supported the district court’s findings that appellants 
were guilty of unfair competition. See Goodrich Tire and Rubber Co. 
v. Marbon Corp., 30 F.Supp. 420, 48 USPQ 272; Ford Motor Co. v. 
Alltite Motor Products Corp., 117 F.Supp. 460, 100 USPQ 344 (44 
ce 293) ; Keller v. Chicago Pneumatic Tool Co., 298 F. 52 (C.C.A. 
7). 


In passing upon the sufficiency of the evidence to establish the acts of 
unfair competition on the part of the defendant, Beirne, I must agree with 
Lord Chancellor Halsbury of the House of Lords in England in the case 
of Reddaway v. Banham (1896), A.C. 199, p. 204 (25) Eng. Rul. Cas. p. 
197, when he said: “For myself I believe the principle of law may be very 
plainly stated; and that is that nobody has any right to represent his 
goods as the goods of somebody else.” West Point Manufacturing Co. v. 
Detroit Stamping Co., supra. 

Whether this matter of unfair competition is governed by federal law 
or Kentucky law seems to be in doubt. In the case of Maternally Yours v. 
Your Maternity Shop, 234 F.2d 538, 110 USPQ 462 (46 TMR 1509), 
decided June 6, 1956, Judge Waterman, writing the opinion for the court 
said that the claim of unfair competition was governed by the law of New 
York and the claim of trademark infringement was under the federal 
statute. Chief Judge Clark in a concurring opinion raises the question and 
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apparently answers it that the whole matter is governed by federal law 
under the Lanham Act. I quote the following from Judge Clark’s opinion, 
110 USPQ at 468 (46 TMR 1518): 


Then, too, I do not see how we can avoid the clear federal juris- 
diction arising under the new and quite extensive provision covering 
the false description or representation of goods introduced into com- 
merce. Lanham Act, Sec. 43 (a), 15 U.S.C. 1125 (a). By the broad 
and liberal construction properly given this remedial legislation, as in 
L’Aiglon Apparel, Inc. v. Lana Lobell, Inc., 3 Cir., 214 F.2d 649, 102 
USPQ 94, the major and more important portions of the relief here 
granted would be supported under federal law. I think we must con- 
sider the applicability of this statute, and cannot avoid it, even though 
counsel does not cite it; for we are bound by the law of the land, 
whether cited to us by counsel or not. See Sword Line, Inc. v. United 
States, 2 Cir. 230 F.2d 75. Indeed, there is indication here and else- 
where that the bar has not yet realized the potential impact of this 
statutory provision. 


This question was not briefed by counsel nor presented in arguments 
and | do not feel that it is necessary to a determination of the issues that 
it be passed upon here. I am inclined to agree with the views expressed by 
Judge Clark. Apparently the materiality of the question could not be 
pertinent since the United States Court of Appeals for the Sixth Circuit 
and the Court of Appeals of Kentucky agree. 

In the case of Grocers Baking Co. v. Sigler, 132 F.2d 498, 56 USPQ 123 
(33 TMR 130), it was expressly held that a state of facts may be sufficient 
to show unfair competition even though insufficient to support a claim of 
technical trademark infringement. Socony-Vacuum Oil Co., Inc. v. Rosen, 
6 Cir., 108 F.2d 632, 44 USPQ 379 (30 TMR 165) ; Chesebrough Mfg. Co. v. 
Old Gold Chemical Co., Inc., 6 Cir., 70 F.2d 383, 21 USPQ 304 (24 TMR 
149) ; Shaler Co. v. Rite-Way Products, Inc., 6 Cir., 107 F.2d 82, 43 USPQ 
425 (30 TMR 3). In Grocers Baking Co. v. Sigler, supra, the court said, 56 
USPQ at 126 (33 TMR 133): 


“Moreover, under Kentucky law which is applicable here, all that 
appellant had to show was probable confusion. 

“A suit to enjoin unfair competition and common law trademark 
infringement is governed by local law. Pecheur Lozenge Co., Inc. v. 
National Candy Co., Inc., 315 U.S. 666, 62 S.Ct. 853, 86 L.Ed. 1103, 53 
USPQ 11 (32 TMR 194). Cf. Fashion Guild v. Trade Commission, 312 
U.S. 457, 468, 61 S.Ct. 703, 85 L.Ed. 949, 48 USPQ 483, 486; James 
Heddon’s Sons v. Millsite Steel & Wire Works, Inc., supra, 128 F.2d 
13, 53 USPQ at 585. 

“Under Kentucky law a trade name does not have to be identical 
with another in order to justify a court in enjoining its use. It is suffi- 
cient if it is so similar to the earlier adopted trademark as to make 
it likely that unsuspecting persons would be led to believe that it was 
the same. Newport Sand Bank Co. v. Monarch Sand Mining Co., 144 
Ky. 7, 187 S.W. 784, 34 L.R.A., N.S., 1040. It is not necessary to show 
actual confusion by similarity in names. It is sufficient that the name 
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selected is so similar to that used by its competitor as likely to produce 
deception. Mayfield Milling Co. v. Covington Bros. & Co., 212 Ky. 262, 
278 S.W. 562. To constitute unfair competition it is not necessary that 
there be a purpose to pass off one’s product as that of another, it being 
sufficient that because of insignia or similarity of products purchasers 
believe it to be the product of another, or that the insignia or symbol 
has a tendency to, and probably will, deceive some part of the public. 
This is the established law of Kentucky. Rains & Sons v. White, Haucke 
& Co., 107 Ky. 114, 52 S.W. 970; Avery & Sons v. Meikle & Co., 81 Ky. 
73; Crutcher & Starks v. Starks, 161 Ky. 690; 171 S.W. 433; Metcalfe 
v. Brand, 86 Ky. 331, 5 S.W. 773, 9 Am. St. Rep. 282; FE. H. Taylor, Jr., 
& Sons Co. v. Taylor, 124 Ky. 173, 85 S.W. 1085.” 


The language of this case was apparently approved by the Court of 
Appeals for the Sixth Circuit in Statler Mfg. Co. v. Knight Co., 228 F.2d 
136, 108 USPQ 64 (46 TMR 316), decided December 29, 1955. 

The defendants take the position that since Hagemeyer and Noyes as 
individuals are not shown to have had any active participation in making 
misrepresentations that the action should be dismissed as to them. I do not 
think so. The conduct of Beirne was the result of a plan and arrangement 
by which the INSECT LIGHT was to supplant the INSECT-O-LITE product. This 
is not a criminal conspiracy so the matter of intent does not enter into it. 
The defendants are equally liable as individuals with the defendant, Beirne, 
and the corporate defendant. The deception practiced was the natural 
result of financing and sponsoring the salesmanship methods and conduct 
of Beirne. 

The plaintiff’s claim of infringement should be denied. The plaintiff’s 
claim of unfair competition should be sustained. 

The defendants should be held accountable in damages for losses occa- 
sioned by the unfair competition methods which they used toward the 
plaintiff. They should be enjoined from further representing that the 
INSECT LIGHT is the product of the plaintiff company or that the INSEcT-o- 
LITE is an outmoded product of the plaintiff company. 

Findings of fact, conclusions of law, and order in conformity with 
this opinion are this day entered. 





HARVEY MACHINE CO.., INC., et al. v. 
HARVEY ALUMINUM CORPORATION et al. 


New York Sup. Ct., Spec. Term, N. Y. Co. — May 22, 1957 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
Unfair competition is form of unlawful business injury; originally, it con- 
sisted of palming off or in attempting to pass off goods, products or business of 
another as and for one’s own; modern concept includes not only foregoing, but 
also any misappropriation of trade name, trademark, reputation or good will of 
another—any species of “commercial highjacking.” 
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REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 

It is not essential to constitute unfair competition that there be actual intent 
to deceive or mislead public, unless cause of action is based upon New York Penal 
Law section 964. 

It is no excuse that defendant is using his own name, or that parties are not 
in actual competition; test is whether use of name is likely to confuse and mislead 
public and injure plaintiff’s name, reputation, good will or business. 

HARVEY MACHINE and HARVEY ALUMINUM are unfair competition with HARVEY 
MACHINE CO., HARVEY ALUMINUM SALES INC., HARVEY ALUMINUM, and HARVEY 
ALUMINUM, INC. 


Action by Harvey Machine Co., Inc., et al. v. Harvey Aluminum Corpo- 
ration for unfair competition. Judgment for plaintiffs. 


Davis, Polk, Wardwell, Sunderland & Kiendl (Henry King, of counsel), 
of New York, N. Y., for plaintiffs. 
Charles F. Murphy, of New York, N. Y., for defendant. 


BENVENGA, Justice. 

In this action of unfair competition, plaintiffs seek to enjoin defen- 
dants from using HARVEY MACHINE and HARVEY ALUMINUM as part of their 
corporate names. 

The complaint sets forth two causes of action. The first is based on 
the common law of unfair competition and infringement of plaintiff’s trade 
name and mark; the second is for a violation of section 964 of the Penal 
Law, which not only makes it a misdemeanor to use another’s trademark or 
mark with intent to deceive or mislead the public, but also provides for 
injunctive relief under such circumstances. 

Leo Harvey (hereinafter referred to as Harvey) is the founder of 
corporate plaintiffs. In 1913 he started to manufacture, distribute and sell 
machines, tools, dies and metal products. Three years later he filed a certi- 
ficate of doing business under the name of Harvey Machine Company. In 
1938 he formed a partnership with his son Lawrence, who had been em- 
ployed in the business for ten years. The business increased in size, particu- 
larly in the field of the manufacture of items out of sheet aluminum 
forgings and tubular aluminum. 

In 1942 the business was incorporated under the name of Harvey 
Machine Co., Ine. (hereinafter referred to as “Harvey Machine”). The 
founder, Leo Harvey, became and still is president; his son Lawrence 
became and still is executive vice-president and chairman of the board; 
his brother Herbert and a grandson, Home, became and still are vice- 
presidents. In other words, plaintiffs have been and still are family 
corporations. 

Thereafter, Harvey Machine adopted and used HARVEY ALUMINUM as 
a trade name and mark. It advertised that name and mark in newspapers, 
magazine and other periodicals; impressed or stamped that name and mark 
on its aluminum products and printed it on boxes, cartons and crates con- 
taining such products. To handle its continually increasing volume of 
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business, Harvey Machine established sales offices under the name HARVEY 
ALUMINUM in various parts of the country. In 1952, it formed plaintiff 
Harvey Aluminum Sales, Inc., to maintain and conduct these offices, and 
formed plaintiff HARVEY ALUMINUM, INC., to exploit large deposits of bauxite 
(a principal source of aluminum) in British Guiana. 

Moreover, Harvey Machine purchased a manufacturing plant in Cali- 
fornia and a chemical research plant in Oregon. It also established in 
Oregon a plant for the production of primary aluminum, which, when 
completed, will place Harvey Machine and its two subsidiaries in the cate- 
gory of one of the largest independent extruders of aluminum products 
and one of the largest primary producers of raw aluminum. Indeed, plain- 
tiffs’ gross sales of aluminum for the year ending December, 1953 (when, 
as will appear, defendant Richter organized HARVEY ALUMINUM CORPORA- 
TION) amounted to almost $21,000,000. 

Harvey Richter (hereinafter referred to as Richter) formed the cor- 
porative defendants. Beginning with 1929 he engaged in various busi- 
nesses under his own and under various trade names, including Harvey & 
Company, Harvey Kahn Company and Harvey Jans Company. Since 1945 
Richter seems to have confined his business activities to the purchase and 
sale of “surplus” aluminum and other metals under various trade names, 
including Aluminum Buying Corporation, AAA Aluminum Company, 
DuBetta Metals Company and DuBetta Metals Corporation. Indeed fol- 
lowing the formation of DuBetta Metals Corporation in 1946, Richter 
seems to have conducted the major part of his business under that corporate 
name until the failure of that corporation in December, 1953, when he 
formed defendant Harvey Aluminum Corporation and continued in the 
same line of business. Prior thereto, in 1951, Richter had organized defen- 
dant Harvey Machine Shop Specialists, Inc., to fabricate aluminum and 
do machine work, but that company never actually engaged in any such 
business. 

Unfair competition is a form of unlawful business injury. Originally, 
it consisted in palming off or in attempting to pass off the goods, products 
or business of another as and for one’s own goods, product or business. 
In the modern acceptation of that term, it includes not only any misrepre- 
sentation as to one’s goods, products or business, but also any misappropria- 
tion of the trade name, trademark, reputation or good will of another 
(White Studio v. Dreyfoos, 221 N.Y. 46, 49; Metropolitan Opera v. Wagner- 
Nichols, 199 Mise. 786, 795, 800, 87 USPQ 173, 176, 178 (40 TMR 1072), 
aff’d 279 App. Div. 623)—any species of “commercial hitchhiking.” Bard- 
Parker Co. v. Crescent Mfg. Co., 174 Misc. 356, 360 (30 TMR 322) ; Diesel 
Oil & B. Corporation v. New York Diesel Heating Corporation, 197 Misc. 
598, 599, 84 USPQ 324, 325 (40 TMR 240), aff’d 277 App. Div. 881. 

Equity will, therefore, enjoin as unfair competition the adoption or 
use of the trade name, trademark or advertising of another where the 
apparent purpose is to reap where one has not sown, or to gather where 
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one has not planted, or to build upon, or profit from, the name, reputation, 
good will or work of another. Forsythe Co. v. Forsythe Shoe Corp., 234 
App. Div. 355, 358 (22 TMR 246); Tiffany & Co. v. Tiffany Productions, 
147 Mise., 679, 681 (23 TMK 1), aff’d 237 App. Div., 801 (23 TMR 117), 
aff’d 262, N.Y. 482; Berolio Import Co. v. Katsoris, N.Y. L.J., June 5, 1953, 
p. 1902, aff’d 283 App. Div. 933. It is not essential, however, to constitute 
unfair competition, that there be an actual intent to deceive or mislead the 
publie (Higgins Co. v. Higgins Soap Co., 144 N.Y. 462, 469, 471; Madison 
Square Garden Corp. v. Universal P. Co., 255 App. Div. 459, 464, 39 USPQ 
551, 554 (29 TMR 75) ; Overseas News Agency v. Overseas Press, 185 Misc. 
1010, 1011, 67 USPQ 190, 191 (34 TMR 329), unless the cause of action is 
based upon section 964 of the Penal Law. Assn. of Contr. Plumbers v. 
Contr. Plumbers Assn., 302 N.Y. 495, 501, 89 USPQ 629, 631 (41 TMR 
697) ; Matter of Julius Restaurant v. Lombardi, 282 N.Y. 126, 129-130, 132, 
45 USPQ 109, 110, 111 (30 TMR 187). Nor is it any excuse or justification 
that defendant is using his own name or any part of it, or that the parties 
are not in actual competition or in identically the same line of business. 
Ed Sullivan v. Ed Sullivan Radio & TV. Inc., 1 App. Div. 2d 609, 611, 110 
USPQ 106 (46 TMR 954) ; Albro Metal Products Co. v. Alper, 281 App. 
Div. 68, 69, 96 USPQ 159 (43 TMR 273) ; Astor v. Watson, 1 Mise. 2d 1026, 
1028, 73 USPQ 126, 128, aff’d 272 App. Div. 105; Robert Reis & Co. v. H. B. 
Reiss, Inc., 63 N.Y.S. 2d 786, 804, 807, 69 USPQ 418, 425 (36 TMR 182). 
The test is whether the use by defendants of plaintiffs’ name or mark is 
likely to confuse and mislead the public and injure plaintiffs’ name, repu- 
tation, good will or business. Ed Sullivan v. Ed Sullivan Radio & TV. Inc., 
supra; Albro Metal Products Corp. v. Alper, supra; N. Y. World’s Fair, 
Inc. v. World’s Fair News, 163 Misc. 661, 665, aff’d 256 App. Div. 373, 46 
USPQ 243; Jasco Aluminum Products Corporation v. Hasco Manufacturing 
Co., 143 N.Y.S. 2d 186, 105 USPQ 295 (45 TMR 818). 

The evidence in the case at bar brings it fairly within the test. Defen- 
dants have adopted and are using corporate names closely similar to plain- 
tiffs’ names and mark. Such use has resulted in deception and confusion; 
and, unless restrained, will result in irreparable harm and injury to plain- 
tiffs’ name, reputation and good will. In principle, the instant case is 
strikingly similar to, and hardly distinguishable from, the recent Sullivan 
and Albro cases, supra. As has been so aptly remarked: “Almost invari- 
ably the selection by a defendant for use in his business of a trade name 
or mark which has heretofore been used and advertised by another is for 
the purpose of appropriating its value and reaping the benefit of the 
labor of him who may have made that name an emblem of quality or of 
taste, or a symbol of fair dealing. Equity does not shirk from interfering 
to prevent such spoliation. Names other than plaintiff’s there are in plenty 
which defendant could have selected.” Forsythe Co. v. Forsythe Shoe Corp., 
supra; Tiffany & Co. v. Tiffany Productions, supra. 
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It follows that, if defendant Richter desires to continue in the same 
line of business (and there is no reason why he should not), he should be 
compelled to discontinue the use of HARVEY ALUMINUM and HARVEY MACHINE 
in connection with any trade or corporate name. 

Judgment is therefore directed for the plaintiff for the relief demanded, 
without costs. The parties having waived findings of fact and conclusions 
of law are directed to settle judgment in accordance with this decision. 





E. LEITZ, INC. v. WATSON, Com'r of Patents 
No. 3426-55 —D. C., D. C.— May 24, 1957 


REGISTRABILITY—TITLE 
COMMON LAW TRADEMARKS—ASSIGNMENTS 

A trademark is the symbol of the good will of the business in which it is used 
and although not assignable in gross, it may be assigned with the good will of the 
business to which it is appurtenant, or sold for use in the segment of a business 
even if not yet established, or assigned for a term of years with an exclusive 
agency in a particular geographical location or it may be sold by a foreign 
manufacturer with the sale of his good will and business in the United States. 

A trademark does not necessarily signify the good will of the manufacturer 
where the public looks to another as responsible for the goods. Hence, the purchaser 
of the domestic business, good will and trademarks of a foreign manufacturer may 
prevent the sale in the United States of the foreign manufacturer’s goods under 
the same mark where the mark is understood to identify similar products emanat- 
ing in the United States from or through the domestic owner. 

The purchaser of the domestic business and good will of a foreign manufacturer, 
which business consisted of the importation of goods manufactured by the latter 
under the mark LEITZ and also its own manufacture of goods under the same 
mark, was held to be the true trademark owner and entitled to registration. The 
domestic company not only was thought by members of the trade to be the pro- 
ducer of all products so marked, but it furnished its own guarantees on the imported 
LEITZ products which it sold. If the public ever understood the mark to identify 
only the products of the foreign source, that understanding was in error and 
hence, no deception could follow from granting the registration sought. 


Action by E. Lettz, Inc., under 35 U.S.C. 146, trademark application, 
Serial No. 599,300, filed June 6, 1950, v. Robert C. Watson, Commissioner 
of Patents. Judgment for plaintiff. 

See also 43 TMR 405 and 45 TMR 857. 


Richard P. Schulze, of Washington, D.C. (John Vaughan Groner, Delavan 
P. Smith, and Smith & Auslander, of New York, N.Y., of counsel) 
for plaintiff. 

CLARENCE W. Moore for defendant. 


Keecu, District Judge. 

This is an action by plaintiff, as owner in the United States, to compel 
registration on the principal register, under the 1946 Act, (15 U.S.C. 
§ 1051), of the trademark LEITz, displayed in script with a paraph of 


the initial letter extending beneath the entire word, for photographic 
‘ 
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appliances and supplies, optical goods, such as binoculars and microscopes, 
and measuring and scientific applianves, such as micro metallographs, 
spectroscopes, colorimeters, titrators, and carbon meters. 

The history of the trademark in the United States is undisputed. Prior 
to 1916 Ernst Leitz, owner of an optical works in Wetzlar, Germany, main- 
tained a branch in New York. On April 22, 1916, E. Leitz, Inc. (herein- 
after referred to as Leitz-1916), was incorporated in New York. One of 
the purposes set forth in its certificate of incorporation was 


“To manufacture, buy, sell and deal in microscopes and bacteriological 
instruments * * * .” 


On April 25, 1916, Ernst Leitz, by A. Traeger, his attorney in fact, who 
had managed Ernst Leitz’ New York branch, conveyed by Leitz-1916, its 
successors and assigns, by bill of sale, 


“the business now conducted by me [Ernst Leitz] at No. 30 East 18th 
Street, Borough of Manhattan, City of New York, together with all 
contracts, patents, trademarks, * * * all goods, wares and merchandise, 
* * * good will, and property of every kind and nature belonging to 
me or used by me in this business * * * .” 


The LEeErtz mark, which had been adopted and registered in Germany by 
Ernst Leitz, was one of those transferred in the United States. From 
that date to the present, neither Ernst Leitz individually nor the German 
corporation, Ernst Leitz G.m.b.H. (hereinafter referred to as German 
Leitz), has done any direct business in the United States. 

Thereafter, Leitz-1916, in addition to acting as exclusive importer 
from Germany of the goods of German Leitz and operating a repair 
department for such goods, commenced the manufacture in the United 
States of certain scientific instruments and parts, and also distributed 
the goods of many other manufacturers. All of this business was done 
by it.as principal and under its trade name, and the larger scientific ap- 
pliances manufactured in the United States bore the trademark Le1Tz 
in script form. 

During the first World War, Leitz-1916 was seized by the Alien Prop- 
erty Custodian. Alfred Traeger was retained as manager of Leitz-1916, and 
in 1920 he purchased the company from the Alien Property Custodian. 
Leitz-1916 continued to carry on the business of manufacturers, whole- 
salers, importers, and exporters. 

About 1925 Leitz-1916 introduced the Leica camera in the United 
States, and about 1935 it closed out its line of laboratory glassware. 

By 1935 all of the stock in Leitz-1916 had been transferred to Ernst 
Leitz individually or Ernst Leitz G.m.b.H. In 1941 E. Leitz, Inc. (here- 
inafter referred to as Leitz-1941), was incorporated under the laws of the 
state of New York, 


1. German Registration No. 197,860, June 12, 1914. This German trademark was 
transferred to Ernst Leitz G.m.b.H. in 1930. 








1010 THE TRADEMARK REPORTER Vol. 47 T. M. R. 


“To manufacture, buy, sell and deal in microscopes and bacteriological 
instruments and supplies, and photographic equipment and supplies 
of any and every character, * * * .” 


and “to acquire the property, rights, privileges and franchises and the 
good will and name of” Leitz-1916. Thereafter, pursuant to authorization 
by all the stockholders of Leitz-1916, namely, Ernst Leitz individually 
and German Leitz, Leitz-1916 conveyed to Leitz-1941: 


“All of the property, rights, privileges and franchises of the 
Vendor and the Vendor’s good will, and right to use the corporate 
name EK. Leitz Inc., and including, without in any manner limiting 
the generality of any of the foregoing, the patents, trademarks, patent 
applications and unpatented inventions and discoveries and secret 
processes owned by the Vendor; all of the books and records of the 
Vendor ; all furniture, fixtures and equipment in the office, store-rooms, 
demonstration rooms and showrooms and storage places of the Vendor; 
all merchandise, manufactured or in process of manufacture, all raw 
material, wherever located, in offices or other places of business of 
the Vendor, within and without the State of New York; any and 
all merchandise or other property in bonded warehouses or in the 
Foreign Trade Zone on Staten Island; all shelving; all machinery 
and equipment in the work-shop and factory of the Vendor; all ac- 
cessories; * * * and any and every item of assets or property of the 
Vendor, real or personal, tangible or intangible, realized or inchoate, 
of whatsoever nature and wheresoever situate.” (Emphasis supplied.) 


During World War II, pursuant to the Trading with the Enemy Act, 
by vesting orders dated August 24, 1942, all of the capital stock of both 
Leitz-1916 and Leitz-1941 was seized by the Alien Property Custodian, 
who actively operated the company during the war, making lenses for 
the Signal Corps, as well as various other articles on government order. 
All of these products were marked with the name LeITz. During this 
period Leitz-1941 further developed highly specialized laboratory and 
scientific products, manufacturing and marketing, under the LEITz mark, 
items such as a carbon meter, colorimeter, and titrator. 

The trademark LEITz, in identical form with the mark here in issue, was 
registered by Leitz-1941 under the 1920 Act on October 22, 1946 (Trade- 
mark No. 424,796).? 

Upon termination of the war, commercial relations were re-established 
with German Leitz, and distribution of German-made Leitz products was 
resumed by Leitz-1941, which also continued the manufacture and sale, 
under the trademark LEITz, of the products developed and manufactured 
by it. This was the situation as of June, 1950, when Leitz-1941, still con- 


2. Under Sec. 47(b) of the 1946 Act, after July 5, 1947, registrations under the 
1920 Act became subject to and entitled to the benefits of the 1946 Act relating to 
marks registered on the supplemental register, with a proviso that those marks eligible 
might also be registered on the principal register under the 1946 Act. (See note fol- 
lowing 15 U.S.C.A. § 1051.) 
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trolled and operated by the Alien Property Custodian, filed the applica- 
tion to register the mark LEITz here in issue. 

On August 30, 1951, in anticipation of the sale of the stock of Leitz- 
1941 and to cut off any possibility of any “reversionary” interest that 
German Leitz might have in the United States in the trademarks of Leitz- 
1941, the Alien Property Custodian issued a vesting order specifically 
vesting any and all such interests in the trademarks of Leitz-1941. Inas- 
much as this order mentioned only “registered marks,” another order was 
issued February 26, 1952, vesting every interest German Leitz might have 
in any and all trademarks and trade names appurtenant to the business of 
Leitz-1941, specifically including the trademark here in issue. 

In August, 1952, the Alien Property Custodian sold all of the capital 
stock in Leitz-1941 to Dunhill International, Inc., which in turn, on Oc- 
tober 1, 1952, conveyed all of the stock to the present ownership. 

Under the present ownership, Leitz-1941 has continued as importer 
and distributor of the products of German Leitz, as well as manufacturer 
and distributor of scientific instruments developed in the United States 
by it, and distribution of certain items purchased from sources other than 
German Leitz, including, among others, a Canadian Leitz. It was estimated 
that at the present time German Leitz goods accounts for between seventy 
and eighty percent of the dollar volume of Leitz-1941’s business. 

Registration of the trademark has been denied on the ground that 
plaintiff is not the owner of the mark. The Assistant Commissioner of Pat- 
ents has held that the Alien Property Custodian acquired and could convey 
to plaintiff’s assignor no interest in the trademark LEITZ, which was the 
world-wide symbol of the goodwill of German Leitz and had its situs in 
Wetzlar, Germany, where the manufacturing business of German Leitz has 
for many years been conducted. The Assistant Commissioner further held 
that there was no proof of the use by plaintiff of the trademark LErTz 
on goods manufactured by it in the United States, hence the mark was 
not one adopted and used by plaintiff to identify its goods and distinguish 
them from the goods of others. 

In notifying plaintiff of the final denial of registration, the Head of 
Trademark Operation stated that, even though title to the mark in this 
country was vested in the Attorney General of the United States and 
subsequently assigned to plaintiff, the use of the mark LEITZ on goods 
other than those originating with German Leitz would manifestly be decep- 
tive and a false designation of origin. 

The plaintiff has adduced before this court substantial evidence of 
the sale by Leitz-1941 and its predecessor, Leitz-1916, of scientific instru- 
ments manufactured by them in the United States and proof of the use 
on such products and in their catalogs of the trademark here in issue since 
about 1930. This is corroborated by the terms of the bill of sale from Leitz- 
1916 to Leitz-1941, which specifically names “merchandise, manufactured 
or in process of manufacture,” “raw material,” and “all machinery and 
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equipment in the workshop and factory of the Vendor,” as included among 
the assets, and in terms transferred the right to use the trademark. There 
was also evidence that plaintiff furnishes its own written guarantee of 
German Leitz products imported and sold by it, and that retailers in the 
camera business look to plaintiff in New York in all matters concerning 
Leitz products of whatever origin sold in the United States. 

It is elementary that a trademark is the symbol of the goodwill of the 
business in which it is used, and that it may not be assigned in gross. United 
Drug Company v. Theodore Rectanus Company, 248 U.S. 90 (9 TMR 1). 
On the other hand, a trademark is a property right which may validly 
be sold with the business to which it is appurtenant (Kidd v. Johnson, 
100 U.S. 617), sold for use in one segment of a business, even though it 
be not yet established. (The Coca-Cola Bottling Co. v. The Coca-Cola Co., 
269 F. 796, 11 TMR 134), assigned for a term of years with an exclusive 
agency in a particular geographical location (Scandinavia Belting Co. v. 
Asbestos & Rubber Works, 257 F. 937, 954, 9 TMR 136), or sold by a 
foreign manufacturer and vendor together with his business and goodwill 
in the United States (A. Bourjois & Company, Inc., v. Katzel, 260 US. 
689, 691, 13 TMR 69). 

The trademark does not necessarily signify the goodwill of the manu- 
facturer. The purchaser of the United States business of a foreign man- 
ufacturer and venor, including goodwill and trademarks, has a right 
to protect his trademark in the United States against the sale of the same 
product from the same manufacturer by others, even if it be by the manu- 
facturer-owner of the trademark abroad, where the product is understood 
as emanating in the United States from or through the United States 
trademark owner. Bourjois & Co. v. Katzel, supra. 

This court holds the fact situation in the instant case even stronger 
than the Bourjois case in support of the validity of the trademark assign- 
ment. Here, the business of Leitz-1916, transfer of which to Leitz-1941 was 
authorized by Ernst Leitz, both individually and on behalf of the German 
corporation, was not confined to importation of German Leitz products, 
but included the manufacture in the United States of products bearing 
the Leitz trademark and resale of items purchased from other sources. 

Nor is the sale of the business with trademarks in the instant case 
distinguishable in principle from the assignment in the Coca-Cola and 
Scandinavia cases, supra. 

Counsel for the defendant, in his argument that a trademark must 
attach to goodwill at the situs of the original factory, has attempted to 
distinguish the Bourjois case on two bases: (1) that decision was prior to 
enactment of the 1946 Act, which contains new definitions; and (2) the 
trademark in the Bourjois case had come to be understood by the public 
as meaning “coming from” the United States trademark owner. 

As to the first ground, the 1946 Act defines a trademark as “any word, 
name, symbol, or device or any combination thereof adopted and used by 


a 
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a manufacturer or merchant to identify his goods and distinguish them from 
those manufactured or sold by others” (15 U.S.C. § 1127). The trademark 
in issue has been so adopted by plaintiff and its predecessors to identify 
goods manufactured or distributed by them in the United States. Section 10 
of the Act (15 U.S.C. § 1060) provides that a trademark is assignable with 
the goodwill of the business in which the mark is used, or “with that part 
of the goodwill of the business connected with the use of and symbolized 
by the mark * * *.” Assignability of United States rights is further evi- 
denced by Section 44(f) of the Act (15 U.S.C. § 1126(f)), which provides 
that registration in the United States of foreign trademarks which are 
registered or for which application for registration has been filed in the 
country of origin, “shall be independent of the registration in the country 
of origin, and the duration, validity, or transfer in the United States of such 
registration shall be governed by the provisions of” the 1946 Act.* The 
1946 statute therefore does not detract from the present validity of the 
Bourjois decision. 

As to the second alleged ground of distinction, that the public under- 
stood the Bourjois goods as “coming from” the United States trademark 
owner, the Bourjois trademark plainly disclosed that the goods originated 
with the French manufacturer and were merely repacked and distributed 
by the United States firm. The Supreme Court held, however, that the 
trademark was owned in the United States by the distributor, and that, 
since the public understood the goods came through the plaintiff although 
not made by it, the trademark was sold with the goodwill of the business 
bought by the distributor, which staked its reputation upon the character 
of the goods it sold (260 U.S. 692). 

The evidence before the court in the instant case is that plaintiff bought 
the United States business, together with the goodwill and trademark of the 
original owner, that those in the business of retailing Leitz products 
manufactured in the United States or German Leitz products lawfully 
imported into the United States understand them to have been produced 
or distributed in the United States by the plaintiff, Leitz-1941,* and that 
plaintiff stands back of all merchandise sold by it, furnishing its own 
written guarantee on German-Leitz cameras, among other items. 

The decisions in Societe Vinicole de Champagne v. Mumm C. & Imp. 
Co., 10 F. Supp. 289, 26 USPQ 13 (25 TMR 203), and 13 F.Supp. 575, 29 
USPQ 336 (26 TMR 371), relied upon by the defendant, are not in point. 
There it was held that the Alien Property Custodian of the United States 
acquired no interest in the goodwill and trademarks of G. H. Mumm & Co. 
by seizure of certain assets of its agency in the United States, and that the 


3. This is in conformity with the 1934 London revision of the 1883 International 
Convention for the Protection of Industrial Property, a treaty to which the United 
States is a party. (See 53 Stat. 1748.) 

4. Defense counsel in his argument brought out that plaintiff had consented to 
the importation by another firm of certain German Leitz products not carried by plain- 
tiff. This consent would not affect the general understanding as to the United States 
importation of German Leitz products by Leitz-1941. 
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goodwill and trademarks in all countries had been sold by the French 
Government together with the parent business. In that case, however, there 
had been no prior assignment of the business, together with goodwill and 
trademarks, in the United States, the American corporation having been 
organized and maintained merely as a local sales agency. 

The court therefore holds that plaintiff is the owner of the trademark 
in issue in the United States. 

Further, if the public ever understood or now understands all products 
bearing the LEITz mark as having originated with German Leitz, its under- 
standing was and is erroneous. Therefore, no deception will be created 
by granting registration of the trademark in the United States to the 
plaintiff. 

For the foregoing reasons, the court will sign a judgment directing the 
registration of the trademark sought. Counsel will prepare and submit 
promptly appropriate findings of fact, conclusions of law, and order. 





GOOD HUMOR CORPORATION v. FEMIA 
New York Sup. Ct., Queens Co. — May 30, 1957 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
It is not part of petitioner’s case, in action under New York Penal Law section 
964, that it establish exclusive right to name, pictorial design and format; accent 
of modern law is clearly upon whether newcomer has sought to capitalize upon 
prestige, reputation, advertising and good will of predecessor; right to injunction 
may not be defeated by bare denial of intent to deceive public ; where respondent fails 
to establish true issue of fact, proceeding will lie; statute does not require proof 
that any person has in fact been deceived, and actual competition need not be shown. 
Defendant’s use of GOOD BAR is unfair competition with plaintiff’s GoopD HUMOR 

ice cream products. 


Petition under section 964 of New York Penal Law by Good Humor 
Corporation v. Femia. Petition granted. 


Mahoney, Spohr & Mahoney (Hugh Reilly, of counsel), of New York, N. Y., 
for petitioner. 
Frank Fema, pro se. 


PETTE, Justice. 

Petitioner, upon a notice of motion, petition and exhibit, applies for 
an injunction pursuant to section 964, Penal Law. The respondent ap- 
peared on the argument of the motion without an attorney and has sub- 
mitted no affidavit in opposition. 

After reading the petition and examining the exhibits annexed thereto, 
this court is satisfied that the simulation by the respondent of the peti- 
tioner’s pictorial design, format and use of the words GoopD Bar, is a class- 
ical example of the unfair trade practies and competition, as well as 
conduct in the nature of commercial fraud, which section 964 of the Penal 
Law contemplated and was enacted to defeat and prevent, by resort to this 
summary special proceeding. Fainblatt v. Leo Sportswear Co., Inc., 178 
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Misc. 760, 36 N.Y.S. 2d 695, 54 USPQ 507 (32 TMR 490) ; Playland Holding 
Corp. v. Playland Center, Inc., 1 N.Y. 2d 300, 110 USPQ 68 (46 TMR 
1192) ; Precision Apparatus Company, Inc. v. Precision Meter Co., Inc., 
112 USPQ 69 (47 TMR 481). 

The controlling factor herein is whether the respondent by appropriat- 
ing unto himself a part of the petitioner’s trade name, pictorial design and 
format, has unfairly and with intent to deceive and mislead the public, 
particularly those purchasing ice cream, committed a commercial fraud. 
Corning Glass Works v. Corning Cut Glass Co., 197 N.Y. 173; Ball v. 
Broadway Bazaar, 195 N.Y. 429; Higgins Co. v. Higgins Soap Co., 144 N.Y. 
442. It is not part of petitioner’s case that it establish an exclusive right 
to the name, pictorial design and format. Kayser & Co. v. Italian Silk 
Underwear Co., 160 App. Div. 607, 616, 146 N.Y.S. 22 (4 TMR 58). The 
accent of the modern law on this subject is clearly upon whether the 
newcomer has sought to capitalize upon the prestige, reputation, advertis- 
ing and good will of the predecessor. Fisher v. Star Co., 231 N.Y. 414, 427; 
Santa’s Workshop v. Sterling, 282 App. Div. 328, 122 N.Y.S. 2d 488, 98 
USPQ 463. 

The right to an injunction may not be defeated by a bare denial of 
intent to deceive or mislead the public, and where, as here, the respondent 
fails by affidavit to establish a true issue of fact, the proceeding will lie. 
Playland case, supra, at p. 303, 110 USPQ at 68 (46 TMR 1192); Indus- 
trial Plants Corp. v. Industrial Liquidating Co., 286 App. Div. 568, 572, 146 
N.Y.S. 2d 7, 107 USPQ 334, 336 (46 TMR 103); see Alexander’s Depart- 
ment Stores v. Cohen, 295 N.Y. 557, 62 N.E. 2d 274. In fact the respondent 
here failed to submit any affidavit at all on this motion, and the allegations 
of the petition stand uncontradicted. 

The statute does not require proof that any person has in fact been 
deceived or misled, and actual competition need not be shown; what 
matters is that the public may confuse the respondent’s products with those 
of the petitioner. N. Y. World’s Fair 1939, Inc. v. World’s Fair News, Inc., 
163 Mise. 661, 297 N.Y.S. 923. The difference in size between respondent 
and petitioner is not ground for denying relief. Atlas Corp. v. Atlas Invest- 
ing Corp., 98 N.Y.S. 2d 60; Rayco Mfg. Co. v. Layco Auto Seat Cover 
Center, 205 Mise. 827, 130 N.Y.S. 2d 108, 101 USPQ 39 (44 TMR 813) ; 
Playland case, supra. 

Without going into further minute details, this court is entirely 
satisfied that the respondent adopted the name Goop Bar and adopted the 
pictorial design and format simulating the petitioner’s label and adver- 
tising, for the purpose of indulging in unfair competition and with the 
design and intent to create and cause confusion and deception with the 
trade name of the petitioner and with the intent to deceive and mislead the 
public and capitalize upon petitioner’s advertising and good will. 

The application is therefore granted in every respect. Submit order. 
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THE AMERICAN GAGE & MANUFACTURING COMPANY 
et al. v. MAASDAM, doing business as 
MAASDAM POW'R PULL 


No. 13035 -—C. A. 6-— June 6, 1957 











REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE SECRETS 
Plaintiff had applied for a patent covering a wire stretching tool and litensed 
American Gage to manufacture the wire stretcher. During the term of the license 

the patent application was refused on the grounds that the alleged invention was 
already in the public domain but plaintiff renewed the manufacturing agreement 
without disclosing that the patent had been rejected. Upon subsequent disagree- 
ments the license arrangement was canceled and plaintiff licensed another manu- 
facturer in the United States. However, defendant continued to make and sell the 
wire stretcher and the Trial Court allowed recovery against the manufacturer. 
But since the patent was rejected, the plaintiff was without any proprietary rights 

in the device and, since no trade secrets were involved, defendant is not liable to 
plaintiff for unjust enrichment and American Gage paid plaintiff $10,000 for a 
right which was free to anyone. Judgment of district court is reversed. 



















Action by Felber Maasdam, doing business as Maasdam Pow’r Pull v. 
The American Gage & Manufacturing Company and Alfred A. Anglemyer 
for unjust enrichment. Defendants appeal from judgment for plaintiff by 
District Court for Southern District of Ohio. Reversed. 


Irvin V. Gleim (Henry G. Dybvig on the brief), of Dayton, Ohio, for 


appellants. 
Robert C. Alexander (Harshman, Young, Colvin & Alexander), of Dayton, 


Ohio, for appellee. 










Before Srmons, Chief Judge, and ALLEN and Stewart, Circuit Judges. 





Stewart, Circuit Judge. 

This is an appeal from that part of a district court judgment which 
held The American Gage & Manufacturing Company (hereinafter “Amer- 
ican”) liable to Felber Maasdam (hereinafter “Maasdam’) for unjust 
enrichment. As the case reaches us, the issues are considerably less compli- 
cated than they were in the district court. 

In 1945 Maasdam’s father filed a patent application disclosing and 
claiming an alleged invention relating to a wire stretching tool for use in 
building fences. The rights under this patent application were subse- 
quently assigned to Maasdam. In the spring of 1946 Maasdam initiated 
negotiations with American’s president, Alfred Anglemyer, looking toward 
a license agreement under which American would manufacture the wire 
stretchers covered by the patent application. Numerous meetings were held 
between the parties at American’s plant in Dayton, Ohio. During these 
meetings a model of the device in question was disclosed to Anglemyer, 
and he was told of the patent application. 

These negotiations resulting in an agreement dated July 1, 1946, which 
gave American an exclusive territorial license to manufacture and sell the 
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Maasdam wire stretcher for one year. The agreement required American 
to pay a minimum license fee or royalty of $10,600. Both parties fully 
performed their obligations under this agreement. Shortly after the agree- 
ment was consummated Anglemyer, at the behest of Maasdam, wrote several 
letters to prospective purchasers of the wire stretcher, soliciting their 
trade. These letters contained photographs of the wire stretcher, which, 
along with the description and technical data included in the letters, made 
a complete disclosure of the device. 


During the term of this agreement the patent application was rejected 
by the Patent Office, for the reason that the alleged invention was already 
in the public domain, having been completely anticipated by patents which 
had expired before the Maasdam application was filed. No further steps 
were taken to prosecute the claim, and it therefore became abandoned as 
a matter of law. 35 U.S.C. §133. Maasdam did not inform Anglemyer or 
American of the rejection and abandonment of the patent application. 


In 1947 a second agreement was made between the parties, predicated 
on the patent application, although the application by this time had 
already been abandoned without the knowledge of American or its presi- 
dent Anglemyer. The second contract was like the first, except that it 
broadened the territory within which American was licensed to manufac- 
ture and sell the wire stretchers to include the entire continental United 
States. During the term of this second contract the previous harmonious 
relationship between the parties became strained. 


On April 12, 1948, the parties made an agreement purporting to re- 
solve their differences. Under this agreement Maasdam released “The 
American Gage and Manufacturing Company and A. A. Anglemyer and 
H. R. Anglemyer personally, from any and all obligations relative to the 
contract that expired June 30, 1947, and the new contract that was to 
have gone into effect July 1, 1947. This settlement agreement contemplated 
that a new license arrangement would be negotiated between the parties, 
but no such arrangement was ever concluded because in the meantime 
Maasdam had granted a license to another manufacturing company. The 
effect therefore of the agreement of April 12, 1948, was to terminate all 
existing contractual relationships between the parties and to release Amer- 
ican from any further obligations under the former license agreements. 


After this release agreement American continued to manufacture and 
sell the wire stretchers. In doing so it committed an actionable wrong 
against Maasdam, in the judgment of the district court. The court rea- 
soned that the relationship between the parties. 


“was conceived in confidence and continued in confidence throughout 
the lives of the contracts. That the ideas of the plaintiff for a product 
and his knowledge thereof, whether the object was patentable or not, 
was proper subject matter for a contract. That by reason of this 
confidence the only right [American] * * * had to manufacture 
POW’R PULLS was by virtue of the contracts. 
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“Although the agreement of April 12, 1948, terminated all prior 
agreements [American] continued to manufacture the same product. 
This the Court considers unfair competition in the nature of unjust 


enrichment.” 


In our opinion the conclusion of the district court was erroneous. No 
proprietary interest of Maasdam, tangible or intangible, was appropriated 
by American after the settlement agreement of April 12, 1948, and Amer- 
ican was therefore not liable to Maasdam either in quasi-contract or under 
tort principles. 

The wire stretcher was lacking in invention. It utilized well-known 
mechanical principles which, it turned out, had long been in the public 
domain. Maasdam therefore never had any proprietary rights in the device 
itself. For that reason the situation here is quite different from that dis- 
closed in Hoeltke v. C. M. Kemp Mfg. Co., 80 F.2d 912, 922-923, 26 USPQ 
114, 125-126 (4 Cir., 1935), cited by the district court. In that case an 
applicant for a patent had disclosed his invention in confidence to the 
defendant. The court held the defendant liable for using the invention 
during the period before the patent issued, even in the absence of an express 
agreement by the defendant not to do so. There the plaintiff had made an 
invention. Here he had not. See Hisel v. Chrysler Corp., 94 F.Supp. 996, 
1002, 88 USPQ 281, 285 (W.D. Mo., 1951) ; Smoley v. New Jersey Zinc Co., 
24 F.Supp. 294, 300, 38 USPQ 315, 321 (D. N.J., 1938). 

Moreover, no trade secrets or manufacturing know-how were imparted 
to American by Maasdam. Examination of the device itself completely 
disclosed the elements of its construction. Maasdam did turn over some 
drawings of the tool, but he testified that “they were just high school 
mechanical drawing type of drawings.” The engineering or working draw- 
ings were developed by American from examination of the tool itself. 
The fact is that it was apparently because Maasdam did not have manu- 
facturing facilities or know-how that he went to American, “a qualified 
manufacturer to do the manufacturing.” The license agreements, except 
for referring to the pending patent application, make no reference to any 
confidential disclosures, and Maasdam did not testify to any. Mycalex 
Corporation v. Pemco Corporation, 64 F.Supp. 420, 423, 68 USPQ 317, 320- 
321 (D. Md., 1946), aff'd 159 F.2d 907, 72 USPQ 290 (4 Cir., 1947); 
Detachable Bit Co. v. Timken Roller Bearing Corp., 133 F.2d 632, 635, 56 
USPQ 490, 493-494 (6 Cir., 1943) ; ef. A. O. Smith Corp. v. Petroleum Iron 
Works Co., 73 F.2d 531, 538, 24 USPQ 183, 188-189 (6 Cir., 1934). 

The decision of the Court of Appeals for the Second Circuit in 
Schreyer v. Casco Products Corp., 190 F.2d 921, 90 USPQ 271 (2 Cir., 
1951), is therefore not in point. In that case the plaintiff after applying 
for a patent “entered into negotiations with representatives of the Casco 
Products Corporation looking toward the manufacture and sale of the 
ironer by Casco under a license. During these negotiations Schreyer gave 
Casco blueprints and other detailed information about the construction 
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of the ironer, and revealed the manufacturing ‘know-how’ of its then 
manufacturer, a corporation controlled by Schreyer. The complaint 
alleged, and the court found, that in making the ironer * * * Casco used 
such information to its own advantage in time and money. Although the 
court found no express agreement to hold the information in confidence 
and not to use it if the negotiations for a license were not successful, there 
was a confidential relationship created between the parties by the disclo- 
sures which restricted the right of Casco to use them for the purposes for 
which the disclosures were made * * * . The breach of this confidential 
relationship, enabling Casco to invade the plaintiff’s market, was unfair 
competition.” 190 F.2d 924, 90 USPQ at 274. 

It is true, as the district court noted, that it was only because of its 
contract with Maasdam that American began working in the field of wire 
stretchers. It is also true that Maasdam spent time and money cooperating 
with American in launching the production, promotion and sales of the 
wire stretchers. For this, however, Maasdam was fully compensated by 
the payments American made to him under the license agreement. In the 
Schreyer case, by contrast, the plaintiff had received no compensation for 
enabling the defendant to manufacture the product there involved at an 
earlier date than would have been possible had the defendant relied upon 
independent research, and it was only for profits resulting from the accel- 
eration of the date when production was possible that an accounting was 
there ordered. 

If American had never had any contract with Maasdam, it would 
have had the right, along with the rest of the world, to produce and sell 
the wire stretchers in question at any time, so long as they were not palmed 
off as the products of another. Singer Manufacturing Company v. June 
Manufacturing Company, 163 U.S. 169 (1896); Kellogg Company v. 
National Biscuit Company, 305 U.S. 111, 39 USPQ 296 (28 TMR 569) 
(1938) ; West Point Manufacturing Co. v. Detroit Stamping Company, 222 
F.2d 581, 105 USPQ 200 (45 TMR 795) (6 Cir., 1955). American thus 
paid Maasdam over ten thousand dollars for a right which was free to 
everyone else. After its contractual obligation was terminated, the right 
became free to American as well. 

The judgment is set aside and the case is remanded to the district 
court with directions to dismiss the complaint. 
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EX PARTE THE INTERNATIONAL NICKEL COMPANY, INC. 
Commissioner of Patents — May 6, 1957 


REGISTRABILITY—TITLE 
REGISTRABILITY—ABANDONMENT 
Use of word mark in display identical to that shown in registration is not 
condition precedent to protection of mark. 
REGISTRABILITY—IN GENERAL 
Two or more marks may be used on the same goods. 
EFFEct OF REGISTRATION—THE PRINCIPAL REGISTER 
Affidavit filed under sections 8 and 15 of Trademark Act of 1946 is not accepted 
where specimens submitted with affidavit show that word mark has been materially 
altered from registered word mark; specifically, use of NI-TENSYLIRON is not use of 
registered mark NI-TENSYL. 


Trademark registration proceeding by The International Nickel Com- 
pany, registration No. 302,033. Registrant petitions from decision refusing 
to accept affidavit. Petition denied. 


Anthony William Deller, of New York, N. Y., for registrant. 


LEepDs, Assistant Commissioner. 

Registrant has filed a petition for reconsideration of the Office decision 
refusing to accept the affidavit filed by registrant on July 23, 1956 under 
the provisions of Sections 8 and 15 of the Trademark Act of 1946. The 
sole question involved is whether or not the affidavit shows that “the said 
mark is still in use.” 

The registration shows NI-TENSYL for nickel-containing iron castings. 
The specimen which accompanied the affidavit shows NI-TENSYLIRON, and 
the affidavit recites use of the registered mark on nickel-containing iron 
castings as evidenced by the attached specimen showing the mark as cur- 
rently used. 

Registrant sets forth certain “propositions of law” which it contends 
support its position. The first five of these “propositions” are that a regis- 
tered trademark does not have to be used in the identical manner (presum- 
ably this refers to the display of the mark) in which the mark is regis- 
tered; there is statutory authority which recognizes and permits variance 
between a registered mark and the manner of use thereof (presumably 
this refers to the display of the mark) ; there is no statutory provision or 
decision requiring a trademark owner to use its trademark in the exact 
and identical form illustrated in the trademark register; judicial decisions 
have firmly established the principle that a registrant need not use a mark 
exactly as registered; and criteria have been established and accepted 
with regard to the scope of variance between a mark as registered and the 
manner of using the same (presumably this refers to the display of the 
mark.) 

It is well-established that use of a word mark in the identical display 
or setting as that shown in the registration is not a condition precedent to 
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protection of the mark. We are not concerned here, however, with the dis- 
play or setting of a mark, but the question is whether the mark shown on 
the specimen submitted with the affidavit to show current use of the regis- 
tered mark is the same word mark as that shown in the registration. 

Both the Patent Office and registrant have recognized NI-TENSYL and 
NI-TENSYLIRON as different marks, since the former was registered on March 
21, 1933 as No. 302,033, and the latter was registered on February 26, 1946 
as No. 419,628. 

The sixth “proposition” is that the Patent Office has recognized and 
accepted the principle of variance between a mark as used apart from the 
mark as registered and has, in essence, adopted and/or ascribed to a definite 
policy relating thereto. In support of this contention registrant relies upon 
Ex parte Petersen and Pegau Baking Company, 100 USPQ 20 (44 TMR 
547) and Ex parte The Hanna Paint Mfg. Co., 103 USPQ 217 (45 TMR 
352), to support its position; but in each of those cases the question was 
the deletion of certain decorative features which appeared in conjunction 
with the word mark, the word mark remaining unchanged. The decisions 
are not precedents for the present case where the word mark itself has 
been changed. 

The seventh “proposition” is that two or more marks may be used on 
the same goods. This is too well-established to require citation of prece- 
dents ; but here we are not concerned with that question. Here, the question 
is whether or not the use of one mark is, within the terms of section 8, use 
of the other; in other words, is use of NI-TENSYLIRON use of the registered 
mark NI-TENSYL? The answer must be in the negative. NI-TENSYLIRON makes 
a significant change in, and is a material alteration of, the registered mark 
NI-TENSYL which creates a different commercial impression when seen upon 
the goods. 

The record fails to show, within the criteria established in Ex parte 
The Globe-Wernicke Co.; Magnolia Metal Co., 96 USPQ 189 (43 TMR 302), 
that the registered mark is still in use. 

In the absence of an appeal in accordance with Section 21 of the 
Trademark Act of 1946, the registration will, in due course, be canceled. 
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